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PREFACE 

That Patent Law has not received hitherto the scientific 

treatment that a mature body of statute and case-law deserves 

is an opinion which is probably not far from the truth. Many 

X treatises have indeed appeared which set forth details of the 

^ Law from the point of view of the practitioner, but other aspects 

VI of the Patent System have obtained but scant attention. Of 

5 these aspects, such fragmentary treatment as does exist is 

T^scattered among numerous books, reviews, and magazines. 

^ In this Primer — one particularly addressed to the general 

©reader, the student, and the individual inventor-rran attempt 

has been made to exhibit the English Patent System as a 

J^ whole, and to present its principles free from unnecessary 

<»v industrial and legal technicality. 

.<f While avoiding the mere presentation of an empirical aggre- 
gate of disconnected particulars, the aim has been to exhibit 
^ a brief and a systematic generalisation of the Patent System. 
^ The author ventures to hope that in attempting to be brief, he 
'•^ has not omitted important qualifications nor fallen into other 
^ inaccuracy. 

^ To the Right Honourable Lord Alverstone, g.c.m.g., the 
JL Lord Chief Justice, pre-eminent among exponents of Patent 
"^ Law, the author desires to offer his respectful thanks for the 
ter courtesy with which his request for a photograph for repro- 
duction in this Primer was received. By the kindness of 
Sir Henry Graham, k.c.b., to whom the author's thanks are 
tendered, Mr. Morrison, of the Patent Office, was enabled at 
the author's request to secure a photograph of the Statute of 
Monopolies for use as a further illustration. Many thanks 
are also due to Mr. A. F. Ravenshear, b.sc, who for many 
years has been the sound critic of the author's views upon the 
Law and Policy of Patents, and who, during the preparation 
of this Primer, has, in so friendly a manner, made valuable 
suggestions. - . 

2, Garden Court, Tempi^e, E.C. 

NovemheTf 1904 - - - 
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THE 

ENGLISH PATENT SYSTEM 

PART I 

GENERAL ASPECTS OF THE 
PATENT SYSTEM 

The English Patent System is no sudden growth ; its roots 
lie hidden beneath the thickets of mediaevalism. A compre- 
hension of the System and an appreciation of its present position 
may best be attained by a study of the past, and a retracing of 
its development to beginnings. 

In the first place, and before treating in detail the present- 
day law, a brief history of patents from the Middle Ages to 
the dawn of the twentieth century will be given. As the 
natural sequence, exposition of modern policy in relation to 
patents can follow. The jurisprudential side of patents and the 
rights conferred thereby can next claim attentjpn, after which 
a few legal considerations that bear upon the commercial value 
of patents may be touched upon. 

CHAPTER I 

A Btiet History of English Patent Law 

The Statute of Monopolies, passed in 1 624, in the twenty-first 
year of the reign of James I., is commonly regarded as the start- 
ing point of the modern law. This popular view on the subject is 
incorrect. The famous Statute, so far as it concerned inventions, 
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did not make the great change which has been attributed to it. 
>It8 purpose was merely to prevent the Crown from granting such 
^Qionopolies as had been found to be oppressive and vexatious. 
Incidentally only, it upheld the existing Prerogative in respect 
of the encouragement of new industries. For the true sources 
of patent law, search must be made in periods anterior to the 
Statute of James. 

Aliens and the Guilds ; Permits to Work 

The Crown, although endeavouring from time to time to 
improve the industrial condition of the country, and interesting 
itself in native handicraft and manufacture, did not scruple to 
admit foreigners into the body politic, provided their admission 
was accompanied by that practical knowledge in the arts and 
mysteries of which the country had need. To secure recog- 
nition of these foreigners, royal protection was from time to 
time accorded. The recognition, with its permission to work 
and the protection, was analogous to the rights conferred by 
charter upon early trade guilds. Since these charters were, in 
many instances, wide-sweeping in their scope, for others even 
to work at a new trade must often have led to their infringement. 
Consequently, the royal permission to work, which still appears 
in letters patent of the present day as a mere redundancy, was 
then vital. Similarly important must also have been the royal 
permission in the case of the later Elizabethan patents, the 
benefits of which would otherwise have been impaired owing 
to the stringency of the law which prevented . from working 
at a trade those who had not served regular apprenticeships. 
N-^ From 1 33 1, when letters of protection were granted to 
John Kemp, the Fleming, together with his servants, appren- 
tices, and other men of the weavers* mystery, or fullers or 
dyers who might desire to come to England, until the patent 
system of Elizabeth, numerous instances occur of the granting 
of privileges to immigrant artificers. The grants in 1336 to 
two weavers of Brabant to settle in York, in 1368 to three 
clockmakers of Delft, in 1440 to John of Schiedame with 
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his Company to manufacture salt, and in 1452 to miners from 
Bohemia, are typical instances. On the other hand, many 
attempts, statutory and otherwise, were made by those having 
vested interests to favour the native craftsman at the expense 
of the immigrant. ^ 

The motive which underlay the system of inviring and 
protecting foreign artificers was at length distinctly enunciated, 
among others, by Chancellor Moreton, who, in his message 
to Parliament in the reign of Henry VII., alluded to the 
desirability "that our people be set on work in arts and 
handicrafts; that our realm may subsist more of itself; that 
idleness be avoided, and the drawing out of our treasure for 
foreign manufacture stopped." 

Origin of the Prohibitory Clauses in Patents 

After the conscious perception of the advantages due to 
the introduction of industrial methods, the addition to the 
riiere protection for the alien craftsman of the privilege of 
freedom from competition naturally followed. When this 
took place the patent of the present day had made its appear- 
ance, and the process of specialisation, which now so clearly 
distinguishes patents for inventions from other franchises, and 
patents of nobility, commissions, grants of offices, and such 
like, had begun. 

The motives that led to the encouragement of aliens were 
manifestly also applicable to the encouragement of the home 
worker, who by his ingenuity could assist in removing the 
necessity for importing manufactured articles. When this 
was recognised, the native patentee took his place in the 
industrial system, and the foundation of the modern law 
relating to patents for inventions was laid. Subsequently,^ 
other motives for the granting of patents emerged. Thus \ 
the establishment of a new industry might afford a livelihood 
to the agriculturist who had been thrown out of employ-, 
ment owing to the reversion of arable land to pasturage. ' 
Again, the monopolies, whether for new industries or foP* 
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I regulating and controlling existing trades, presented a con- 

V^enient means for rewarding courtiers and others. At the 

same time, with a diminishing privy purse, the farming of 

revenue such as might be obtained by the issue of monopolies 

of all sorts was practised in accordance with precedent. 

The policy of permitting the exercise of a new industry 
with an accompanying prohibition from competition was con- 
tinued during the Elizabethan and Jacobean age ; for it was 
considered that by some such methods as these could the 
country be made self-supporting and economically independent^ 
As regards the prohibition against competition, a statute of 
1555 in the reign of Mary indicates that the merchants of 
Norwich, having introduced into their employ Italian work- 
VMnen, obtained a monopoly for the manufacture of satins, etc. 
But, according to one authority, the merit of suggesting the 
idea in this country of rewarding individuals by monopolies 
should be ascribed to one Acontius, an Italian inventor. The 
first grant of the kind, however, was not made to him, but 
in the year 1561 to Groyett and Le Leuryer for the manu- 
facture of white soap. From this year, 1561, down to the 
passing in 1624 of the Statute of Monopolies, numerous 
patents relating to industries were issued, some fifty of which 
belonged to the first two-thirds of this period, i,e, in the 
reign of Elizabeth. 

The Monopolies of Elizabeth and of James 

VThe prohibition against competition was not however always 
advantageous to the commonweal. The practice indeed grew 
Ao a harmful extent, and developed into the system of granting 
(those notorious monopolies which ultimately led to their 
^atutory limitation. The Crown may well have been within 
its prerogative when prohibiting others from competing with 
patentees, so long as the others were not restrained from work- 
ing as freely as heretofore. The monopolies which tended to 
oust craftsmen and others from their accustomed pursuits 
caused the outcry during the declining years of the Queen's 



MONOPOLIES OF ELIZABETH AND JAMES 13 

reign and subsequentlyS Interference with an existing industry) 
was, for instance, the plea upon which Matthews's Patent, pF ^ 
1 571, for making knives with bone hafts and plates of latten, 
was upset. 

Nowadays the same point arises when a patent is contested. 
It appears in the form of the question whether the invention 
is sufficiently removed from what others would do without 
prompting, or have hitherto been in the habit of doiag, to 
enable the patent granted therefor to be upheld. This question 
of " sufficiency of subject-matter " has been answered differ- 
ently at different periods. The answer is correlated with the 
progress of the times and with the condition of the manufactur- 
ing arts. Until late in the eighteenth century, the question 
of the validity of a patent granted for a mere improvement in. 
an old manufacture was still an open one. At the present day, ; 
it is settled that small improvements may be protected by / 
patent, provided they exhibit a certain minimum of merit. ' 

The last year of Elizabeth witnessed the action brought by / 
Darcy against Allein for infringement of the patent whicfe^' 
had been granted to Darcy in 1598 for the exclusive im- \ 
portation and trade in playing-cards. The case is remarkable 
for its enunciation of the legal principles by which the validity 
of patents was to be tested. The Court decided that the 
grant was illegal and a monopoly^ contr^y both to cojnmon 
l aw an d to jt^tyte. The ToUowing passage which occurs in 
tiie argument of Counsel for the Defendant has achieved world- 
wide celebrity : — 

** Where any man by his own charge and industry, 
or by his own wit or invention doth bring any new 
trade into the Realm, or any engine tending to the 
furtherance of a trade that never was used before, and 
that for the good of the Realm ; that in such cases the 
King may grant to him a monopoly patent for some 
reasonable time, until the subjects may learn the same in 
consideration of the good that he doth bring by his 
invention to the Commonwealth ; otherwise not." 
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f This' statement is considered to be a true exposition of the 
I principles which not only then underlay the granting of 
patents for inventions but which now obtain. 

The existence of monopolies that conflicted with the senti- 
ment expressed in the passage* quoted had already aroused the 
indignation of the country, and had led to discussions in 
Parliament. A Bill for the explanation of the common law 
was introduced into the House of Commons, for instance, in 
1 60 1, and was warmly debated. On the receipt of a con- 
ciliatory message from the Queen with her promise for the 
revocation, supersession, or trial of the grants, and with 
Cecil's addition that no others should be granted for ' the 
future, the Commons let the matter drop. The promises, 
however, proved of no avail, for the abuses continued in the 
succeeding reign, notwithstanding the issue on the King^s 
accession of a proclamation ostentatiously revoking all the 
monopolies granted by the late Queen. 

The victory for the constitutionalists in the case of Darcy 
zf. AUein was emphasised a few years later when King James 
published in 16 10 "A declaration of his Majesties Royall 
Pleasure, in what sort he thinketh fit to enlarge, or reserve 
himselfe in matter of bounty." In this Declaration the King 
refers to "projects of new invention so they be not contrary 
to the law, nor mischievous to the State, by raising prices of 
commodities at home, or hurt of trade or otherwise incon- 



venient." 



A few years later, in 161 5, the limitation which was sub- 
sequently set by statute upon the exercise of the prerogative 
was, in the case of the " Clothworkers of Ipswich," again 
enunciated. This case laid down that when a man intro- 
duced an invention and a new trade, or made a new dis- 
covery, the King of his grace and favour might grant to him 
a monopoly for a certain time ; but that afterwards, when the 
patent had expired and the trade had become common, no 
new grant could be made. 
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The Statute of MoNOPOLrEs, 1624 

Ill egal gia PtSj however, continued to excite resentment. 
Occasionally the punishment of monopblTsts was secured, as 
in the case of Sir Giles Mompesson and Sir Francis Mitchell, 
who as patentees, for instance, of the exclusive manufacture 
of gold and silver lace, were impeached, in 1 621, by the 
third Parliament of James, on the ground of fraud, violence, 
and oppression. In the same year in the instructions to com- 
missioners, upon the alien question, we find that special favour 
was to be shown to any stranger who had brought, or who 
should bring, in a new trade, and in this case the introducer 
was to exercise his "craft freely for seven years. The diffi- 
culty, however, of settling the agitation against monopolies in 
a manner favourable to the community and obtaining a statu- 
tory declaration of the powers of the Crown must, in view of 
the known character of the monarchy, have been almost in- 
superable. But the expedient lay to hand in the utilisation of 
the Kitig's own Declaration of 1 6 1 o. As a result, the Statute . 
of IMonopolies was enacted in 1624 and the Crown forbidden u 
to grant monopolies with the exception of those specified in the/f 
Act itself, and of those relating to new manufactures. In the 
case of new manufactures, monopolies might be conferred for 
periods of fourteen years or less.'^ Th^^xtli sectiOB, by which 
these gat enta were ox c mptcd f rom the bperation of the general 
prohibition against monopolies, runs as follows : — ^v 

'^Provided also, aiid be it declared and enacted that 
any declaration before mentioned shall not extend to any 
letters patents, and grants of privilege for the term of 14 
years or under hereafter to be made of the sole working 
or niaking of any manner of new manufacture within this 
Realm to the true and first inventor and inventors of such 
manufactures which others at the time of making such 
letters patents and grants shall not use sp as also they be 
not contrary to the law nor mischievous to the State by 
raising prices of commodities at home or hurt of trade, 
or generally inconvenient. . . ." 



i6 THE ENGLISH PATENT SYSTEM 






Although the establishment of a new industry was, in 
/general, sufficient basis for the conferring of exceptional 
Vy ^privileges, it is by no means clear that if the immediate 
/result was to put men to idleness, or if, in the words of the 
H Statute of Monopolies, the grants were to "the hurt of trade, 
I or generally inconvenient," that the patent according to the 
' current law in the Stuart age was maintainable. There is 
much to be said for the view that the patent system aimed 
not at th^ introduction of machinery, but at the introduction 
or exploitation of skill in the manipulation of raw products 
whereby, with the prevailing demand, more men might be put 
to work. By machinery the same outjut demanded fewer 
operatives, and this, according to the prevailing opinion, was 
detrimental. Thus we find the citizens of London, as well 
as Coke, James I., and Charles I., animadverting upon its 
introduction. At the present day there would be found few 
to object on this score, yet, in the time of Coke, machinery 
might rightly have been looked upon as means for putting 
I " many labouring men to idleness." That general inconveni- 
V^ence rendered a patent abortive was expressly introduced as 
a proviso in a grant of 1593, where the power of revocation 
was given to six or more of the Privy Council. Although 
the Statute of Monopolies declared that patent grants should 
be tried in the courts of common law, " and not at the Coun- 
cil Table," this power continued to be inserted in patents. 
Even at the present day, the statutory form of the patent, as 
also that enacted for the first time in 1852, contains a similar 
proviso against prejudice and inconvenience "to our subjects 
in general." This proviso, after having lain dormant for 
centuries, has received statutory recognition in the Patents 
Act of 1902. By this Act the Privy Council is em- 
powered to revoke a patent in the event of an existing 
industry, or the establishment of a new industry, being un- 
fairly prejudiced. 
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Origin and Development of the Specification 

OF THE Invention 

To secure the retention and continuation of an imported 
industry was manifestly as important economically as obtain- 
ing its introduction or establishment. Further, in order that 
others might know what they were prohibited from doing, 
and that the opportunity for patentees Qlegally to extend their v 
/monopolies might be removed, it became necessary for the ^J\ 
V^cope of the patents to be delimited. Consequently we find 
among the conditions set out in the patents of Elizabeth, and 
of later dates, various devices for securing these ends, devices 
all having for their object a definition of the scope of the 
monopoly, and a dissemination of the knowledge by which 
the arts and crafts were to be effectuated. Thus in different 
patents, of those operatives to be employed by the alien 
patentee some were to be natives ; demonstrations of the 
utility of the invention were to be made ; the teaching of 
apprentices, the instruction of natives, and also of any mem- 
ber of the public for a reasonable recompense were conditions 
of the patent grant ; facilities for witnessing the manufacture ; 
the delivery to an officer, or the setting up within a definite 
period and in an accessible place, of the invention or a model 
of the invention are also to be found from time to time in- 
cumbent upon patentees. Some such methods as these were 
well adapted to attain the object in view when the reason for-/ 
the grant was the establishment of a new industry, either in : 
the immediate past or directly in the future ; and either by ^. ^ 
an alien or native, whether as the importer of the new in- ( 
dustry or as, in the modem ^se of the term, the inventor,^ 
i.e. the originator in this country. 

As regards written descriptions, almost at the commence- 
ment of the practice of granting patents for inventions we 
find a specification of the secrets of a manufacture. Thus 
before a patent was granted in 1561 to Cockeram and Barnes 
for making saltpetre, a reward of ;£^300 was given by the 
Crown conditionally upon the teaching of the manufacture of 

B 
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the saltpetre, and upon the secrets being reduced to writing. 
But it was in 1 6 1 1 that there appeared a remarkable anticipa- 
tion of the means now adopted for communicating to the 
public the nature of the invention protected by patent and 
the method of putting it into effect. One Sturtevant volun- 
tarily, so it would seem, annexed to his petition for a patent 
a document in which there appeared for stated reasons a 
description of his invention. At the same time Sturtevant 
covenanted to print within a definite period a final and more 
explicit statement of his invention, and this was done. The 
practice, however, of depositing specifications for the instruc- 
tion of the public was not adopted generally for more than 
a hundred years later. This should not be a matter of sur- 
prise, for, in all probability, a written document explanatory 
of an invention would hardly have been comprehensible to 
the operative in Tudor or Stuart times, even if it reached his 
hands, the chance of which in the case of descriptions in- 
grossed upon the Patent Rolls was exceedingly remote. 

In spite of the restraining presence of the Statute of 
Monopolies, Charles I., who, it will be remembered, was 
reigning despotically from the year 1629 to the year 1640, 
re-established, for revenue purposes, monopolies for nearly 
every article of ordinary consumption. During the Common- 
wealth the patent system was virtually suspended. At the 
restoration, the King agreed, in 1662, to submit all applica- 
tions for patents of a philosophical or mechanical nature to 
the examination of the Royal Society; and in 1670 Parlia- 
ment, when extending for twenty-five years the patent which 
had been granted to Howard and Watson, insisted upon an 
inrolment of a specification of the invention. It was not 
until the year 17 12 that we^neet again with a published 
specification as a condition of the grant. John Nasmith, 
thinking "it not safe to mention in what the new invention 
consists until he shall have obtained letters-patent for the 
same . . . has proposed to ascertain the same in writing " to 
be inroUed within a reasonable time in the High Court 
of Chancery. Nasmith's view as regards not divulging his 



SPECIFICATION OF THE INVENTION 19 

invention may indicate that a question of the validity of an 
invention, which had merely been published before the date 
of the patent, had already arisen. But a hundred and fifty 
and more years of invention must also have had its effect 
in inducing the inrolment of specifications, if for nothing 
else than reducing the grant to a certainty, uncertainty in 
a grant from the Crown being considered as fatal to its 
validity. No consistent practice, however, obtained until 
about the year 1730, when a proviso voiding the grant in the 
absence of a subsequently inrolled specification was substi- 
tuted for the voluntary promise of the patentee. Passing on 
to the year 1778, we learn that the case of Liardet v, John- 
son decided that the specification had by this time superseded 
the former " consideration " or reason for the grant, viz. the 
establishment of an industry and the instruction of others in 
the art. Henceforth, the main tests of validity of the grant 
were to be applied to the specification, which detailed the 
nature of the invention for which the patent had been 
issued and the manner in which the invention was to be 
carried into practical effect. When this stage was reached, 
modern patent law, the bulk of which is centred in the 
specification, was already outlined. 

The transfer of emphasis from the establishment of an 
industry to the inrolment of a specification entailed fiirther 
consequences. At the present day, when the validity of a 
patent is in question, the finding of anticipation merely in 
published specifications or books is deprecated. During the 
eighteenth century, however, the Courts being astute to 
upset patents, were ready, in the absence of evidence of 
prior use of the invention, to rely largely upon documentary 
anticipation. This attitude towards patents was associated 
with and, it may be surmised, was the outcome of the jealousy 
of the prerogative, which was characteristic of the Whig 
sentiment of the time. 

The inrolment of the specification also paved the way for 
the modem practice of granting patents freely to foreigners 
resident abroad. Such grants, we may safely affirm, would 
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in Elizabeth's time have been regarded as opposed to the 
interests of the realm. But when the inrolment became the 
** consideration " for the grant, this opposition disappeared. 
The practice received judicial approval in 1846, and was 
incorporated in the Patents Act of 1883. It is interesting to 
observe, however, that the prohibition which appears in letters 
patent of the present day is addressed only to " our subjects." 
Ob^^^-'An attempt was made unsuccessfully in the year 1801 to 
/\T dispense with the inrolment of a particular specification, the 
I stated object being to prevent foreigners from getting the 
^ invention. For this purpose a clause was inserted in a Bill 
before Parliament, but was rejected, as was also the case 
when a Bill was presented in 1821. JSince that time Parlia- 
ment has permitted, in special cases,\the suppression of the 
specification, and as regards specifications relating to instru- 
ments or munitions of war still permits in the interest of the 
public service certain of them to be kept secret. ^ The inrol- 
ment of a specification took place subsequently to the sealing 
of the patent in virtue of a condition expressed in the grant. 
This rule lent itself to the fraudulent practice of including 
within the specification matter which was not invented by 
the patentee at the date when he secured his patent. As a 
partial' remedy, the practice of compelling a deposit of the 
"outlines " of the invention for which a patent was petitioned 
was in full operation by the year 1 846, and was imposed in 
every case in 1850. The deposit of the outlines of the inven- 
tion was statutorily recognised by the Act of 1852, with the 
result that an applicant who wished to obtain a patent before 
he had fully specified the nature of his invention and the 
manner of carrying it into effect was compelled to file a 
" provisional specification " in which the nature of his inven- 
tion was adumbrated. " Provisional protection " was thus 
obtained for the invention — an innovation which was almost 
necessitated by the holding of the Great Exhibition of 185 1. 
The Statute of Monopolies demanded, as we have seen, 
novelty in a manufacture. During the eighteenth century, the 
Courts held that there was a destruction of novelty when a 
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description of an invention was published. Consequently, 
until a patent was issued there was no protection for an inven- 
tion against a premature publication by himself or by others. 
To antedate the patent would have got rid of the difficulty 
inseparable from such publication, but the antedating of 
patents had always been regarded with suspicion. There 
was, indeed, in existence a statute of Henry VI. which 
forbade the practice. 

As it was all but impossible to obtain patents for the crowd 
of inventions in time for the opening of the Great Exhibition, 
a temporary Act was passed in 1851 removing the disability 
due to premature publication. During the pendency of this 
Act, the ** provisional protection" of 1852 came into force, 
and applied generally the privilege attaching to the Exhibition 
inventions. The Act permitted the antedating of patents to 
the date of the day of application. The privileges which 
were first granted in 1851 have been continued to the present 
day in connexion with certain certified exhibitions, so that, 
with the co-existing provisional protection, a twofold protec- 
tion is permitted to inventors prior to the issue of their 
patents. The Act of 1852 also gave provisional protection 
when, on making application for a patent, a specification com- 
plete in every respect was filed. Antedating was also recog- 
nised by the Patents Act of 1883 in the case of certain 
patents for which application had been made abroad previous 
to the application for a patent in this country. 



Modern Development and Simplification of 

Procedure 

A specification on having been inrolled in either of the \ 
three offices in Chancery, viz. the Inrolment Office, the 
Petty Bag, or the Rolls Chapel, such was the stringency of 
the system that whether the ^specification had been copied 
correctly or incorrectly, the original being handed back to 
the patentee, it remained for good or evily The power at 
common law of correcting an inrolment was of the slightest. 
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If there had been included within the scope of the patent 
features which could not substantiate the grant, the valuable 
portions of the inventions, together with the valueless portions, 
were in consequence left wholly unprotected. At length, in 
1835, power was given to patentees "1 amend their specifica- 
tions in such a way that, without adding substantive matter, 
the portions which rendered the patents invalid could be 
excised or explained. This power has been continued by 
the Act of 1883. 

Before the Act of 1852, iii order to obtain protection for 

invention in the United Kingdom, three patents, viz. for 
ngland, Scotland, and Ireland, were necessary with the 
^corresponding expense, which averaged ^f 400. By the Act 
of 1852, one patent only was required for the whole of the 
United Kingdom. At the same time the fees were reduced, 
and instead of being payable in a lump sum, they could be 
paid by instalments. A reduction also in the initial fees took 
place in 1 884, and this was followed by a reduction in renewal 
fees in 1890. By the Act of 1902 a further fee of ^^i is 
required on sealing a patent, so that the total fees for the 
V fourteen years' protection amount at the present day to ^f 100. 

The Patents Acts of 1852 and 1883 also simplified pro- 
cedure, not only for obtaining patents, but also in their 
maintenance before the Courts. Further, the means indicated 
in the Act of 1852 for subjecting applications for patents to a 
scrutiny by special examiners were reinforced by the Act of 
1883 and its amending Acts, and were put into force by the 
appointment of official examiners. The powers of the ex- 
aminers under the Act of 1883 were, however, strictly 
limited, but additional powers have been conferred upon the 
patent Office by the Patents Act of 1902. 

By the Statute of Monopolies, patents for new manufactures 
\^ could be granted for the term of fourteen years and under. 
It at once, however, became the custom to grant patents for the 
full term of fourteen years, a custom which has continued to 
the present time. In exceptional circumstances, a patent on 
the recommendation of the Judicial Committee of the Privy 



SIMPLIFICATION OF PROCEDURE 23 

Council may be extended to a further period of seven or 
fourteen years or less. 

Of the many phases through which the law has passed, 
there may be mentioned the confirmation of letters patent by 
the Privy Council by^^n Act of 1835 in cases where a 
person who believed hiidielf to be a true and first inventor 
discovered that his patent was invalid owing to a previous 
publication or use of his invention unknown to him. The 
Privy Council, however, could only confirm the patent when 
the invention had not been publicly and generally used before 
the date of the patent. This power was taken away by the 
Act of 1883 and has not been renewed. Confirmation of 
patents is, however, occasionally enacted by the Legislature. v 

From time to time, Royal Commissions and Parliamentary\ 
and other Committees have sat to examine into recurring | 
complaints against the patent law. Many of the suggestions 
in the reports have been adopted, while others of them have 
been proved either to be impracticable or to be in advance of 
the times. Scarcely a topic in connexion with patents can 
be raised at the present day which has not been discussed and 
treated more or less exhaustively. To those interested in the 
amendment of the law, the numerous Blue Books and Reports 
that have been issued will be found to be entertaining reading. 
In general, the amendments during the last hundred years 
have been directed towards simplification in procedure, the 
substantive law, except in a few particulars, having been but 
slightly altered. 

A movement in favour of the abolition of patents attained 
some dimensions during the middle of the last century, and 
to it are doubtless due many of the amendments in the law. 
In 1862 Richard Cobden, for example, wrote that he had 
a growing doubt of the value and justice of the patent 
system, whether as regards the interests of the public or of 
the inventors. In 1869 The Times ^ in commenting upon an 
important debate that had taken place in the House of 
Commons, said that "if we may judge from the discussion 
. . . the day is at hand when this branch of our legislation 
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will be wiped out of the statute book," for it was impossible 
to withstand the weight of authority and reason advanced. 
The culminating point was reached when, in answer to a 
question in the House of Commons in 1871, the Chief 
Commissioner of Works, in alluding to the agitation, replied 
that it would scarcely be desirable that steps should be taken 
to build a new Patent Museum " in the view of the possibility 
of the patent laws being entirely swept away." Nor was the 
possibility wholly absent in 1875, as judging from the state- 
ment of the Lord Chancellor when presenting a patent Bill 
in the House of Lords. The Lord Chancellor intimated 
that he was convinced that " if objections now urged against 
patents are not removed the days of patents are numbered 
and an end must come to them altogether." 

By the year 1877, public opinion had changed and had 
/^arrived at the conclusion that, whatever logic and reason 
\ decided in the abstract, expediency and justice to inventors in 
\favour of patents were stronger. 

^ Patents, as we have seen, issued originally in virtue of the 
royal prerogative. Nominally they are still issued by the 
Crown, not as a matter of right, but as of grace and favour, 
^o, in the Letters Patent of the present day, we find the 
/words " whereas we being willing to encourage all inventions 
I which may be for the public good, are graciously pleased to 
'^jcondescend to his (the inventor's) request. Know ye there- 
fore, that We of our special grace, certain knowledge and 
mere motion do by these presents " grant to the inventor per- 
mission to exercise his invention for fourteen years and forbid 
others within that period from doing likewise. Thus in this, 
as in so many other instances, while the Law, under the com- 
bined influences of the Legislature and of the Court, has steadily 
progressed, its fiindamental basis has, in theory, remained un- 
changed. 
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CHAPTER II 
Modem English Policy in Relation to Patents 

I. Justification of Patents 

/ The justification of the patent system has been based both 
/ upon a fulfilment of the demands of natural justice and upon 
/ pure economic grounds of expediency. Sometimes the one 
nt^eceives the greater consideration, sometimes the other. 
Whether the one or the other is under express consideration, 
neither, it would seem, is at any time altogether absent. The 
statesman, while ready to allow natural justice its full weight, 
may be more inclined towards expediency as his basis of 
action, while the theoretic reformer would perhaps place 
natural justice in the front rank. The economic grounds 
urged for the maintenance of a patent system may not by 
themselves silence controversy ; but when conjoined with the 
feeling that the inventor is deserving of recompense they find a 
powerful and decisive support. The prior existence of patent 
laws in foreign countries is also a factor in the problem. These 
aspects of the justification of patents merit somewhat fuller 
treatment. 

Justice to Inventors, — The claims or rights of an in- 
ventor in his invention have been likened to those of the first 
finder, or to those of the ** first occupant " or individual that . 
first reduces into possession what was hitherto the property of 
no one. The wrongfulness of allowing others to take such , U 
property without recompense has been regarded as axiomatic. ] 
A man who by the work of his hands produces or increases \ 
the value of an object is " naturally " entitled either to the \ 
article produced or to payment for his services. If he, by the ^ 
exercise of his intellect, adds to the common stock of know- 
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ledge, he in justice ought to have the right of " property " in 

(his idea, and enjoy the legal incidents that attach to the pos- 
session and ownership of property. Common honesty demands 
thus much in acknowledgment of his enterprise. The greater 
the service to his country, the greater should be the reward. 
It is not thought right for a capitalist to enjoy the results of 
another's ingenuity by imitating and developing the new idea 
without recompensing the originator. Against such action as 
this, the law ought, it is said, to protect inventors. With a 
patent in hand, or with " provisional protection," the impe- 
cunious inventor might safely approach the man of means and, 
on equal terms, discuss the question of the capital necessary to 
put into practice the invention which, for want of pecuniary 
assistance, might languish and possibly be lost to the com- 
munity. 

Where the exercise of the inventive faculties results in a 

material embodiment, John Stuart Mill summed up the position 

\y by saying that " it would be a gross immorality in the law to 

set everybody free to use a person's work without his consent 

and without giving him an equivalent." 

But the law places little or no value upon a mere idea, either 
in the abstract or in its practical embodiment. Only when a 
patent has been, or is being secured, can the law recognise 
" property " in the idea. 

Economic Grounds, — That the protection of inventors by 
patent is demanded by natural justice is not universally con- 
ceded. According to some, the granting of patents is justifiable, 
apart from questions of right and wrong, on grounds of economic 
^expediency only. But when this field of discussion is entered, 
the matter descends to a lower plane. At present, patents, 
whatever may be their true basis, are ostensibly directed towards 
^the promotion and maintenance of industry and trade^ But 
whether patents, in fact, tend towards the desired ends, or 
)^hether the price paid for them is greater than the value of the 
corresponding advantages, has been the subject of diversity of 
opinion. The question becomes merely utilitarian, to be decided 
by the balance of advantages. If patents stood in the way of 
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human progress they would be indefensible, and other means 
would have to be employed if the dictates of natural justice 
were to be satisfied./ If, however, upon the whole, patents yv\ 
were found to stimulate useful invention, and to bring into xP' 
being benefits of general application, benefits that otherwise 
would never have existed or would have been kept secret with 
the risk of their loss, they would be clearly of advantage to 
the community. J 

Among the principal economic advantages which are thought 
to be secured by a patent systein are~the following : — 
(^S'he hope of reward through the recognition of property in 
invention ^may aCT^ a direct incentive to origination in ideas, 
and to a steadfast applic^ion to secure .their practical embodi- 
ment and employmentsl^he knowledge that others will be 
prohibited from competition is considered to enco urage exertion. 
The prohibition from competition is also conducive to the 
speculative laying out of the capital that is necessary for the 
successful application of invention. Without a monopoly it is 
questionable how far the capitalist would proceed in embarking 
upon an enterprise in the success of which others, without 
having incurred any risk, could share. 

If no patents were granted in a particular country, the 
inventor might be expected to take his invention to some other 
country where he could obtain the benefit of a patent. 

(in the absence of patents, it is possible that valuable inven- 
tioi^ might be lost to the world, owing to the greater tendency 
to the working of industries by secret processes^ By the con- 
ferment of limited monopolies, inducements are held out for 
publishing industrial secrets, whereby the risk of loss, as by 
the death of the holders of the secrets, is diminished. Further, 
the knowledge thus added to the common stock becomes the 
starting-point of future development. The articles produced, 
no longer being manufactured by workmen to whom hush- 
money and high wages necessary to the maintenance of secret 
working must be paid, can be sold to the public at a lower 
rate. By the deposit of patent specifications the knowledge of 
inventions is disseminated. Otherwise important inventions 
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/ might have been worked more or less spasmodically in an 
I isolated corner only of the community, with the consequent 
detraction from their common utility. 

It is also thought that patents in certain circumstances may 
bring about a ch^gpeningof commodities. If a patented pro- 
cess results in a cheaper article or in a commodity of improved 
quality, the public will, in general, purchase it to the exclu- 
sion of others. In so doing it will be paying to the patentee 
a profit over and above what a free market would command. 
To this extent patents may be said to act by way of taxing 
manufactures. This " taxation," however, may be considered 
as the price paid for the declaration of the most approved 
methods by which a commodity is produced. Instead of 
manufacturers spending capital in experimenting in order to 
obtain the requisite knowledge and experience to produce the 
commodity, the patentee directs them at once to the end in 
view. It is the case of employment by the public and pay- 
ment by results. If this is admitted, it is an easy step to the 
position that by the purchase of the patentee's experience 
prices may actually be lessened. 

Upon the justification of patents, we may conclude with 
Bentham's views as expressed in his Manual of Political 
Economy : — 

" With respect to a great number of inventions in the 
arts, an exclusive privilege is absolutely necessary, in 
order that what is sown may be reaped. In new inven- 
tions, protection against imitators is not less necessary 
than in established manufactures protection against thieves. 
He who has no hope that he shall reap, will not take the 
trouble to sow. But that which one man has invented, 
all the world can imitate." 
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2. Disadvantages Attaching to Patents 

Although the general sense of the community has for long 
definitely decided in favour of granting patents, it is now 
generally acknowledged that there ar e disadvant ages attaching 
to the system, and that in a certain number ot instances patents 
are capable of being put to uses inconsistent with the purposes 
for which they are granted. 

Misus e (if P^fe??*' — Putting aside those cases in which 
there is a genuine desire for legal protection, there are 
many patents to which^ on account of the manner in whick 
they are used, opprobrious names, such as "obstructive" or\ 
" dog-in-the-manger," " scarecrow," " advertising," " black- I 
mailing," and ** commercial " patents have been given. But 
it need not be suggested that the8ej[uestipnable patents are 
the rule, or that their relative frequency is nearly so great as 
the list of their kiilds is long. ~ 

\ Obstructive^ or " dog-in-the-manger " patents, so called, 
are obtained in order to warn otVrs f^""^ ^ partimlar field of 
inilustj:y. Lord Armstrong, through whom, under the patent 
system, the country has benefited in a marked degree, com- 
plained that he was compelled to take out patents, not for 
obtaining a monopoly/but for preventing others from exclud- 
ing him from his own inventions and from patenting improve- 
ments on his own ideas.j 

As an example of oostructive patents, may be mentioned 
those which, granted in this country, are used to prevent the 
working of an industry here in favour of an industry abroad. 
By their use the fundamental and original object of the patent 
system, viz. the fostering of domestic industries, may be 
defeated. The powers of the Privy Council to compel 
patentees to grant licences, or to order revocations of patents, 
are intended to check the evils attached to the obstructive use 
of patents. 

x^*^Scarecrow ^ patents are also set up to prevent free com- 
petition.' When closely examined they are usually found 
either to be invalid or of exceedingly narrow scope. , Thev 
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are efficacious against those to whom the worry and expense 
inseparable from an action in the Courts is a consideration. 
The mere name of "patent," however worthless the patent 
may be, is of value to its holder, for, in the long run, few 
care to come into collision with it. To check spoliation by 
"scarecrow" patents, the Patents Act of 1883 forbids the 
issue of threats by rival patentees unless actual infringement 
is proved — which connotes a valid patent — or active steps are 
being taken to prove infringement. 

" Advertising " and " commercial " patents may be looked 
upon as those which, having been issued ostensibly under the 
imprimatur of the Crown, are calculated to lead the public to 
suppose that the inventions they cover must be of merit, or 
must themselves be of value. For advertising purposes the 
style "patent" has a potency which is much in demand. 
Accordingly, since 1852 a penalty has been inflicted on its 
unauthorised use. The mere fact of a patent being granted 
implies but little concerning its validity, or the importance of 
the invention protected. 

The term " blackmail " has been applied to patents which 

Are known to their owners to be invalid, but which, owing to 

W the cost or difficulty of proving invalidity in a Court of Law, 

N are used to extort payments from those who wish to ward off 

threatened litigation. 

Another use to which patents can be put for trading pur- 
poses consists in the establishment o£ an extended monopoly 
through a number of persons combining to buy up all the 
patents that relate to a given industry, and to pay the expense 
of attacking subsequent improvers out of a common fund. 
In some respects this practice is analogous to commercial 
trusts. A joint monopoly, effected by aggregating a number 
of patents in this way, would generally be of much greater 
value than the sum of the values of the same patents when 
held by independent competitors. This extension of the 
monopoly granted to individuals can arise only in connexion 
with industries that have already been established. It there- 
for^ employs the patent system in a manner which raises the 
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question whether it is consistent with the fundamental basis of 
the patent policy; for establishment of the industries, the 
purpose aimed at by the grant of the patents has already been 
effected. In order to preserve its property, a combination of 
the kind alluded to may find it easy to misuse its patent 
rights by employing them to obstruct the introduction of im- 
provements by later inventors. Indeed, by its very nature it 
is prone to adopt this practice. Too summary a view, how- 
ever, is to be guarded against ; it must be remembered that 
the price paid by the combination to the individual patentee 
may be only an anticipation of prospective profits. To this 
extent, therefore, it is but carrying out one of the aims of the 
patent system. Moreover, little exception can be taken to 
such portion of the gain as arises solely from the saving of 
legal expenses resulting from the relief of a group of inventors 
or patentees from internecine litigation. Any profit made 
beyond this is probably of a less defensible character. 

As a last example of a questionable use to which a patent 
may be put, there is the case of patents which have been\ 
adopted by mere company promoters. Many companies are 
set on foot for the exploitation of valuable inventions which, 
owing to the np^ nf Iflrgr^ <;^pifraV are particularly suited for 
joint-stock enterprise^ i3at^t;bese are not alluded to here. An 
improper use consists in utilising a patent with but little 
regard to its validity or pecuniary value and, after buying 
or agreeing to buy it at a more or less inflated price, founding 
upon it, ostensibly for its proper working, a public company. 
That the public are ready to nibble at the bait is largely due 
to the great and inherent difficulty in estimating beforehand 
the true value of a patent. The presence of this difficulty 
affords a ready means for unscrupulous or careless promoters, 
who to achieve their objects may be ready to employ this or 
any other phantom property. 

Patents in relation to Foreign Trade, — Domestic patents, 
in the circumstances where there are no corresponding 
patents abroad, may have the effect of checking export 
trade. Our manufacturers may suffer through being pre- 
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eluded from making an article, or working a process, which, 
although patented in this country, is free elsewhere. Royal- 
ties might be exacted from our people, or prohibitions enforced, 
in cases where foreigners were exempt. As there appeared in 
the last century a tendency towards the abolition of patents 
on the Continent, home manufacturers, it was feared, would 
still more be prejudiced in their foreign trade by the con- 
tinued existence of patents in this country. It was therefore 
proposed that no patents should be granted to foreigners un- 
less they took out patents for the same inventions in their own 
country. This proposal, however, did not meet with accept- 
ance. As lessening the evil complained of, the Act of 1852 
provided that patents taken out in this country should expire 
at the same time as the earliest patent for the same invention 
which had previously been applied for abroad. It failed of 
its purpose, for, in the result, English manufacturers were dis- 
couraged from applying for foreign patents. The provision 
was omitted from the Patents Act of 1883 which repealed 
the Act of 1852. Further, this "interdependence" of 
patents, as it was called, was expressly abrogated in 1900 by 
the signatories to the " Additional Act " of the " Conven- 
tion for the protection of industrial property" of the year 
1883. Although the expiry of foreign patents may not thus 
curtail the duration of a domestic patent, it is still one of the 
circumstances which adversely affects a petition to the Privy 
Council for the prolongation of a patent beyond the normal 
period of fourteen years. 
/ Arguments of the Abolitionist, — As described in the previous 

/ chapter, a movement sprang up during the middle of the last 

( century in favour of the abolition of patents. 

^ The abolition of patents was demanded as the "needful 
accompaniment and the complement of free trade," and for 
the "emancipation of British productive industry from arti- 
ficial restraints." Many arguments were brought forward, 
among which were the hindrances to trade when a manu- 
facturer was prevented from adopting freely the latest know- 
ledge in an industry ; that owing to the mutual interchange 
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of information, inventions are not solely produced by their j 
nominal inventors, but are usually the joint production of them^ 
and their contemporaries ; that, on a public demand arisingA 
inventions will be forthcoming without patents ; that manu- | 
facturers by the stress of competition are compelled to invent 
in order to keep abreast of the times ; the rare spectacle of 
the inventor himself being benefitted ; the hardship upon the 
inventor who, anxious to perfect his idea, delays his applica- 
tion for a patent, and thereby permits a less conscientious 
inventor to anticipate him, perhaps by a day or two only y^ 
that inventors are a dejudcj^d race, and the law fosters their 
delusion ; and — the argument o£.the greatJBrunel — the patent 
system has within it all the elements of a state-aided lottery. 

In concluding it may be remarked that the existence of 
patent laws in nearly every civilised country may be pointed 
to as an indication of the general belief that the disadvan- 
tages attaching to patents are greatly outweighed by opposing 
considerations. Some objections may be inherent in any 
system, but probably many are due to defects in the law or in 
the administration of the law, defects which are not in their 
nature incapable of amendment. The Act of 1902 is an 
attempt to deal with some of these defects (p. 53). 

3. Modern Views contrasted with those formerly held 

IN REGARD TO PaTENTS 

Notwithstanding the far-sighted and statesmanlike attitude 
of the Cecils and the Burleighs of former times, we at the 
present day may yet claim to have sounder views on economic 
subjects than possessed by our ancestors. As we_hg££^een, 
the patent s ystem was^ in its origin, strictly prote ctive. When 
the views of Adam Smith began to bear fruil 



began to bear fruit, it was but 
natural that the basis of the patent system should be subjected 
to re-examination. In fact, we find it undergoing a gradual 
revolution. From the extreme of protection in which patents 
for inventions originated, there was witnessed, in the course 
of three centuries, the transition to a realisation of free-trade 
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doctrine. This change affected the attitude towards patents. 
Indeed, when the free-trade movement reached its zenith, an 
agitation in favour of the abolition of patents attained con- 
siderable proportions. Since that time, however, a reaction 
is traceable. 

At the present day everyone is aware of the advantages 
of employing capital in industrial enterprise. Object-lessons 
appear on all sides. In Elizabethan times, however, it was 
not a matter of course that people should seek out oppor- 
tunities of embarking their hoards. From this point of view 
patents may therefore be supposed to have been of greater 
relative importance than they are now. Compared with their 
present number, they were few ; but as securing to enterprise 
returns adequate to the risks and difficulties encountered, they 
probably fulfilled more important functions than they do now. 

A departure from the strictly protective treatment of patents 
was the practice of granting patents to foreigners who were 
not resident in this country. • Another sign, fully evident at 
an early period, was the granting of patents almost as a matter 
of course upon mere solicitation. This followed naturally 
from the great increase in the number of patents which ac- 
companied specialisation and subdivision of the industrial arts, 
and the habitual investment of capital in industrial enterprise. 
Further, this practice of the patentee dictating, as it were, 
his own grant was assisted by the feeling in favour of the 
free interchange of knowledge through the medium of the 
specification of the invention. When the movement in favour 
of free-trade had effected its primary object, attention began 
to be paid to the system of issuing patents with a view to 
bringing it into line with the prevailing doctrine. 

No great modification in the system is traceable to the pre- 
valence of free-trade principles until the year 1884, when the 
position of the "importer-patentee" (p. 59) was modified. 
Since then, under an international arrangement, patents in 
certain circumstances have been antedated. By antedating, 
the actual originator of an invention abroad is enabled to an- 
ticipate the mere importer into this country by applying for a 
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patent at a later date than that which the application of the 
importer bore. To this extent, therefore, has the protection 
which was uniformly accorded to the importer been post- 
poned to that of the later applicant here but earlier applicant 
abroad. The privilege of antedating has emphasised the 
modem tendency to consider the idea of the invention as 
worthy of reward rather than, as formerly, the setting on foot 
of a new industry. 

That the prosperity of one nation is necessarily at thK 
expense of another nation — an idea that was associated with j 
the old mercantile theory — has in modern times yielded to/ 
the theory that national benefits are not exclusive, and that 
the prosperity of one nation may react upon and promote the 
prosperity of another. By the formation of a " Patent 
World," a patent granted in one country being put in force 
in all others, the idea of reciprocal benefit would receive a 
practical extension, as also would be the case, short of a 
patent world, on the granting of a single patent to avail 
throughout the British Empire. 

What from one point of view is an extension of the in- 
fluence of the doctrine of free-trade upon patent systems, 
but from another point of view has a contrary tendency, is 
traceable in recent years. Thus by the Act of 1883 the 
Board of Trade were empowered, in certain circumstances, 
to compel patentees to issue licences for the use of their in- 
ventions. In 1902, the Privy Council was for this purpose 
substituted for the Board of Trade. A patentee can there- 
fore be coerced into sharing the patent rights that have been 
conferred upon him. 

The same influence is also illustrated in the power given to 
the Privy Council to revoke a patent on its being proved, 
among other things, that any existing industry in this country, 
or the establishment of any new industry, is unfairly pre- 
judiced. The idea is to abolish the practice of using 
English patents in such a way as to prevent the carrying on 
of a manufacture in this country in competition with one 
established abroad. 
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4« Possible Substitutes for Patents 

From time to time the question has been raised whether 
or no the country would be the gainer if, instead of granting 
patents, there was substituted the rewarding of inventors by 
money-grants. It has been urged, particularly by those 
desirous of abolishing patents, that since every member of 
rthe community benefits at some period or other in inventions, 
(every member should contribute towards remunerating the 
Inventors. Further, if this were brought about there would 
be no such thing as the " dog-in-the-manger " or " dormant " 
patents. Again, only such inventions, it has been urged, as 
had actually proved themselves of value would then receive 
consideration. 

As against rewarding by money-grants, it has been alleged 
that the system would lend itself to jobbery and bribery ; 
that, owing to the difficulty in determining to whom the 
country is really indebted, the reward would rarely descend 
on the right shoulders ; that no proportion could be established 
between the public service affected and the value of the grant ; 
the great cost that would be involved, and the inability, as 
judging by the past, of the Government to assess correctly, 
or even approximately, the proper amount of the reward. 

In truth, the system of granting money has coexisted with 
the practice of granting patents. Although the efforts of the 
Government in its distribution of bounties to inventors has 
not been encouraging^^^jhe ^freguent result, so it has been 

stated, l^ing the <>t^g^^ir;t£^m^fi» rxF inn^QtrxrtJ yet, in a 

proper case, there is nothing at the present day to prevent 
an inventor from being placed, for instance, on the civil 
pension list as was Thomas Mudge in 1837, or the payment 
to another Arkwright, if he should arise, of ;£^5,ooo, or of 
^8,750 to a Harrison for his invention of the chronometer. 
Indeed, the Act of 1883, while binding the Crown as 
against patentees, compels the patentees to permit the officers 
of the Crown to use in the public service the inventions for 
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a consideration. In this way an indirect and an easy method 
of rewarding is at hand. 

It has been urged that since a meritorious inventor deserves 
well of his country, he should be awarded an honorary dis- 
tinction in place of money or of a patent. However desirable 
^ a distinction of this nature may be, the reply has been that to 
the needy inventor pecuniary reward, in the first instance, is 
so much more important, not to say necessary, that the possi- 
bility of future honour would fail to act as a sufficient induce- 
ment, or to satisfy the natural feeling that inventors deserve 
substantial reward for their talent. In practice, honours, such 
as ennoblement or appointment to orders of chivalry, are 
conferred upon inventors whom the country has considered 
not to be rewarded sufficiently by the receipt of the money 
proceeds from inventions, 

5. The Incidence of Patent Fees 

The fees required from patentees are often referred to as 
" taxation " of the inventor, implying that the fees are paid 
by the inventor, like, say, income-tax, out of profits. The 
true incidence of these charges has, however, been questioned. 
In the opinion of some, they ultimately fall on the consumers 
of the patented article, and are not really paid by the inventor. 
Consequently, inventors, as a body, must recoup themselves 
by charging the public more for their produce. If this is 
so, remission or lessening of the patent fees might be regarded 
with indifference by inventors. Indifference on this point, 
however, does not seem to have been a characteristic of 
inventors hitherto. It has been urged that if the justification 
of the patent system lies in the benefit that accrues to the 
country by the stimulation of inventors, then that amount 
only should be taken from inventors and patentees as is 
necessary for the upkeep of an establishment where patents 
may be granted and other administerial work of a closely 
allied nature pursued. Such an establishment, it is said, 
should not be run at a profit ; large excess of receipts over 
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expenditure should result in a reduction of the fees that 
inventors are required to pay, or should be expended directly 
for the benefit of the inventing class. But it must not be 
forgotten that the fee which is now paid for a patent to 
endure for four years, or for procuring "provisional pro- 
tection " for several months, barely, if at all, pays for the 
official work involved in these cases. The expenses incurred 
in the granting of patents would hardly be met if the patents 
were not " renewed " by the payment of further fees. The 
profits derived by Government are largely due to. the annual, 
renewal fees or the lump sums which are required from 
patentees who are desirous of extending the initial protection 
of four years to the full term of fourteen years. The pro- 
griessively increasing fees, moreover, have the merit of ex- 
tinguishing many useless and obstructive patents. Whatever 
may be the cause of the decease of these patents, they are 
cleared from the scene of action and are no longer capable of 
being used to frighten those who, engaged in relevant in- 
dustries, are anxious to avoid the risk of litigation. Further, 
the patents thus extinguished can no longer be used to prevent 
development along the industrial paths which they indicate. 
This justification for the retention of the system of renewal 
fees is (Confirmed by a consideration of those highly meritorious 
inventions for which the inventor-patentees, not having re- 
ceived adequate remuneration during the nornial period of 
fourteen years, have received an extended term of protection 
at the instance of the Privy Council. In these cases, no 
further fees are payable for the prolonged period. It may be, 
however, that in some cases the renewal fees stifle patents of 
worth and merit owing to the penurious condition of the 
patentees. This condition may easily arise from the public 
having failed to realise the importance of the inventions, so 
that when the fees have become due the inventions have not 
proved paying concerns. On the other hand, the fees afford 
no obstacle to the maintenance of those "scarecrow" or 
"obstructive*' patents which when challenged are admitted 
by their owners to be worthless, but which are useful for 



UNPATENTABLE PROJECTS AND IDEAS 59 

mere company promoting, the frightening of competitors, or 
for extracting money from unwary manufacturers who, for 
fear of litigation, may be content to purchase at a price com- 
parative freedom from worry and vexation. 

The policy of the Government in the matter of fees may 
be gathered from the statements made in Parliament by the 
Chancellor of the Exchequer in 1890. Sir Michael Hicks- 
Beach thought patentees should bear the cost of the Patent 
Office, but he did not think the country ought to look to the 
patent system as a permanent source of income. In any.re^ 
vision of the scale of fees, although the system of annually 
increasing payments should be adhered to, he was of opinion 
that the question of extending the present cheap protection 
for four years to a considerably longer period might well be 
considered. 

6. Unpatentable Projects, Enterprises, and Ideas 

Many kinds of projects, enterprises, and ideas resulting 
from inventive originality cannot be protected by patent, for 
the reason that they are no " manner of new manufacture." 
What is the policy that underlies this distinction ? " Sonae 
projects incapable of inclusion within the phrase " manner of 
new manufacture " have, indeed, been considered by the legis- 
lature as worthy of other protection, and are provided for 
either by general statutes or by private Acts. As examples of 
projects for which monopolies are granted by private Acts^ 
there may be mentioned the water and gas supply of districts, 
arid the carriage of passengers and goods over railroads. 
There are also those various bodies upon which monopolies 
are conferred either directly or indirectly through government 
departments in virtue of general Acts. Of enterprises en- 
couraged in this manner, tramway and electric-lighting schemes 
afford examples. In contrast with these public schemes there 
are also the ideas which usually emanate from and primarily 
concern individuals, viz. designs, trade-marks, copyright in 
books, music, engravings, sculpture, and so on. For the 
protection of these, in analogy to the patent law, appropriate 
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Acts of Parliament exist. When, however, all the instances 
where protection is usually given are added together, it is clear 
that the total does not cover the whole field of useful enterprise 
or of fruitful idea. In fact, there are many other classes of 
usefiil discovery which, as soon as published, are without pro- 
tection. 

The reasons for the distinction between the protected and 
the unprotected classes is not altogether clear. Sometimes 
protection is issued with the view to encourage trade, some- 
times to secure adequate return for the outlay of capital in 
gigantic undertakings, sometimes on the score of ^^ natural 
justice " — a reason which is ever at work. But why some 
enterprises should be denied the protection cast about others is 
difficult of comprehension, unless indeed it be due to their relative 
unimportance, or to the difficulty of defining the scope of what 
ought to be protected. But perhaps the most probable source 
of the distinction is an accident" of history. The oppression 
and vexation caused by so many of the early monopolies led, 
as we have seen, to the suppressing of all but specially favoured 
monopolies, those for new manufactures being almost the only 
exception. 

Instances of ideas which, though eminently useful and 
practical, are without protection are easy to adduce. Thus, 
there may be mentioned the discovery of mathematical 
formulae, which may effect a material saving of labour in the 
compilation of useful tables ; also systems of book-keeping or 
of shorthand, schemes for business administration, and, in 
general, means for the satisfaction of a public want which, 
hitherto, has not been recognised. In either case, unless there 
is a " new manufacture," a trade-mark, a design, or something 
capable of being brought within the terms of the general 
Acts relating to copyright, no matter how meritorious or 
labour-saving the discovery may be, no exclusive privilege 
issues as a matter of course. 

The discovery of a so-called law of nature, a principle, or 
a philosophical abstraction, unless it be practically embodied 
in such a form as to result in a " new manufacture," is also 
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unpatentable. When Galvani discovered the effect of an 
electric current on a frog's leg he made a great discovery, but 
no patentable invention. The man who originates an idea, 
however great or fruitful of suggestion it may be, cannot by 
its discovery alone prevent others from carrying it to a practical 
issue, and reaping not only the reward of the enterprise which 
is directly theirs, but also indirectly that which may be due to 
the originator of the conception. In truth, both the originator 
and the practical man are worthy of reward ; but it sometimes 
happens that it is the practical man alone who receives the 
benefit. This result is largely responsible for the popular 
feeling that the really meritorious inventor does not receive 
from the law that protection which is his due, and that, on 
the publication of a great invention, others are allowed to 
come forward and divert from their rightful course the resultant 
profits. 

An exclusive privilege, or something very like it, may, 
however, arise in an indirect fashion. The transfer of a 
goodwill in business is a case in point. Similarly when, for 
the benefit of the public, traders are forbidden "to pass off" 
upon customers goods under the name or guise of someone 
who was not their producer or sponsor. Although this pro- 
hibition is stated to be due to the protection of the public, 
the practical result is often the conferring of a monopoly 
upon the individual, firm, or company that trades under a 
distinctive style, or " gets-up " goods under a peculiar name 
or appearance. 

Even where a patent has been granted nominally for a 
"new manufacture," but in reality for an invention which 
is afterwards discovered to be devoid of novelty, the patent 
may have been effective in establishing a business for satisfy- 
ing a public want which has not hitherto been recognised. 
Although the patent may as such have no validity, yet the 
public, for various reasons, may not have obtained the full 
benefit of the forgotten invention until the " business man " 
became the patentee. Possibly, not until the production 
of the patented article has reached such a magnitude as to 
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invite competition, is it discovered that the patent is invalid. 
Whether the patent system ought, or ought not, to' give 
protection to an enterprise in such circumstances has been 
a moot point. Although the trend of opinion has been 
against any such extension of the patent system, the legis- 
lature has on more than one occasion leaned in thia direction. 
As we have seen in the previous chapter, an Act of 1835, 
which was repealed in 1883, empowered the Privy Council 
to confirm letters patent in the presence of isolated previous 
publications or a using of the invention unknown to the 
patentee. A similar leaning is also exhibited in the Act 
of 1902, which limits the field within which anticipation may 
be sought and provides for the compulsory working of 
patents in this country. 

Readers of the preceding chapter will recognise in these 
Acts a tendency to revert to the early point of view which 
regarded the establishment of an industry as the essential 
merit for which the patentee was deserving of reward. 



CHAPTER III 
The Nature of Patent Rights 

In considering patents, many points arise which for their 
elucidation involve an exact knowledge of the fundamental 
nature of the rights that are conferred upon inventors. In 
this chapter there are set out some of the more important 
jurisprudential conceptions involved in patent law. 

By royal graiit, special rights or privilegia are conferred 
upon specific individuals whereby they are placed in the 
favourable positions which are enumerated. To comprehend 
fully the nature of the special rights, a reference to the ideas 
which underlie rights in general is of utility. 

A legal right may be defined as a legal power to enjoy a 
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present or potential benefit which it is the duty of others to 
respect. With every right, therefore, there is the correlating 
duty to do or not to do, a duty which is cast sometimes upon 
a particular person and sometimes upon all the world. For 
instance, one person may have rights against another person 
in virtue oF a contract, between them, or he may have pro- 
prietary rights against everybody in regard to some concrete 
article. Applying this to patents, we find that all persons are 
bound to abstain from infringing the monopoly which the 
patent confers. 

In rights in general there are both positive and negative 
aspects or constituents, viz. what the holder of the right*\^ 
enjoys and what others may not do. In the patent gtant 
in like manner, not only are the rights of the patentee- 
mentioned, but also those acts which all others within the a;rea 
covered by the grant are commanded to abstain from doing. 
There appear, therefore, both the positive and the negative 
aspects of the patent right — benefits coupled with prohibi- 
tions. In dealing with patents, commentators sometimes 
regard the positive aspect to the exclusion of the negative 
aspect, or, on the contrary, which is the more usual, the 
negative aspect alone is considered as being the essence of the 
right. The negative aspect consists in the command that no\ 
person shall violate or infringe the exclusive privilege to / 
manufacture and sell. On an infringement taking place the 
law may compel the infringer to pay damages to the patentee 
and to submit to an injunction. A portion of the positive 
aspect of the right, which is specifically mentioned in the 
grant, is one which the patentee enjoys almost wholly without 
the grant, viz. the right to manufacture, the mention of which 
in the grant has an historical basis. There is, in addition, 
another and more important positive constituent which is 
present implicitly. This, when realised, consists in the en- 
hanced profits which a patentee obtains from a willing public 
owing to the enforced absence of competition. It follows, 
therefore^ that there is the realisable subsisting " something " 
which consists in the expectation of future increased profits. 
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The right is not merely one, as many writers have main- 
tained, for the recovery of damages from infringers. Indeed, 
it is chiefly this ** something" which is transferred when a 
patent is sold, and not the expectation of remuneration from 
an action for infringement, an action which, fortunately for 
the holder of the patent, may never require to be brought. 
A purchaser does not wish to buy a lawsuit. 

Since the patent right is of value and can be sold, it may 
be considered as ** property." Some authorities, however, 
would deny, in spite of statutes to the contrary, the applica- 
bility of the term " property " to patents and their like, and 
would confine the term to physical objects only. But what- 
ever might have been the case formerly, the corporeality or 
incorporeality of the subject in question does not at the present 
day settle the application of the term " property." It is now 
too late to refuse to consider as " property " what practically 
is every day so denominated, sold, and transferred as such. 
It is not incorrect, therefore, to look upon a patent right as 
** property," and an asset capable of present enjoyment apart 
from the compensation enforceable by law for a breach of the 
right. A patent right is also "personal" property, and is 
uniformly so treated. 

For many purposes it is convenient to consider a patent 
as in the nature of a contract between the Crown and subject, 
the Crown granting a patent in consideration of a new in- 
vention. Doubtless this aspect of a patent right has influenced 
the development of patent law ; but, as will be mentioned 
again (p. 63), the analogy to a subsisting contract is only a 
useful summary of an existing condition of affairs. 

Writers upon the systematic study of law have, of course, 
not failed to discuss the rights which we have been consider- 
ing. According to the special systems of classification 
adopted by them, they have allotted. patent rights to appro- 
priate headings. Thus, patent rights have been grouped with 
copyright, trade-marks, designs, and franchises, or royal 
favours, of various sorts. They have, again, been instanced 
as examples of rights of possession and ownership over 
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property of an intangible nature, rights availing, not against 
specific individuals merely, but against the whole of the com- 
munity within the jurisdiction of the law under which they 
are conferred. 

A patent right is to be distinguished from ownership in 
the substance or material employed in the manufacture of the 
protected article. The owner of the article may also be 
the owner of the patent, oc he may only be the owner of 
the material of which the article is made. Although the 
material may be his, yet if the permission to work up the 
substance into the form covered by the patent is absent, he is 
an infringer and liable to be called to account. Thus, the 
ownership of the right and of the material may be in different 
people. This, indeed, has occurred in a case of a distraint for 
rent, where it was laid down that, although the landlord had 
lawfully seized a " chattel " which embodied a patent, yet by 
the seizure h^ obtained no right to use the patent. 

Pursuing tne nature of the right still farther, we are led to 
the question. Is a patent right a chattel or something analogous 
thereto ? For instance, the sherifPs writ of execution for 
a debt is directed against "goods and chattels," and the 
question has arisen whether the proprietary rights in a patent 
can be seized. The matter is not free from doubt, but it 
would seem that a patent right is property analogous to a 
chattel and is capable of being seized under the sheriff's writ 
oi fieri faciasy the writ which is employed for the realisation 
of a debt. 

There is also the question, which is also of practical and 
not of mere academic interest, viz. whether a patent right is 
a ** chose " or " thing in action," /.^. merely a legal claim 
against somebody, or a "chose" or "thing in possession." 
The allotment of patent rights to the one or other of these 
classes would carry with it certain legal consequences, for 
instance, in bankruptcy cases, which need not detain us here. 
This allotment has not yet, in general, been authoritatively 
determined. Indeed, when the older lawyers declared that a 
" chose in action " was something to recover which an action 
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must be brought, e,g, a debt, while a " chose in possession *' 
was something already in hand, or already possessed, patent 
rights arid rights of an analogous nature did not seem to 
have been under consideration. Consequently, now to place 
patent rights in the one or the other class is like putting new 
wine into old bottles. In the case, however, mentioned above 
where a distraint for rent was in question, it was laid down 
that a patent was not a chose in possession. Unfortunately 
the allotment is rendered the more difficult through the pro- 
nouncement by a judge that there is no tertium quid or inter- 
mediate class. But the truth seems to be that a patent right 
partakes of the nature of both ; for some purposes, perhaps, it 
is a "chose in action," and for other purposes a "chose in pos- 
session." In so far as it consists in something already in being, 
viz. the property in anticipated profits, it would seem to be of 
the nature of a " chose in possession " ; on the other hand, in so 
far as those were correct who have maintained xhat it consists 
only in the ability to make an infringer pay for his violation 
of the patent rights, then it might be a " chose in action." 

If a sheriff is justified in seizing a patent, how is he able 
as a matter of fact to do so \ He cannot lay hands upon a 
mere notional entity. There is nothing visible objectively 
but the documentary letters patent which might have been 
destroyed, for the destruction of the letters patent does not 
destroy the rights. Perhaps the sheriff has sufficiently seized 
a patent right when he has caused an entry to be made upon 
the Register of Patents that in virtue of his writ he has dis- 
possessed the owner of his former interest. In practice, this 
is done and, further, the sales of patent which have been thus 
seized have also been registered. Similarly this procedure is 
usually followed when the estate of a bankrupt patentee is com- 
pulsorily transferred. 

Another point in respect of the nature of a patent right 
has been judicially considered. The judges have held that 
the right is in the nature of a "franchise," and, in conse- 
quence, is not, when disputed, a matter which falls within 
the jurisdiction and business of the County Court. 
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To sum up, the monopoly conferred by a patent upon a 
specific individual is a prwilegium or right granted by the 
Crown in virtue of the prerogative. Like rights in general, 
it possesses positive and negative constituents. Of the posi- 
tive constituents, there is implicitly the ability, by reason of 
enforced absence of competition, to obtain enhanced profits 
by working the invention. The negative constituent, which 
consists in the command to abstain from the competition, is 
that which has mostly engaged the attention of commentators. 
A purchaser contemplates the enjoyment of future profits, 
and not the worry incidental to litigation. The action 
brought against infringers is for the defence and acknowledg- 
ment of the rights, and has in view the relegation of the 
patent-holder to the pecuniary position he would have occu- 
pied if no infringement had taken place. It is not incorrect, 
at the present day, to speak of patents as " property," 
although they do not consist of physical objects. Patents 
present analogies to contracts between Crown and subject. 
Although a patentee may have rights over a materialised 
invention, yet he may have no proprietary interests in the 
substance or material which has been employed in the produc- 
tion of the article. Further, the right is considered suffi- 
ciently of the nature of "goods and chattels" to enable 
a sheriff to seize it and to negotiate it accordingly, but it can- 
not be taken on a tenant's premises in distraint for rent. A 
patent might also be conceived as occupying an intermediate 
position between the old-time classes to which property has 
been allocated, viz. " things in action " and " things in pos- 
session," Finally it has been laid down judicially that 
patents are in the nature of franchises, and, as such, cannot, 
when disputed, be adjudicated upon by the County Court. 
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CHAPTER IV 

Some Legal Considerations tiiat ifear upon 
tiie Commercial Value of Patents 

It scarcely needs remarking that to assess the commercial 
value of a patent every circumstance that may bear upon the 
defence and working of the patent must be taken into account. 
Of these circumstances there stand in the forefront, the 
nature of the invention, the extent of the public demand, and 
the possibility of its continuance, whether it be due to a freak 
of fashion, or to the satisfaction of an important want. The 
selling price of the patented article and the expenses of its pro- 
duction enter equally into the determination of the remuneration 
to be expected, considerations which differ widely in the case, 
say, of a button which might be sold by the million, and in 
the case of an earth-cutting shield for tube-railways, of which 
a single score only might be required. Another factor is the 
probable effect of judicious and persistent advertising. But it 
is not intended here to deal with topics such as these. A few 
legal considerations only that enter into the question of assess- 
ing the pecuniary value of a patent will be discussed. In 
particular, the effect which is due to an ofHcial examination 
into applications for patents by countries such as the United 
States of America and Germany will be referred to, and the 
probable effects that may be expected from the English Act 
of 1 902. Some observations will also be directed towards the 
bearing on the value of a patent of the opinions of legal ex- 
perts that, for example, are printed in the prospectus of a 
company appealing for public subscription. 
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Official Examination as bearing upon the Value 

OF Patents 

In a country where a patent is obtainable almost for the 
mere asking, the grant alone should have but little effect 
upon the public mind in respect of the value of the invention 
protected. But since the grant has issued from Government, 
a presumption is raised in some minds that the invention, 
being worthy of ofHcial notice, must in an undefined manner 
be of importance and valuable. To provide against erroneous 
views of this kind, the patent law of France, for instance, 
insists upon every patented article being marked with the 
words Sans garantie du gpuvemement or with the initials of 
those words. In England no such rule as regards patents 
obtains at this date, 1904. The Act of 1902, however, 
provides that when the limited ofRcial examination for novelty 
therein prescribed takes place (from January, 1905), in no way 
shall the validity of the patent under investigation be guar- 
anteed. In the case of those so-called "patent," ue, secret, 
or proprietary medicines, which are compelled to bear an inland 
revenue stamp, in order that the public may not be misled 
into supposing the stamp is a mark of Government approval, 
cautionary words are printed across the stamp. 

In England, patents are at present granted, in general, for 
manufactures, whether destitute of worth or otherwise, provided 
certain formalities are complied with, satisfactory descriptions of 
the inventions furnished, and no opposition to the grant entered 
by interested parties. The mere granting of a patent in this 
country cannot therefore be looked upon as conferring a 
certificate of efficiency or merit. But in spite of the numbers 
of years that have elapsed since merit or novelty in the 
invention were requirements antecedent to the patent grant, 
surprise is occasionally expressed, even in well-informed 
quarters, that the Crown has not hitherto required evidence 
of merit, utility, worth, or novelty, in an invention before 
grantmg a patent. In England, in common with other 
countries of the world, whether there has or has not been 
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a prior examination into the novelty or worth of the invention 
to be protected, a patent is liable at any time to be tested 
judicially. Unless the conditions imder which the grant has 
been made can be shown to have been satisfied, either the 
grant itself is revoked or no monopoly is held to have been 
conferred. Thus, as we may say, a patent confers, in the 
first place, a mere locus standi for litigation. 

Contrasted with the patent that may be had for the mere ask- 
ing, we may conceive of the patent which when once granted 
cannot be assailed, but which holds good until it expires by 
efflux of time, or lapses through failure to pay the fees pre- 
scribed for its upkeep. An indefeasible patent of this nature 
is not granted in any country, and for good reasons. It is pos- 
sible for a Government department, before issuing a patent, to 
examine the literature of the world with the view to seeing 
whether a particular invention has been anticipated by docu- 
mentary description. A task of this character requires merely 
a sufficiently large staff of experts. But it is hardly within 
the bounds of possibility for such a body to learn within a 
reasonable time, or for a reasonable outlay, whether there 
have been any prior users of a particular invention. So long 
as anticipation by prior users is a caiise of invalidity, a country 
might well shrink from granting patents which are unassailable. 

Closely allied to the official examination for novielty is that 
conducted with the view tb settling whether the invention 
carries with it a sufficiency of ingenuity to distinguish it from 
analogous inventions, or, indeed, from what operatives in the 
field of industry to which the invention relates have been in 
the habit of doing. Unless an invention shows this sufficiency 
of "subject-matter," patent laws, in general, refuse validity 
when a patent is challenged. When therefore a country in 
which there is an examination of subject-matter issues a 
patent, manifestly the patent is granted with an official 
certificate that it is not Worthless on this ground. To this 
extent, therefore, the patent stands on a higher plane for the 
time being than one issued in a country where no examination 
as regards this requirement is carried out. 
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Similarly, if an official examination is directed towards the 
other requirements which are legally necessary for a valid 
patent, to that extent is it known that the patent is not worth- 
less and therefore potentially a source of profit. 

But there seelns to be extant, the idea that a patent is 
intrinsically the more valuable when, prior to the. grant, the 
application has been subjected to an official examination with 
the view to determining whether it satisfies the conditions 
which have been laid down by the State department that 
grants the patents. This idea, then, requires consideration. 

The value of a patent at any time is due to an expectation of 
the future profits to be obtained from its working. The 
profits solely attributable to the patent, as shown in Part I. 
Ch. III., are those which are over and above what would be 
gained if the manufacturers were subjected only to ordinary 
trade competition. It is clear that the actual aggregate of 
profits obtainable from a proposed monopoly can neither be 
increased nor diminished by the act of examining the docu- 
ments before the patent is granted. Now, the profit derivable 
from a patent may be great or may be nothing ; for profit is 
dependent on considerations such as the nature of the article 
produced, the expenses of its production, and those which 
have been indicated at the beginning of this chapter. There 
may not be a single person who desires to use the patented 
invention, or will spend a penny-piece on its acquisition. 
Such matters as these do not, in general, come under review 
in any system of official examination as at present conducted. 
The mere fact of there having been an examination before a 
patent is granted is consequently no proof that when granted 
the patent will have any intrinsic value. 

What advantage, then, accrues to the patentee from an 
official examination ? The answer would seem to be that an 
increased value and readier saleability are conferred on the 
patent during its earlier years. The value in the earlier 
stages is based upon an estimate of future profits. When 
patents are granted almost for the mere asking, the presence 
of worthless patents among those which turn out to be valu- 
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able may have the effect of depressing, in the minds of 
prospective purchasers, those valuable patents which occur 
in the mass of grants. This arises largely from inability on 
the part of the public to discriminate clearly between worth- 
less and valuable inventions. 

To the patentee who wishes to realise his property, novelty 
and subject-matter are of moment. If examination has been 
directed to these points by an efficient and a disinterested 
body, not only is the patentee saved the expense of examina- 
tion, but the prospective purchaser also is relieved from 
anxiety on this score, and is more ready to take into con- 
sideration patents as a possible source of income. The 
expense has fallen on a Government diepartment, but not to 
the extent to which it would have done if it had been con- 
ducted in reference to one invention only. By the appoint- 
ment of a permanent body of experts, the cost of examination 
is spread over a large number of applications for patents, while 
the means of conducting the investigation can be brought to a 
higher degree of efficiency. Not only does the individual 
patentee gain by the Government search, but there is a 
corresponding gain to the public. Apart from the question 
of obviously worthless patents floating about the sea of com- 
merce — for it is to be supposed that they would not have 
been issued — patents which have been subjected to examina- 
tion are more fit to be taken up immediately by the capitalist. 
Otherwise capitalists might hang back and delay would occur in 
their presentation to the public. The gain, then, to the public 
is the speedier opportunity afforded it of using the invention, 
the gain being obtained at the cost of official examination. 

Patents granted in the United States of America are often 
singled out as being of increased value, owing to the official 
examination into novelty and subject-matter. But it is pos- 
sible that their excess value, if any, over English patents is, 
at least, in part due to the greater readiness of the American 
manufacturer and the general public to adopt improvements. 

In England, hitherto, there has been no official examina- 
tion into the novelty of an invention or its sufficiency of sub- 
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ject-matter, unless indeed there was no appearance of the 
invention being, as the Statute of Monopolies requires, a 
method of manufacture. A patent might also have been 
refused for an invention which was plainly referable to the 
class of unpatentable projects, enterprises, or ideas, as pre- 
viously explained (p. 39). From 1905, the Patent Office 
is empowered to call upon an applicant to embody in his 
specification the result of the official examination among 
certain specifications of an age less than fifty years from the 
date of the application for the patent. The Act also pro- 
vides that no other domestic specification can be brought for- 
ward in Court as evidence of anticipation. As regards 
domestic specifications, therefore, dated after 1 904, the mem- 
bers of the public will be able to gather from a specification 
how much of the invention claimed therein has not been 
claimed or described before in the specifications alluded to. 

The Patent Office will have no additional powA* to refuse 
a patent. There will, therefore, be but little risk of valuable 
inventions, the importance of which may not be recognised by 
the Office, being lost to the public with the accompanying 
injustice towards a meritorious inventor. At the same time, 
by insistence on an embodiment or an avowal in a specifica- 
tion of anticipation, partial or entire, it may be expected that 
the new Patent Act will have the effect of checking the 
issue of those classes of patents which have been described 
under the names of "scarecrow," "obstructive," and the 
like, and of largely diminishing the opportunity for put- 
ting patents to misuse. Concurrently with these results, 
there may be expected, on the grounds set out above, an 
improvement in the value and saleability, immediately after 
they have been sealed, of such patents as come through with 
clear records. The new Act bids fair to confer advantages 
both upon inventors and on the public. At the same time it 
guards against the evils which, owing to the power of refusal 
having usually been associated with the official examination of 
specifications, have been thought inseparable from all systems 
of examination. 
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The Opinions of Legal Experts as bearing upon 
THE Value of Patents 

jp the prospectus of corporate bodies or companies formed 
to acquire, develop, and carry on patents, the distinguishing 
numbers that those patents bear, the names of the patentees, 
and the subject of the inventions protected, are usually quoted. 
Since these patents often form a considerable portion of the 
assets of the companies in which the public are invited to 
share, the opinion of counsel is obtained upon their value from 
a legal point of view, and the opinion is commonly printed 
verbatim in the prospectus. In some instances, the opinion is 
pushed forward so prominently as to suggest that the last 
word has been said concerning the patents under consideration. 
It is necessary, however, to guard against the assumption 
that when' the opinion of counsel is favourable commercial 
success is certain, or even that the validity of the patents is 
sure. So far as the commercial value is dependent upon the 
validity of the patents, and provided the opinion is read cor- 
rectly, partial indications of the value can undoubtedly be 
obtained. But before a just estimation of the value can be 
arrived at, a careful weighing of the terms of the opinion is 
called for, with a due regard to the customary terseness and 
exactitude of the phraseology employed. 

In the first place, seldom, if ever, does the statement of the 
circumstances — the "case" which was submitted to counsel, and 
on which in large measure the opinion is based — appear in the 
prospectus itself. Therefore, unless the case can be gathered 
from the opinion, a true assessment of the value of the opinion 
is difficult. But taking it as it stands, in respect of some only 
of the causes which give rise to invalidity of patents will the 
opinion be found to deal. Those causes which are left un- 
expressed, and concerning which no conclusions are arrived at, 
have still to be considered outside the information given in the 
prospectus. 

One of the usual points upon which counsel is approached 
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is whether a specification, supposing the invention to be novel, 
affords adequate protection for the invention which it is de- 
sired to exploit. This scrutiny includes a comparison of the 
** Complete " specification with its corresponding ** Pro- 
visional ** specification, if such has been filed. As will be 
seen later (p. 75), this point — the question of "discon- 
formity " — may be considered by a comparison merely of the 
two specifications, or by the comparison aided by the evidence 
of experts in the art to which the invention relates. Gener- 
ally speaking there is no indication in counsel's opinion, as 
seen in a company's prospectus, of this evidence having been 
taken. Possibly counsel of his own knowledge is competent 
to deal with the point, as also that relating to the sufficiency 
of the extent to which the invention is really an iniprove- 
ment ; for without an addition by a patentee to the stock of 
public knowledge of real invention no valid patent is obtain- 
able. If such be the case, the opinion is proportionately the 
more valuable. 

With this question of sufficiency is closely associated the 
novelty of the invention. An examination of the opinion will 
show, as a rule, that novelty has been considered only in rela- 
tion to those specifications, or descriptions of prior inventions, 
which have been adduced as the result of another person's 
previous search through literature of a date earlier than that of 
the patent. Consequently, if the searcher has failed to place 
before counsel a single relevant " anticipation " of the inven- 
tion, the value of the opinion is to that extent diminished. 
Further, since a single prior user in public of the invention 
renders a patent invalid, and that it is almost impossible in 
practice to lay before counsel every act, even if it were known, 
which had a bearing upon anticipation by prior use, the value 
of the opinion must be subservient to facts such as these — 
facts which may perhaps come to light only after the estab- 
lishment of an industry on a large scale. 

It is not unusual to publish in a prospectus, along with 
counsel's opinion, a statement by the expert who effected 
the search in the literature of the subject. The amount of 
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reliance, then, to be placed upon the result of the search can 
be the better realised. However extensive or limited in favour 
of validity may be the opinion, there is still another important 
topic to be considered when valuing a patent from a legal 
point of view, viz. whether the scope of the patent is so 
narrow as to leave the door open to competition. A patentee 
when seeking to enforce his rights is often confronted with a 
dilemma. If what an alleged infringer has been doing is 
covered by the patent, then for want of novelty, of sufficiency 
of subject-matter, or for some other reason, the patent may be 
invalid. On the other hand, the patent may only be capable 
of being upheld if it covers but a limited field of invention. 
In this case, the alleged infringer has probably not brought 
himself within its scope. The result is that, although a patent 
might be valid, another patent might be granted for an inven- 
tion which effected the same object in as successful or, per- 
haps, more successful a fashion, and be incapable of removal 
from its field of activity in the region of competition. Con- 
sequently the exploiting company might find itself closely 
pressed in the business for which it was founded. Patents of 
this nature are particularly abundant where objects to be 
attained have long been considered desirable but hitherto 
have been achieved more or less imperfectly. 

From these brief remarks upon counsel's opinion, the value 
of a company's assets that consist of patents may, on the per- 
usal of the public prospectus, perhaps be the better estimated. 

As bearing upon the commercial value of a patent, it is 
hardly necessary to point out that a patent is in the nature of 
a wasting asset, for at the end of fourteen years the patent, as 
such, is at an end. Its place, then, must be taken by the busi- 
ness which has been worked up during its career. But this 
topic is foreign to the scope of the present Primer. 
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PART II 

English Patent Law 

Having dealt in Part I. with patents from the point of view of 
their history and evolution, their economy and policy, their 
nature and jurisprudential relations, and to a slight extent from 
the point of view of their commercial value, it is now proposed 
to sketch in outline English patent law as it obtains at the 
present day. This object is rendered the more easy by the 
pre-existence of many hundreds of decided cases in which the 
principles of the law have been laid down in detail and with 
precision. 

A greater portion of the law by far is to be found in 
judicial exposition and decision than in the few statutes which 
are mainly coiyremed with procedure for obtaining and up- 
holding patents. On a collation of pronouncements, both 
judicial and statutory, it is seen that principles are compara- 
tively few. In the past, patent law has suffered from the 
empiricism of its exponents, with the result that broad prin- 
ciple and accurate generalisation have given place to masses of 
detail ; but the maturity to which case-law has now attained 
renders a scientific treatment possible, if not compulsory. 

Although principles may be clear and easy of compre- 
hension, it by no means follows that they are easy of applica- 
tion. Indeed, the reverse is true. It is in their application 
to the circumstances of a particular case that the divergencies 
in opinion, which are so much associated with patents, will 
usually be found. 

Difficulties, too, have arisen through failure to observe the 
demarcation between technicalities of law and those of the 
arts and sciences to which patent specifications relate. There 
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is technology in law and technology in manufacturing industry. 
A confusion of one with the other is unnecessary. According 
to a prevalent idea, legal principles and subjects of invention 
are so closely interwoven as to require simultaneous treat- 
ment. This idea is both fallacious and harmful, since it tends 
to an obscuration of both and to the frustration of a possible 
desire to master legal intricacies without a prolonged study of 
industrial technicality. 

In this exposition of patent law, principles are treated in 
the abstract, except when an example of the practical applica- 
tion of a principle will shed light on the principle itself. An 
exposition of the law upon the lines foreshadowed above 
naturally lends itself to a tripartite division, viz. the conditions 
which must be antecedently present to obtain a valid patent ; 
the construction or interpretation of the specifications of the 
invention ; and the patent grant and its enjoyment. Of these, 
the construction or interpretation of specifications will be 
found to contain the means by which, when we arrive at the 
stage where principles are to be applied, many difHculties can 
be overcome. 

When the rule or principle applicable to tke case in hand 
has been found, the application to the given set of circum- 
stances becomes necessary. Since one set of facts differs 
from another set — for the circumstances in no two cases are 
exactly similar — to lay down rules for the application of prin- 
ciples would involve a disquisition disproportionate to the 
object of this Primer. To learn how trained minds have 
applied the principles in particular instances, single cases may 
be mastered, and compared. This process, unlike the know- 
ledge of principles alluded to above, involves acquaintance 
with the industry to which the invention relates, a scrutiny of 
the nature of the evidence which has been adduced, and an 
application of the results to the wording of the specification 
which has come into question. This will not be entered into 
here ; briefly to pass in review the guiding principles of the 
subject must suffice. 
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CHAPTER I 
Conditions Antecedent to a Valid Grant 

The conditions of validity appear from the terms of the patent 
itself. Some of the conditions are demanded by case-law and 
some by statute. The conditions are usually referable to the 
inventor and patentee, and the invention and its specification. 
Also before a patent can be obtained, the application may 
have to meet certain opposition proceedings. Each of these 
topics will be now dealt with. 

I. The Inventor and Patentee 

The Statute of Monopolies, as we saw in Part I. Ch. I., 
restricted the Crown to the granting of monopolies "to the 
true and first inventor " only " of any manner of new manu- 
facture within this realm." Consequently, unless the recipient 
of a patent was the true and first inventor, then according to 
the Statute, no valid patent had been granted. It was not 
until the year 1885 that Parliament declared that it was, and 
had always been, legal to grant a patent to several persons, of 
whom one only might be the inventor. 

The term " inventor " includes several classes of persons. 
At the present time the normal inventor may, in general, be 
considered as the person who, in this country, first communi- 
cates his idea to the public through the medium of the Patent 
Office, although the Patent Office may not immediately trans- 
mit the information to the public. 

It has been shown in Part I. how patents were granted for 
the encouragement of industries in this country, irrespective of 
the introducers of the industries being the actual devisers or 
originators of the inventions. Consequently, at the present 
day, first introducers of inventions, however they may have 
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been obtained abroad, are, in general, treated in the same way 
as the normal inventors. 

Where the circumstances permitted, the custom arose, when 
petitioning for a patent, to state that the petitioner was not 
the normal inventor, but that he, being present in this country, 
had received a " communication " from the inventor, who was 
abroad. The petitioner was thus in the position of the first 
person who had been instrumental in securing an introduc- 
tion of the invention. This custom served a useful purpose, 
for it afforded ready means of appointing agents here, while 
at the same time protecting the foreign inventors by the creation 
of trusts. The " communicatees," on the other hand, being the 
true and first inventors in this country, had, although as trustees 
for the foreigners, temporary control over the proceedings to 
obtain the patents, and eventually received the grants themselves. 
The custom, which is still pursued, permitted foreigners who 
were without trade or other domiciles in this country, as wit- 
nessed by their residential addresses, to enjoy the position of 
patentees, while at the same time it avoided raising the question 
whether the limitation in the Statute of Monopolies that grants 
should be only to inventors of new manufactures within this 
realm was complied with. But by the year 1846, when it 
was held that patents might be granted direct to persons 
abroad, /.<?. without giving temporary addresses here, as was 
often done, foreigners, in petitioning for patents, began boldly 
to declare their residence abroad. All doubt on the point 
was set at rest by the Act of 1883, which laid down that any 
person, whether a British subject or not, might make an appli- 
cation for a patent. No alteration, however, has been made in 
the prohibition in the patent grant, which is verbally addressed 
to " all our subjects " only. The practice, however, of " com- 
municating " inventions from abroad is still employed. 

Since inventing, as distinguished from merely introducing 
an invention, is a mental act, manifestly a body corporate, 
which is a creation of law, cannot without a fiction be an 
inventor ; but a corporation is permitted to be the recipient 
of an invention from abroad and to become a patentee as the 
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" communicatee " of the invention. As regards a firm or 
partnership, the members composing the firm, and not the firm 
itself, may be applicants for a patent. Under the provisions 
of the International Convention, however, both firms and 
corporations as such may receive patent grants, no declara- 
tions of inventorship being required in such cases. 

In several instances, the limitation expressed in the Statute of 
Monopolies as to inventors has been removed and accordingly 
hardship mitigated. Thus provision is made for the granting 
of patents to the legal personal representatives of deceased in- 
ventors, whether or no such inventors during their lifetime 
applied for protection of their inventions. Similarly patents 
may now be granted on behalf of lunatics and others incapable 
of piloting their applications through the various stages. 

There are also classes of inventors, such as married 
women, minors, and those employed in the public service, 
who, although under disabilities in certain directions, are not 
precluded from receiving patents. 

The relation of master and servant requires a few words. 
Since one of the patentees must be the inventor, it follows 
that if a servant is the inventor, the master cannot alone 
obtain a valid patent for the invention of the servant. The 
servant must be a party to the application. Sometimes, how- 
ever, it is difficult to decide the question whether the master 
is the inventor, or whether it is the servant. It may be that 
the servant has merely brought to bear upon the idea given 
him by the master the ordinary knowledge which is incidental 
to the industry ; that he has acted for the time being merely 
as an animated tool in putting into practical operation the 
master's invention. In cases difficult of decision it has been 
found satisfactory for both the master and the servant to join 
as inventors in the application for the patent. Even where 
the servant is the inventor, it may happen that, owing to con- 
tractual relations, the master is owner of the patent ; but 
inventorship is one thing and ownership is another. They 
may both be in the same person, or one person may be owner 
of the patent while another may be the inventor. 
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2, The Invention 

Again referring to the Statute of Monopolies which stiU 
governs the granting of valid patents, we find that the subject 
of a patent must be a manner of new manufacture which is 
"not contrary to the law nor mischievous to the State by 
raising prices of commodities at home or hurt of trade or 
generally inconvenient." These conditions which, among 
others, appear in the patent, have given rise to much judicial 
exposition. 

As regards the requirements that the invention must not be 
mischievous or generaUy inconvenient, it has been held that to 
satisfy them an invention must at least exhibit in its character- 
istics inventive 'ingenuity and utility. These requirements of 
ingenuity and utility do not verbally appear in the Statute, 
but the judges have used them as indicia wherewith to test 
tbe compliance of a patent grant with certain of the condi- 
tions expressed in the Statute. It will therefore be con- 
venient to treat of an invention under the heads of (i.) a manu- 
facture, (ii.) novelty, (iii.) inventive ingenuity or sufficiency 
of subject-matter, (iv.) utility, and (v.) other essentials to the 
validity of a patent, such as the conformability of the in- 
vention to law and morality. 

(i.) A Manufacture, — In the eighteenth century, when 
mechanical enterprise was being awakened by the discoveries 
called forth by a workable steam-engine, the question arose 
as to the meaning of the words "manner of manufacture." 
It was not, however, until comparatively recent times that the 
words were held to cover both operations in manufactur- 
ing, and the articles and substances produced. Echoes of 
the old controversy, whether a patent could be granted for an 
article or substance apart from their methods of manufacture, 
are still occasionally heard. ' 

Since a patent must cover a manufacture, obviously a mere 
philosophical abstraction or enunciation of a newly discovered 
law of nature cannot be protected by patent. If, however. 
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there is a practical application of such a discovery which is 
apparent, or is specified by the inventor himself, the condition 
of validity, so far as the invention being a manufacture is con- 
cerned, is satisfied. From the necessity of the patent being 
granted for a manufacture arises the oft-quoted dictum — as 
though the dictum contained a truth of primary importance 
and did not state a merely consequential condition — ''you 
cannot patent a principle." As will be seen presently 
(Part II. Ch. II. p. 88), by using the word principle in another 
and an ordinary sense, we may say that every invention for 
which a valid patent is granted embodies a novel principle, 
and that it is for the novel principle that the patent is 
granted. 

(ii.) Novelty, — The manufacture, the subject of the 
patent, must, by the Statute of Monopolies, be also new ; that 
is, new to the general public in the United Kingdom. A 
monopoly for a manufacture that was not new might result in 
depriving a man of his livelihood and tend to bring about the 
abuses against which the Statute was directed. Since novelty 
is a condition of the validity of a patent — a condition which 
is expressly stated in the grant — when an invention is devoid 
of novelty, the inventor, it has been said, has nothing to offer 
the public in exchange for his patent. Thus, the question 
of novelty comes to be treated in connexion with " consider- 
ation " for the patent. A patent is said to be in the nature 
of a contract between the Crown and the subject, the Crown 
granting the patent as the price for a disclosure of a new 
invention. This contractual relation between the Crown and 
the subject is a convenient way of summarising an existing 
state of affairs, but, being only an analogy, it is unsafe to 
employ it as the starting-point from which to deduce con- 
sequences, which are not otherwise obtainable. 

Before the Act of 1852, an invention must have been 
novel when the patent was actually sealed, but now novelty is 
reckoned from the date which the patent bears. This 
date is the date upon which the application for the patent 
is made, the patent itself being sealed subsequently. In 
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general, an invention is not novel, and no valid patent can 
be obtained for it, if someone before the date of the patent 
has publicly used or described it. When a patent is invalid 
in either or in both of these ways, the invention is said to 
have been " anticipated." In each case, prior use or prior 
description is a question of fact, to be determined by evidence. 
Since, however, there are certain circumstances which statute 
or judge-made law have laid down shall not be considered as 
anticipatory, anticipation is a question of ^^ mixed law and 
fact." 

. As regards statute-law, the publication at exhibitions certi- 
fied by the Board of Trade of inventions for which no 
patents have been applied for is precluded from destroying 
the validity q£ subsequent patents for them if the patents are 
applied for within six months of the opening of the ex- 
hibition (p. 71). 

By the Act of 1883, if a person by fraud succeeds in 
obtaining a patent for an invention which someone else has 
invented, a patent subsequently obtained by the real inventor 
is not invalidated through the fraudulent patentee using or 
publishing the invention during his period of ** provisional 
protection." The Act is silent, however, as to the effect 
of use or publication after the fraudulent patent has been 
sealed, but before its revocation. By section 2 of the Act 
of 1902, which comes into operation in 1905, anticipation by 
description in specifications will be limited to those only that 
have been deposited in connexion with an application for a 
patent in the United Kingdom less than fifty years before the 
date of the specification under investigation. Of these specifi- 
cations, the " complete " specifications and the ** provisional 
specifications only that have been followed by ^^ complete 
specifications will be allowed to be adduced as anticipations. 

As regards judge-made law, mere experimental using of an 
invention, completed or incompleted, although in public or under 
no conditions of secrecy, has been held not to invalidate a patent. 
Similarly, confidential disclosure is not considered as destruc- 
tive to validity. In cases where an inventor has used his 
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invention and enjoyed its proceeds, but has kept the in- 
vention secret until such a time when, fearing disclosure, he 
has applied for a patent, the prior use is held to be anticipa- 
tory. If it were otherwise, an invent6r might enjoy a 
monopoly for a greater period than the fourteen years allowed 
for a patent. There is also none the less a disclosure of an 
invention, although it has been described in a foreign tongue. 

The judicial view that a patent is in the nature of a con- 
tract was applied to a case where an inventor had been 
employed as a referee on behalf of the public and in the 
course of his duties had made a discovery. Since the referee 
ought to have embodied his discovery in a public report, a 
duty that he subsequently carried out, it was held that al- 
though he applied for a patent before the report was pub- 
lished, he had nothing to offer the public in exchange for his 
patent ; that, in fact, the " consideration *' for the patent had 
failed. 

If the idea of a contract between the Crown and the 
subject applied in every case — a doubtful proposition — then 
an invention would be novel only when it formed an addition 
to the stock of knowledge available to the public. Conse- 
quently, if it could be proved that a description of an inven- 
tion available in a public library had not, in fact, been seen, 
the invention, since it was already a part of the knowledge 
available to the public, could not be said to be novel. If, 
however, novelty is not wholly based on the theory of the 
addition to the stock of public knowledge, then novelty will 
be present if it is proved that although the knowledge was 
available,.it had not, in fact, become known to the public. An 
authoritative pronouncement is still awaited. Perhaps in the 
availability of the invention to the public will be found the 
dominant factor in a settlement of the question. 

Anticipation by published description requires more rigid 
proof than anticipation by prior use. When an art has pro- 
gressed, it is not difficult, with a little ingenuity, to perceive in 
an early publication the germ of a later discovery, and to read 
from that publication a description of the subsequent invention. 
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The Courts, however, will not allow ingenious glosses of this 
nature to anticipate a patent. The judges have stated that in 
order to invalidate a patent 

** The antecedent statement must be such that a person 
of ordinary knowledge of the subject would at once per- 
ceive, understand, and be able practically to apply the 
discovery without the necessity of making further experi- 
ments and gaining further information before the invention 
can be made useful." 

Although the operative who is called upon to construct or 
perform an invention, one of the individuals to whom a speci- 
fication is addressed, may not from the antecedent description 
alone be able to carry out the invention, yet if the higher 
class of expert, the eminent engineer, for instance, who may 
not possess manual dexterity, can give the necessary directions 
to workmen, the invention in such a case is considered as 
already anticipated. But mere suggestions from which, 
without supplementary inventive ingenuity an invention could 
not be produced, does not destroy novelty. Indeed, the 
Court sets its face against mere " paper anticipation " of this 
character. The tendency to ignore mere " paper anticipa- 
tion " is but a continuation of the practice under the Stuarts 
when an actual and antecedent establishment of a manufacture, 
and not a mere documentary description alone, was necessary 
to destroy the validity of a patent on the ground of want of 
novelty. A clever mosaic of extracts from separate docu- 
ments is also not sufficient. 

Summarising the above, we may say that the Statute of 
Monopolies requires novelty in an invention as the basis of 
an arrangement which may for many purposes be called a 
contract between the Crown and subject. Formerly, novelty 
must have been present when a patent was sealed, but now it 
is sufficient if the invention was new at the date of application. 
Want of novelty appears, in general, when proof of prior 
user in public or of prior published description is given, but 
mere priority is not necessarily anticipation, for certain usings 
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or descriptions are held not to be destructive of validity. 
Finally, description in previous documents is not anticipation 
unless it gives a full and clear perception of the invention. 

(iii.) Sufficiency of Subject-Matter as evidenced by ^ the 
Presence of Inventive Ingenuity. — Although a manufacture 
may be novel, this alone is not sufficient to entitle it to 
protection by patent — it must also exhibit the quality of 
"invention" or show within itself "inventive ingenuity." 

Invention may arise either from an actual exercise of the 
originating powers of the mind, or may result from an acci- 
dental discovery, happy inspiration, or lucky hit. But mere 
novelty does not necessarily establish invention. Invention 
is not present unless in addition to novelty what is effected 
is not of such an obvious character as to suggest itself to the 
competent practitioner when confronted with the problem to 
be solved. The necessity for " invention " understood in this 
sense is a deduction from the Statute of Monopolies. The 
amount of invention, however, that will suffice to uphold a 
patent is extremely small. 

For an example where " invention " was lacking, although 
novelty was present, the " Fish-plate " case, decided in i860, 
may be taken. Narrow strips of iron, in form like the half 
of a split fish, had been employed in the construction of 
bridges. Similar strips were subsequently used for fastening 
together the ends of the rails of railways, this application 
being included within the scope of a patent. It was held 
that the slight difference in the application from bridges to 
rails involved no invention, and that the patent which in- 
cluded this application was in consequence invalid. 

If a valid patent is required for an application or adapta- 
tion of an old contrivance to a new purpose, there must be 
difficulties to overcome which require invention, or the adapta- 
tion itself must require some ingenuity. 

Judicial dicta are more often rather expository of what is 
not invention than what is invention. In the " Fish-plate " 
case, the Lord Chancellor said — a dictum which may be 
considered as classical — "You cannot have a patent for a 
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well-known mechanical contrivance merely when it is applied 
in a manner, or to a purpose, which is not quite the same but 
is analogous to the manner or purpose in or to which it has 
been hitherto notoriously used." If the subject of a patent 
cannot be considered outside the region swept by this assertion, 
the patent is invalid " for want of subject-matter." 

Whether there is sufficiency of subject-matter shown in 
any particular case, or whether a patent has been granted for 
subject-matter which is devoid of invention, or which fails to 
show characteristics of inventive ingenuity, is determinable 
by evidence. It is the function of the expert to give the 
evidence required. It is for him to say whether or no the 
alleged invention is only what would have been done without 
prompting or called into being by those " in the trade " if, 
and when, the occasion arose. 

The opinion of the expert should, in the absence of con- 
tradictory evidence, conclude the matter. Since, however, 
the expert alluded to is somewhat of a visionary personage, 
an abstraction of the Court, evidence of the practical man is 
necessary, and when practical men differ, difficulties arise. 
That many minds had been unsuccessfully directed to the end 
achieved by the patentee is cogent evidence of invention, so 
that the presence of many patents relating to cognate in- 
ventions is not necessarily disadvantageous to the patentee. 
An extensive sale of the protected article is also import- 
ant, as showing the presence of the exercise of inventive 
ingenuity towards its creation, but by itself does not prove 
invention. 

Since the presence of invention is so much dependent upon 
evidence, it is clear that upon the question of fact whether 
inventive ingenuity has been shown in arriving at the result, 
or in producing the patented article, different tribunals may, 
upon the same evidence, express divergent opinions and arrive 
at contrary conclusions. Consequently, in a case on the 
border-line it is impossible to predict with confidence at what 
conclusion the Courts will finally arrive. 

(iv.) Utility, — Before the passing of the Statute of 
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Monopolies, it had in effect been laid down judicially that no 
valid patent could be granted for an invention devoid of 
utility. This essential is not explicitly set out in the Statute 
but, along with " quantity of subject-matter," it was engrafted 
upon ity because experience showed that granting patents 
which were not useful was mischievous to the State. Like 
novelty, utility may be looked upon as part of the considera- 
tion for a grant, so that if there is a failure of consideration 
the grant is invalid. 

Utility is not to be judged in the abstract, but must be 
viewed in relation to what' has gone before. The invention 
must be useful for the purposes indicated by the patentee. A 
slight amount of utility is sufHcient to uphold a patent. It 
must also be viewed in relation to the state of affairs existing 
at the date of the patent, and not subsequently to the date 
when an invention may have been discovered which super- 
sedes the former invention. Manifestly, if an invention will 
not work or produce the results intended the invention is use- 
less. This happened when an inventor patented railway 
signalling apparatus by which a conflict between the points 
and the signals was to have been rendered impossible. On it 
being shown that the conflict could be brought about, and a 
dangerous condition of affairs presented, it was held that 
utility was wanting. In such a case, the patent would also be 
invalid, owing to a "false suggestion" to the Crown when 
the patent was applied for. Indeed, the theory of the making 
of a false allegation to the Crown when applying for the 
patent, the allegation being one of those upon which the 
patent was granted, is in any case fatal to validity. This 
theory of "false suggestion" is far reaching in its scope and 
is strictly applied. 

(v.) Nonconformability of the Invention to Law and Morality y 
and Other Essentials to Validity, — By the Statute of Monopo- 
lies, valid patents cannot be granted for new manufactures 
that are contrary to law. This condition of validity has 
continuously appeared in the grants themselves. Even 
before a patent is granted, the Comptroller of Patents is 
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empowered to refuse a patent for an invention of which the 
use would be, in his opinion, contrary to law. Similarly 
as regards an invention, the tendency of the use of which 
would be contrary to morality. 

Examples of what the judges have considered to come 
within the terms " mischievous to the State by raising prices 
of commodities at home, or hurt of trade, or generally incon- 
venient " have already been given ; but they may not be 
exhaustive. Some things which, for instance, in the time of 
Coke were considered as within the clause now under dis- 
cussion would not now be looked upon in the same way. 
Thus in 1904, an unsuccessful attempt was made to prove 
the invalidity of a patent owing to the manufacture of the 
invention being carried on solely abroad, a practice alleged 
to be in opposition to the fundamental principles upon 
which the patent system was based. It is possible, how- 
ever, that if a great evil were to arise through the grant- 
ing of a patent otherwise valid, the Courts might refuse to 
uphold it. 

Apart from statutory directions, or from the conditions of 
granting, a patent might be refused recognition on the general 
grounds of what is known as " public policy." Further, by 
the grant itself, " any six or more of our privy council " are 
empowered to void a patent in the circumstance under dis- 
cussion. This power, a legacy from times anterior to the 
Statute of Monopolies, and one, indeed, contrary to directions 
contained in the statute, would seem to safeguard the com- 
munity against grave injustice which, unforeseen when the 
patent was granted, yet followed as a result. This power of 
the Privy Council, which does not seem to have ever been 
exercised, has been revivified by the Act of 1902, and is 
now directed towards remedying the evils that have been 
alleged to result from the existence of " obstructive patents " 
in this country. 

From this chapter it can be seen how public interests are 
safeguarded. The granting of valid patents is so hedged 



THE SPECIFICATION 71 

about with restrictions that theoretically the prerogative can 
only be exercised in favour of the individual when no incon- 
venience to the country at large arises, or prejudice to exist- 
ing organisations or industries is brought about. 

3. The Specification 

As was shown in the historical chapter (Part I. Ch. I.), the 
means originally employed for transmitting to the public a 
knowledge of a patented invention were various. For nearly 
two centuries, however, patents have been granted on the con- 
dition that the inventions shall be made available through the 
medium of written descriptions. These descriptions must 
contain all the details that are necessary to put the expert 
public in full possession of the inventions, and must also indi- 
cate the precise area of industry from which the public are 
excluded. A trespass on this prohibited area constitutes a 
violation or " Infringement " of the patent rights. 

Divulgence by means of a specification complete in all its 
parts may be preceded by the deposit of inchoate or executory 
descriptions or specifications. The occasions when these may 
suitably be employed will be gathered from the following, 
where the subject is arranged under the headings of the 
exhibitors' specification or description ; the provisional 
specification ; the complete specification ; and the relation of 
the provisional and complete specifications and the effect due 
to disconformity, if any, between them. 

I. The Exhibitors^ Specification or Description. — An inven- 
tor who has not applied for a patent for his invention may 
place his invention on view at an exhibition certified by 
the Board of Trade without destroying, by reason of prior 
publication, the validity of the patent that he may subsequently 
obtain for the same invention. 

The inventor, before exhibiting his invention, must give 
notice of his intention to the Comptroller of Patents, and at 
the same time furnish a brief description of his invention. The 
application for the patent must be made within six months of 



72 THE ENGLISH PATENT SYSTEM 

the opening of the exhibition. In the case of a foreign 
exhibition, the necessity of fiimishing a description may be 
dispensed with. 

The practical effect of this procedure is, as was before 
remarked (p. 21), to increase by six months the possible 
period of " provisional protection." These ** Form O '* 
descriptions are not advertised by the Patent Office nor printed 
for publication. 

II. The Provisional Specification, — When an inventor 
applies for a patent, he may, in place of filing a specifica- 
tion which is a complete definition of the invention, deposit 
in the first place a '' provisional specification." In this, he 
must state the nature of his invention in order that when he 
files a " complete specification," it may be seen on a compari- 
son of the two documents that the invention for which he ap- 
plied for a patent was the same invention as that for which he 
subsequently obtained his patent. On the faith of this pro- 
visional specification, the patent, in general, is dated as of the 
day of application, and priority is reckoned accordingly. 

By filing a provisional specification with the application, 
time is afforded to the inventor for working out the invention 
and choosing the best means or apparatus for its construc- 
tion, or, as it is termed, the best means for performing 
the invention and putting it into practical effect. Further, 
an inventor, by applying for a patent for his idea, can prevent 
another who subsequently hits upon the same idea from obtain- 
ing a patent having an earlier date than his own. So, too, 
by the delay which ensues in the publication of the invention, 
the risk of having the invention incorporated in some complete 
specification, which follows on an earlier application for a 
patent, is removed. Disadvantages lie in the ability of the 
public to work the invention without restriction up to the 
time that the complete specification has been " accepted " by 
the Patent Office, and to present an opportunity for attack- 
ing the validity of the patent on the ground of ''discon- 
formity." 

If the invention is described fairly and honestly in the 
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provisional specification^ it need only be done roughly, details 
and means for constructing the invention being omitted if 
desired. But if the inventor has described means, he is not 
restricted to them, since they may be varied in the complete 
specification, provided, however, that the invention remains 
the same. 

Applying for a patent and filing a specification, whether 
provisional or complete, confers what is known as "Pro- 
visional protection," meaning thereby that between the date 
of the application and the sealing of the patent, a publication 
of the invention is not considered an "anticipation." Pro- 
visional specifications are not published by the Patent Office 
except after their corresponding complete specifications, if 
any, have been " accepted," unless indeed their date is earlier 
than the year 1884. 

III. The Complete Specification, — When applying for a 
patent, a " complete " specification of the invention may be 
filed at once instead of a provisional specification ; or the 
complete specification may be filed under the Act of 1902, 
which takes effect in 1905, within seven months (formerly 
ten months) from the date of the application and provisional 
specification. It must, at the risk of invalidating the patent, 
which is subsequently granted, describe the invention in detail, 
so that the public may be warned from the territory covered 
by the patent ; in addition, it must give such practical 
directions as will enable the operative skilled in the class of 
industry to which the invention relates to construct or carry 
out the invention. In technical language, this is expressed by 
the statement that a complete specification " must particularly 
describe and ascertain the nature of the invention and in what 
manner the same is to be performed." The necessity for this 
description is based upon the Act of 1883, which allows 
the defendant in an action for infringement, or him who ap- 
plies for the revocation of a patent, to call in aid all those 
grounds of invalidity which were available before the Act 
was passed. 

Often these two requirements are confused, one description 
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serving the purposes of both. Indeed, wjien the principle or 
essence of the invention is such that, as soon as the invention 
is described, the person to whom the specification is addressed 
perceives from the nimbus of ideas associated with his craft 
the method of performing the invention, a description of this 
performance may possibly be omitted. 

In a well-drawn specification the essentials as regards 
description are satisfied in a regular manner. There is 
arranged in the specification an orderly sequence of ideas 
from the first delimitation of the field of invention as ex- 
pressed in the "Title," down to the appended clauses, the 
"Claims," in which the invention and nothing but the in- 
vention should be concisely and tersely stated. Thus, from 
a wide indication of the invention in the title, the description 
narrows down until a complete purview of the exact scope 
of the invention is obtained. In describing the invention it 
is often necessary to point out the objects to be achieved, and 
to refer to what others have accomplished in the same direc- 
tion. Lest such matter should be esteemed a part of the 
invention, it is often convenient to insert an express denial in 
the form of a " Disclaimer." On the other hand, to obviate 
the risk of the scope of the claims being unduly restricted 
when subjected to the process of interpretation, a cautionary 
statement to that effect, a generalising clause, may be inserted. 

Before the Act of 1883, the presence of claims was 
optional ; but since that Act, the Examiners of Patents are 
empowered to compel the addition of claims to the general 
description. 

Several claiming clauses may be included in a specification, 
but if a single claim is made to matter which fails to satisfy 
the requirements of the law, the whole patent fails. This 
follows from the principle that the "consideration" for the 
grant is the novelty (p. 63), or what not, of every head 
of invention substantively claimed, and that the "considera- 
tion " is not divisible. fb^iu 

To aid the description, drawings may form part of the 
specification. 
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Most of the oft-repeated statements concerning the require- 
ments that a complete specification must fulfil are but special 
aspects of, and are referable to, the single requirement that 
the invention must be described in such detail that not 
only people may know what they are warned from doing, 
but also that they may know how to construct, or "per- 
form," the invention when the period of monopoly has 
expired. 

The degree to which the information extends is governed 
by the amount of knowledge which the reasonably competent 
man in the industry affected is supposed to have. Thus an 
improvement in a watch would be directed to watchmakers 
and not to ploughmen ; the production of a chemical dye to 
a high-grade expert and not to a cook ; the building of a 
brick wall to a bricklayer and not to a lawyer ; and so on. 
In each case, if the question arose, it would be for the judge to 
decide to what class of persons the specification was addressed. 
This would decide the standard by which the sufficiency in 
the particular case of the amount of information imparted was 
to be tested. 

A normal or type Complete Specification in blank is given 
at p. 1 24. 

IV, The Relation of the Provisional and Complete Specijica* 
tions and the Effect due to their Disconformity. — The invention 
for which a patent is prayed is set forth in more or less general 
terms in the provisional specification. The functions of a com- 
plete specification are, as we have seen, to describe in detail all 
that is necessary to enable the operative or workman to construct 
the invention himself and carry it into practical effect. If it 
should happen that the invention described in the complete 
specification turns out to be different from that in the pro- 
visional specification, then the Crown, to whom the request 
for the patent was addressed when the provisional specifica- 
tion was filed, is said to have been deceived ; for there has 
been the " false suggestion " that the invention was something 
other than what the complete specification proves it to have 
been. This is the principle which originally underlay the 
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voiding of patents on the ground of ** disconformity.'' But 
nowy under the Act of 1883, when the patent has been 
granted in the light of the published complete specification, 
the voiding is based upon that section of the Act which 
renders available to a defence in an action for infringement all 
those grounds upon which a patent might formerly have been 
repealed. 

Thus when an action for infringement is brought, the 
defendant may say that the patent is void because the com- 
plete specification showed the invention to be one thing while 
the provisional specification stated it to be another. To 
settle this question of '' disconformity," a comparison of the 
two specifications becomes necessary. Whba by the process 
of interpretation or construction of the specifications (p. 80) 
the inventions are ascertained from the two documents, the 
comparison of the one with the other to see whether they are 
the same or different becomes comparatively simple. 

Before the employment of the provisional specification, 
which was the creation of the Act of 1852, the patent was 
granted upon the invention as set forth in a few words, or 
maybe in a long sentence, a statement which was called the 
** title " of the invention. It was to this title that attention 
was directed prior to 1852, in order to see whether the 
invention as particularly described in the complete specification 
which was enrolled subsequently was the same as that of the 
title. After the Act of 1852, attention was transferred 
from the title to the provisional specification. Since that 
time there has been an abundance of judicial commentary 
upon the relation of the specifications one to the other ; but 
the principles to be extracted from it are few and well 
defined, the difficulty being, as mentioned previously, in the 
application of the principles to concrete cases. 

The nature of the invention is not the same thing as the 
means for carrying it into effect. Describing the nature is 
the function of the provisional specification. The complete 
specification must, in addition, describe the means of per* 
formance. If, however, the provisional specification describes 
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those means, they need not be followed in the complete speci- 
fication : others may be substituted. Indeed, the inventor is 
bound to describe other and better means, if such means have 
been discovered by him in the period between the filing of 
the two documents, or have been suggested, even by other 
people. But when matter such as this is introduced into the 
complete specification it must be made clear that the invention 
itself remains the same. If this other matter should be 
inserted in the claims there is the risk of invalidating the 
patent. When, however, it is beyond suspicion that the 
added means are really the inventor's own ideas, and have 
been evolved by him as the outcome of his invention at the 
provisional stage, the judges are loath to upset the patent 
on the ground of disconformity ; they will rather look upon 
the claims to such additional means as surplusage or subsidiary, 
and not as claims to substantive invention. 

We have, then, arrived at this stage : (i) the inventions 
in the provisional and the complete specifications must be the 
same ; and that (2) the inventor is bound to put into his 
complete specification the better methods of performance he 
has discovered during the period between the filing of the 
two specifications. Lest these two seemingly antagonistic 
requirements should be used to the detriment of the inventor, 
the Courts have on more than one occasion said that the onus 
of the proof of disconformity is on the objector to the valid- 
ity of the patent ; and that, when the specifications have 
passed the Patent Office examiners, the presumption is in 
favour of validity. The result is that in a case of doubt, and 
particularly where a meritorious invention is concerned and 
where there is no question of bona fides, the Courts will 
find conformity rather than disconformity between the specifi- 
cations. 

The variations alluded to above are sometimes spoken of 
as ** legitimate developments." Provided the nature of these 
developments is kept in mind, little harm can ensue from the 
use of the term. But if the idea of legitimate developments 
is used as a starting-point and by way of suggesting that a 
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slight difference in the specifications is admissible, the idea is 
likely to lead to catastrophe. In short, it is safer to say that 
the inventions found upon a true construction in the two docu- 
ments must, as regards their natures, be identical. 

4. Opposition to the Grant of Patent 

Before a patent is granted, but after the complete specifica- 
tion has been " accepted," i,e. passed by the Patent Office, 
interested parties may, within two months, oppose the grant, 
and, if successful, prevent a patent from being sealed ; or, as 
a condition of the sealing, obtain a variation in the complete 
specification. The opposition must be based on either of 
three grounds, viz. (i) that the invention sought to be 
patented has been obtained from the opponent, or from a 
person of whom he is the legal representative ; (2) that 
it has been patented in this country on an application of 
prior date ; or (3) that the complete specification covers 
an invention which is not in the provisional specification, 
and that this invention forms the subject of an application 
made by the opponent in the interval between the leaving of 
the provisional specification and the leaving of the complete 
specification. 

Oppositions are conducted before the Comptroller of 
Patents. They are comparatively inexpensive proceedings, 
and are of value in preventing litigation, or in clearing the 
ground for future litigious proceedings. From the decision 
of the Comptroller, an appeal lies to the Law Officers of the 
Crown, Owing to the difficulty of deciding whether inven- 
tions are the same, and that opponents are often satisfied with 
acknowledgments in the specifications of their prior claims to 
novelty of some portion of the subject-matter which is 
described, and that the refusal of patents prevents subsequent 
adjudications by the Courts, the specifications are more usually 
allowed to be varied in order to meet the opposition than the 
patents refused outright. The variations, however, in the 
specifications must not be of such a character as to substitute 
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other inventions for those for which application for patents 
was made. Although a patent has been opposed, and its 
specifications varied, the patent when obtained is still open to 
question in the Courts in the ordinary way. 

The variations that are permitted to be made in the specifi- 
cations as the result of opposition proceedings, may be by way 
of cancellation of portions of the specifications, or by the 
insertion of references to the condition of the industry affected 
by the invention. By these means, both the public generally 
and the opponent particularly are protected against a claim to 
subject-matter which is not open to appropriation. As regards 
the references, they may be simple statements as to the previous 
state of the industry, or they may mention by name and 
number specifically a particular patentee and patent. Applicants, 
as a rule, prefer general references, since they often fear that 
specific references may be looked upon by the public as an 
acknowledgment that the patents referred to may possibly be 
infringed by the use of the invention under consideration. 

5. The Amendment of Specifications 

The construction or interpretation of a specification may 
result in bringing to light the inclusion in the specification as a 
claimed invention of something that renders the patent invalid. 
A judicious pruning of the specification will often result in re- 
moving the cause of invalidity. But up to the year 1835, when 
a specification had been inroUed, no amendment, except in 
minute particulars, was allowed. Now under the A ct of 1 8 8 3 , 
which was substituted for that of 1835, considerable altera- 
tions in the specification may be made. A specification may 
be amended either by way of disclaimer, correction, or 
explanation, provided that the specification, as amended, does 
not claim an invention substantially larger than, or substantially 
different from, the invention claimed prior to the amendment. 
The application to amend is addressed to the Comptroller of 
Patents, by whom the amendment may be wholly or partly 
allowed or refused. An appeal lies to the Attorney or 
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Solicitor-General from the decision of the Comptroller. 
When amended, the specification takes for all purposes the 
place of the original specification, except where an action for 
damages has been brought for infringements which took place 
before the specification was amended. In this case, it is in 
the discretion of the judge before whom the action is brought 
to allow damages as though the specification had been amended, 
and as though the patent had been valid at the date of the in- 
fringement. The correction of clerical errors in or in connection 
with an application for a patent is also specially provided for 
in the Act of 1883. Proposed amendments are advertised, 
and opportunity afforded for opposition |to the proposals. In 
practice, no amendment in the substance of a provisional 
specification is allowed. 

When an action for infringement or proceeding for the 
revocation of a patent is pending, leave to apply at the Patent 
Office to disclaim a portion of the specification which is in 
question must be obtained from the judge before whom the 
case is pending. The judge, in giving the leave, may impose 
such terms as he thinks fit. 

The amendment of specifications before their publication, 
i.e, before the acceptance of the complete specification, is dealt 
with in virtue of powers given to the Patent Office when the 
specifications are under examination (p. 118). 



CHAPTER II 

The Construction or Interpretation of 

Specifications 

I. The Position and Importance of Construction 

By considering the subject of construction or interpretation of 
specifications apart from other topics, many of the difficult 
questions that arise when patents are under adjudication are 
rendered easy of solution. Provided the process and function 
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of construction be understood, comparative simplicity will be 
found, even in the reputedly most difHcult portions of patent 
law. The nature of the process of construction is such that it 
is impossible to reduce it completely to the mere application of 
a series of precise rules. It is so largely dependent upon 
natural ability, that any rules which may be formulated must 
be necessarily looked upon, not as all-sufficient, but merely as 
subordinate aids or cautionary reminders — mere guides indi- 
cating the points to which attention should be directed, and 
safeguards against the oversight of important considerations. 
With a conscious knowledge of rules, however, construc- 
tion will be effected with greater ease and certainty than if 
reliance is placed simply upon natural aptitude or unconscious 
art. 

2. What is Construction ? 

Construction may be said shortly to consist in gathering 
the meaning or intention of the framers of the specification in 
so far as their intention comes into relation to certain ex- 
traneous facts, or more correctly, perhaps, in so far as the 
intention appears to the addressee of the specification from the 
words and drawings employed. The facts consist of the 
state of the industry to which the invention relates, as evi- 
denced by documents and the testimony of the expert in the 
particular industry, and of the reasons or the acts which have 
given rise to the action for infringement of the rights con- 
ferred by the patent, or to the petition for revocation of the 
patent, as the case may be, or of the other grounds on which 
the specification is being scrutinised. Construction, in fact, 
is governed entirely by the purpose for which it is undertaken. 

If construction, then, as might be argued, is nothing more 
than a transference of the description of an invention from one * 
form of words into another, whence arises the need of con- 
struction, for the intention of the patentee should already 
appear in his specification ? The answer is this : In the 
majority of instances the application of the patentee's descrip- 
tion to the exigencies of the case in hand cannot take place 
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directly, some intermediate process being necessary. The 
description in a specification is so much embedded in intro- 
ductory statement, delimitation, narration of prior knowledge, 
implication, disclaimer, and so on, that to seize upon the 
pith and marrow of the invention, and to expose and render it 
capable of application to the purpose in hand, require ability 
and experience. Often the inventor himself has but a hazy 
notion of the exact boundaries of his production. Further, 
the information that the reader of the specification is assumed 
to possess is a potent factor. Moreover, specifications are 
often drafted by men skilled in their respective industries, but 
deficient in ability to express adequately their ideas. Conse- 
quently it becomes necessary for a trained intellect to extract 
from the matrix what is of value for a settlement of the case 
in hand. 

The patentee dictates his own grant, but he will be upheld 
only if he attempts to acquire by that grant nothing but what, 
having regard to the state of public knowledge at the time, 
and to the work of previous inventors, he is entitled to. The 
construction, therefore, presents two sides : one of these is the 
determination of what rightly or wrongly the patentee has 
claimed ; and the other, the determination of what the 
patentee was justly entitled to claim. Giving effect to the 
intention of the framer of a specification means taking that 
construction which will bring the two sides — viz. what is 
claimed and what may be properly claimed — into conformity 
with each other. In addition, there is the question in respect 
of which construction is undertaken. These three points vary 
in importance according to the issue to be determined — 
whether the issue be infringement, revocation, or opposition 
to the grant. In certain instances, when the three points are 
irreconcilable, amendment of the specification is allowable ; in 
other cases no amendment may be made, and the patent fails. 

Construction is a process involving mixed law and fact, 
using those terms in the way in which the Courts employ 
them. There are, on the one hand, the legal rules which are 
imported into the process of construing specifications, and on 
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the other hand, the "function of external circumstances." 
The external circumstances consist of the facts as to the 
state of the art to which the invention relates, facts usually 
classed under the names of " prior knowledge " and " antici- 
pation/* The legal rules are obtained by the judge from the 
usual sources of law, and the knowledge of the external cir- 
cumstances through the medium of witnesses. 

3. Rules of Construction 

It is not intended to set out m extenso the rules of con- 
struction of documents in general. Only such rules will be 
adverted to here as have been found to be of particular and 
primary importance in relation to the extraction of the know- 
ledge of an invention from its specification. 

Briefly expressed, the chief rules of construction of patent 
specifications are as follows; — 

(i) Construction is not dependent on principles peculiar to 
patents. 

(2^ Construction is to be benevolent. 

(3) Construction is to be grammatical and literal. 

(4) Construction is to be organic and contextual. This 
rule includes within its scope the following specific forms : — 

i. The essence of the invention is not to be confused 
with the method of performance which should not be 
" claimed *' in the specification. 

ii. Claims must not be construed as isolated para- 
graphs or sentences. 

iii. What appears to be foolish when claimed and, if 
standing alone, would invalidate the patent, may be 
taken to be surplusage, or be looked upon as merely 
subsidiary, if it is possible fairly so to do. 

iv. The complete specification should be construed 
before its accompanying provisional specification. 

V. A specification may be its own dictionary. 

(5) Construction is a matter with which the Court alone 
is concerned. 
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(6) Construction by the Court is largely to be based on 
the evidence of the expert. 

(7) Construction should proceed in the light of the know- 
ledge extant at the date of the document. 

(8) As far as they are applicable, the same principles 
should be employed, whether construing drawings or written 
description. 

As regards these rules, the first calls for no remark. The 
second has been thought to arise from the words in the patent 
grant to the effect that the letters patent shall be construed in 
the most beneficial sense for the advantage of the patentee. 
The origin and object of this clause in the grant are involved 
in obscurity. Although at one time special effect might have 
been given by the judiciary to direction in the patent, at the 
present day the Courts treat the clause as non-existent and 
construe specifications with neither more nor less benevolence 
than they employ when other documents are under considera- 
tion. They construe specifications on the principle that their 
framers knew what they were about when they drafted them, 
and that what they had in mind and wished to commit to 
paper was not intrinsically valueless or foolish. 

The third rule is but a compendious statement that when 
there are no reasons to the contrary, specifications must be 
interpreted according to the ordinary meanings attaching to 
ordinary words. There is no magic or peculiarity about the 
wording of specifications. Unless the usage of a trade im- 
ports a different meaning, and provided the ordinary meanings 
of the phrases and conventions employed are known, the 
meaning should be the same whether construction is under- 
taken by the lawyer or by the layman. Of course, in the 
process there must be an exercise of common sense. Absurd 
results must not be accepted through taking a specification 
literally, when it is evident that an error in grammar or 
nomenclature has crept in. Care, however, must be exercised 
to avoid the twisting of plain meanings, though extraordinary 
and unexpected, into what the construer conceives they 
should have been. 
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^^ In connexion with the fourth rule, it is important to 
observe that a specification is structural, that it is an organ- 
^ ism with well-defined members. A specification must there- 
fore be construed as a whole, and the due relations between 
pit its several members strictly observed. One part may be 
^<! employed to strengthen, to modify, or even to vary the effect 
of another part ; but each part of a specification is to be 
^ scrutinised and mastered, and the information extracted there- 
from to be retained provisionally. When the parts have 
been correlated as dependent units of a whole, and the entire 
specification has been viewed in perspective, the ideas sug- 
'^ gested may then be crystallised. The best that can be 
attempted in the direction of ascertaining the patentee's in- 
^^[ tention and determining the invention for which protection 
^1 . has issued will then have been achieved. 

At the head of the specification stands (a) the title. The 
place of the title under the Old Law, i.e, before the Act of 
1 8 5 2, is practically taken by the provisional specification, when 
one is filed, and, as a consequence, this document is judged 
by the rules which formerly attached to the consideration of 
titles. In construing a title it should be borne in mind that its 
dimensions may not be exactly those of the invention. They 
may be greater, but they must not be less. Further, the 
effect of the title with a provisional specification is to limit the 
development of the invention as portrayed in the complete 
specification. 

Passing on, there must, of necessity, be present, under 
penalty of invalidating the patent, (3) a particular description 
and ascertainment of the nature of the invention, and (c) of the 
means by which the invention is to be carried into practical 
effect. These may be found with no clear line of demarca- 
tion between them. Even the "nature" may be introduced by 
words which state it to be a method of performance. 

When an invention is wide in its scope, {a) " generalising 
clauses " may indicate that fact, otherwise the result of the 
construction may be unduly limitative. When, however, a 
claim is to be made which considerably restricts the effect of 



86 THE ENGLISH PATENT SYSTEM 

what the specification contains, {e) disclaimers may be in- 
serted in order that when read with (y) the claims with 
which a specification ends the invention may be deter- 
mined to be of the exact dimensions intended by the 
patentee. 

Although claims are theoretically optional — that is to say, 
if absent, their absence does not residt in an invalidation of 
the grant — yet practically they are compulsory, for no patent 
will be nowadays knowingly granted without their presence. 
In construction, undue prominence may be given to the 
claims. That they are important does not admit of a doubt, 
but their importance may be overrated. Particularly is this 
the case if they are not construed strictly in relation to the 
other parts of the specification. Whether minor or sub- 
sidiary claims shall be looked upon as surplusage merely, or 
as protecting something of substance, is in many instances 
difficult of determination. The difficulty can be settled only 
in the full light of the whole of the specification and of all 
the circumstances of the case under examination. 

Since specifications describe new inventions, current phrase- 
ology is not always able to bear the burden cast on it. New 
words must be coined or new meanings given to old words. 
The specification in such cases must therefore be its own 
dictionary. 

As regards the sixth rule, the Court being a legal tribunal, 
and not a jury of skilled technical assessors, must of necessity 
be instructed in the meanings of the words and expressions 
which are employed. The presence of technical language 
arises from the fact that a specification is not a text-book for 
beginners, but is addressed, among other persons, to the 
ordinary workman, and also, in some circumstances, to the 
higher-grade expert in the industry to which the invention 
relates. The judge, in patent law as in other branches of 
law, makes use of his own knowledge of matters technical and 
scientific, and to this extent is not wholly in the hands of ex- 
perts even in subjects with which he is not ordinarily conver- 
sant, or of which he is presumed to have no official knowledge. 
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With respect to the seventh rule, that knowledge in the 
arts advances as time proceeds is a truism ; and since, as we 
have seen, the construction of a specification is based largely 
upon the knowledge of the expert, it follows that in the con- 
struction a date must be assumed, and the amount of know- 
ledge, in the light of which the construction is to proceed, 
must be taken to be that which was extant at the assumed 
date. For a specification, the date which it bears must be 
taken as the date in reference to which the standard of 
knowledge is to be assumed. The meanings which are to be 
attached to the special words and expressions must be such as 
were current at the date of the specification. They must 
not have attached to them those meanings which, in the light 
of advancing knowledge, they have come to possess later. 

We may say, then, a specification must be construed his- 
torically, that is, with reference to circumstances which 
existed at the date which the specification bears. 

We may fitly conclude this section by quoting from a 
recent judgment in the House of Lords, the quotation serv- 
ing to show the view of the highest tribunal upon the con 
struction of specifications : " I disclaim putting either a 
benevolent or malevolent interpretation on the specification, 
or being astute either to uphold or invalidate the Patent. I 
am of opinion that a specification like any other document 
should be construed by the Court according to the fair mean- 
ing of the language used, after being informed by evidence 
of the nature of the subject-matter, the state of knowledge 
at the date of the Patent, and the meaning of any scientific 
or technical words that are found in it," 

4. The Outcome of the Process of Construction 

A specification having been construed, it remains to con- 
sider the outcome or result obtained. The outcome will be 
found to amount to this, viz. that either (a) the essence, pith 
and marrow, or principle of the invention has been obtained ; 
or (b) the invention has been allotted to one of two classes 
knoMoi as the " master-, or pioneer-patent " and the " patents- 
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for-improvement " classes, definitions of which are given on 

P^g^ 94- . . . , r 

{a) The extraction of the essence or principle of an 

invention. 
That there is a principle in every invention would seem to 
be somewhat contradicted by the popular statement — an echo 
of the Courts — that " you cannot patent a principle." The 
seeming contradiction simply arises from the ambiguity in the 
word "principle." That a mere philosophical abstraction or 
elementary maxim or truth cannot be the subject of a valid 
grant admits of no doubt ; for such an abstraction is not a 
manner of manufacture within .the meaning of the Statute of 
Monopolies. But this does not preclude a manner of manu- 
facture from embodying a novel principle. That protection 
merely issues for the manner, as some would contend, in which 
the principle is to be carried into 'effect is inconsistent both 
with theory and with practice ; for when after the enuncia- 
tion of a new principle, the subject of an invention, the 
method of its performance is clear to the juridical expert, it 
is highly probable that no such method need of necessity 
appear in the specification. If a method does appear, its 
presence in these circumstances is simply a guarantee that the 
essence of the invention is not a mere philosophical abstrac- 
tion, but is indeed a workable manufacture. The workable 
manufacture which may be stated in the form of a principle is 
what is indeed protected. Two examples may be adduced of 
mere principles which have safely passed the ordeals of the 
Court : The principle of Proctor's invention — a mechanical 
stoker — (No. 2,047 of 1875) consisted in mechanism for 
" putting coals upon a £re by an intermittent radial action, an 
invention which . . . reproduced with great exactitude the 
action of the human arm in placing coals upon a fire " ; in 
Welch's pneumatic tyre specification (No. 14,563 of 1890) 
the invention was held to consist in "an application to a wheel 
of a saddle-shaped tyre held in position by two inextensible 
wires." Thus, in certain cases, of which the above serve as 
examples, it has been found necessary for a settlement of the 
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points in issue, to define exactly the novel principles embodied 
in the inventions in the form of concise general statements. 

(^) The allotment of inventions into one of two 
classes, viz. master-, or pioneer-patents and patents-for- 
improvements. 

Often it is unnecessary for the essence or principle to be 
cast into the form of a general statement. The Courts find it 
sufficient to determine whether the invention is of the "master-, 
or pioneer-patents class " or of the " patents-for-improvements 
class." If of the former, the actual arrangements of appar- 
atus, machinery, process, or manufacture as described in the 
specification, are to be taken by way of example merely, the 
real invention lying much deeper, how much deeper being un- 
necessary in the circumstances to determine. If the invention is 
allotted to the patents-for-improvements class, then the invention 
consists substantially in what is described in the specification, 
and illustrated in its accompanying drawings. As a result, the 
invention, if of the former class, is wide-reaching in its scope, 
and if of the latter class, is extremely limited in its effects. 

In actions for infringement, patentees often find themselves 
upon the horns of a dilemma. If they urge the master-patent 
doctrine, they are met with the fatal objection of want of 
novelty for their inventions ; if they confine their inventions 
to the patents-for-improvements class, they discover that what 
the alleged infringers have done is not covered by the protec- 
tion which has been conferred. 

A useftd distinction between the elements of which an in- 
vention is composed arises out of this discussion, viz. the 
distinction between "primary** and "secondary" elements. 
** Primary " elements may be considered as those which are 
so inextricably mixed up with the invention as to form part 
and parcel with the same, and as such cannot be varied, 
increased, ot abated without a corresponding change in 
the protected invention. " Secondary " elements, on the 
other hand, may be looked upon as those for which equiva- 
lents may be substituted without affecting the essence of 
the invention. If primary elements are copied without 
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authorisation, infringement has ensued, whereas, if merely 
secondary elements have been borrowed, there has been no 
violation of the patentee's rights. 

(c) The applicability of the doctrine of mechanical 
equivalents. 

The " doctrine of mechanical equivalents " is an expression 
employed to denote the use, in an infringement action, of a 
criterion which depends upon a settlement of the mechanical 
equivalency of two methods of producing a like result. 

A "mechanical equivalent" for an agent employed to 
bring about a certain result in the effectuation of an invention 
consists of any agent which, at the date of the invention, was 
commonly known, in the art or industry to which the inven- 
tion relates, to be capable of producing the same result. 
Although the term "mechanical" is used, the doctrine 
equally applies to processes and substances as to mechanisms. 

If the methods are " mechanical equivalents," the question 
in an infringement action, whether a patented invention has 
been made use of or put in practice, is often answered suffi- 
ciently by a reference to the application of the so-called 
" doctrine." Technically, the doctrine is said to " apply " or 
" not apply " as the case may be. 

When the doctrine is said to apply, the patentee is not, 
upon the construction of his specification, confined exactly to 
what he has described and illustrated, but what he has so 
done is to be taken rather by way of example than by way of 
limitation. Consequently mechanical equivalents of what he 
has shown and described in his specification would be held to 
be infringements of his patent. This is but another way of 
saying that the invention is of the " Proctor f . Bennis type." 

When the doctrine is said not to apply, the construction 
of the specification is such that the patentee is bound strictly 
to the exact form of the invention as described and illustrated. 
In such a case, other mechanisms for effecting the same 
end are not considered as infringements. This is equivalent 
to holding that the invention is of the " Curtis r. Piatt " 
type. 



TERMS AND PHRASES IN COMMON USE 91 

The effect of holding that the doctrine applies is to general- 
ise or widen the interpretation of the specification ; when it is 
said not to apply, the effect is restrictive. 

But, manifestly, when the invention has been extracted 
from its matrix in the manner set forth, and presented in the 
guise of a general formula of a sufRciently definite nature to 
deal with the case in hand, the doctrine, so far as that case is 
concerned, has no place ; but mechanical equivalency may 
easily arise in connexion with another case. Thus it may be 
foimd that the general formula, sufficient for the one case, 
requires further definition to render it applicable to the next. 
Here again, instead of the further definition, it may be suffi- 
cient for the Court to start with the general formula and 
to say that the doctrine applies and to leave the fact whether 
the alleged infringement in the new case is the mechanical 
equivalent of the invention, which in the previous case may 
have been thrown into the general formula, to be determined 
by evidence. 

5. Terms and Phrases in Common Use in Connexion 

WITH Specifications 

It may be useful to set out the meaning and general effect 
of two or three of the words and phrases which are in com- 
mon use by draughtsmen and others. 

I. Combination, — This word has several meanings, 
and, in consequence, is productive of much obscurity. In 
order to avoid an insensible gliding from one meaning into 
another, and to express exactly and without hesitation what 
is meant, it is necessary to be fully cognisant of the ways in 
which the word has been from time to time employed. It 
would appear that the term ** combination patent " or " com- 
bination invention " is made to represent one of the following 
entities or collections of entities, 

i. A single entity capable of performing in its entirety 

two or more distinct functions. For example, a stove 

for heating and lighting " 
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ii. A conjunction of two or more entities jointly 
capable of performing a function that can be performed 
by neither of them separately — e.g. a wheeled carriage 
and a motor which^ when combined^ constitute a motor- 
car. 

iii. A mere conjunction of two or more entities, each 
of which is capable of performing its functions without 
reference to the other entity or entities — e.g.^ 3l tool, 
a portion of which serves as a hammer and another por- 
tion, say, as a tack-lifter. 

iv. A conjunction of parts forming an entity which, 
at one time serving a single function, is yet capable 
of manipulation such that another function at another 
time may be performed — ue, an article convertible from 
one use to another, e.g, sl chair-bedstead. 

V. Further, in practice, the word *' combination," as 
applied to a patent, is often employed to denote any con- 
junction of means for which no distinctive or generally 
recognised appellation can be readily found. This 
amounts to saying that often inventions can be defined 
only by an enumeration of their constituents. 

vi. It is also often used by judges to denote that the 
invention under consideration is of the class to which 
the doctrine of mechanical equivalents does not apply — 
the " Curtis f . Piatt " type. 

vii. In a sense, every invention or tangible object 
consists in a combination. Whatever entity is taken, it 
cannot be employed entirely by itself. 

If, then, as would appear to be the case, the word com- 
bination is susceptible of many well-defined meanings, separable 
but easily merging into one another, it is not surprising that 
arguments arise concerning the natures of inventions when the 
discussion introduces the word " combination." 

II. Disclaimers. — A disclaimer is a sentence which, 
although drawn up in the form of a " claim," is prefixed by 
♦he statement "I do not claim," or contains somewhere 
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within itself the same words. Thus a disclaimer is merely 
what otherwise would be a claim were it not for the presence 
of the negative. 

The word " disclaimer " seems itself to suggest that it is 
antithetical to the word ** claim/' but a disclaimer is not really 
antithetical. Both claims and disclaimers are limitative in 
their effects and are similar aspects of the same state of affairs. 
They both act by way of limitation, the one positively and 
the other negatively. The scope of an invention by a dis- 
claimer is restricted to the residue of what is described after 
rejection, while in the case of a claim the scope of the in- 
vention is restricted to what is retained, all outside of the 
claim being rejected. 

What, however, is really antithetical to both a claim and a 
disclaimer is a statement to which the name of " generalising 
clause " has been given. 

III. Generalising Clauses, — The object of a generalising 
clause is to render it clear that what has been specifically 
described and illustrated is to be taken by way of example 
merely, and that the real invention is something which lies 
deeper than that which a mere cursory glance at the wording 
of the document and the illustrative drawings would indicate. 
Before proceeding to sum up in the concise form of a claim 
what the inventor exactly seeks to protect, or to make clear 
by negative assertion — /.^., by disclaimer — what it is to which 
he makes no claim, it may be well, if indeed the invention 
will at all bear such a mode of treatment, to widen the con- 
struction or reading of the specification by inserting a general- 
ising clause. But where a patent can be upheld only on the 
specification being construed narrowly and the invention held 
to be limited in its scope, manifestly a generalising clause may 
so widen the construction as to make the specification claim 
more than, in view of current knowledge, is allowable. The 
result is, of course, to invalidate the patent. 

IV. M aster- P atent ; Pioneer Inventions; Patent-for- Im- 
provements. — Every valid claim in a patent for an invention 
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must be distinguishable from previous inventions. If an in- 
vention becomes the parent of many improvements as offspring, 
we have a master^patent. If there is an absence of earlier 
cognate inventions we have a pioneer invention^ which, 
in all probability, will prove a master-patent. The term 
patent-for'improvements is usually applied to a patent which is 
not entitled to rank as a master-patent. A patent for im- 
provements may be said to consist of a patent for a specific 
modification of something previously claimed generally, or 
hitherto known. The terms master-patent and patent-for- 
improvements are relative. A master-patent corresponds to a 
genus and a patent-for-improvemeuts to a species of the same 
genus. In the same way as a species may be considered a 
genus relatively to its subdivisions, so a patent-for-improve- 
ments may be considered in the light of subsequent develop- 
ments as a master-patent. Since any invention may be cast 
into the form of a principle and be susceptible of improve- 
ment, any invention may form the basis of a master-patent. 

V. Substantially as Described and Illustrated by the 
Accompanying Drawings. — Probably no phrase is of more 
frequent occurrence. When it is desired to show the useless- 
ness of such words as these, the following judicial dictum 
may be quoted : — 

" The patentees use the word * substantially ' in their 
claim. . , . That word to my mind is an utterly and 
entirely useless word because the law gives it to him 
without using it. The law says if a man, although not 
literally infringing the letter of the patent, yet substantially 
infringes it, it is an infringement." 

On the other hand, when it is sought to make capital by 
drawing attention to the omission of the words in question, 
the following judicial remark aptly comes to aid : — 

" The claim, which I began by reading, does not in 
terms refer to the specification by the usual words * as 
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herein described,' or by any other words which would 
enable the Court by reading the specification to enlarge 
to any extent the words of the claim. The efFect must 
be to exclude all such matters described in the specifica- 
tion as are not fairly within the words of the claim." 

The efFect of " the usual words " is similar to that of the 
employment of a " generalising clause," a clause capable of 
producing great results, whether for good or ill depending 
largely upon the method of its employment and upon the 
context in which it occurs. 

The proper use of the phrase in question, as indeed is the 
case with every other word or expression, depends upon the 
efFect that the competent draftsman of the specification con- 
siders it will produce in its immediate context. Its true use 
is to lead to a construction of the specification as describing a 
" master-patent," /.<?., one the essential nature of which is to 
be found beneath the mere form of words and the drawings 
annexed ; but the wording often appears in specifications with 
but little regard to its probable efFect. 



CHAPTER III 
The Grant and Its Enjoyment 

Having dealt with the conditions which must be com- 
plied with in order to obtain a valid patent, and having 
considered the important subject of the construction or inter- 
pretation of specifications, we may now treat of the actual 
document which evidences the right to the limited monopoly. 
Since when a patent is granted an entry is made upon a 
register which is maintained by statutory direction, a short de- 
scription of the nature of, and the efFect of entry upon, this 
register can follow. The enjoyment of the patent may 
then be considered and discussed (i) in reference to the 
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extension of the term of the patent and the statutory revivals 
of patents in certain cases ; and (2) in connexion with the 
infringement and enforcement of patent rights. After these, 
the methods which are employed for transmitting to others 
the interests represented by patents will follow. The chapter 
concludes with a discussion of the expiry and termination 
of the rights. 

The Letters Patent 

The application for the patent having successfully passed 
the examination to which it has been subjected in the Patent 
Office (p. 118), and also any "Opposition'' (p. 78) which it 
may have encountered, the grant of patent is issued after a 
period of not less than two months from the " Acceptance " 
and publication of the complete specification. The grant sets 
out the position of, and the duties under which others lie 
towards the patentee, as well as the conditions under which the 
grant is made, including those relating to validity. The grant 
is, in general, dated and sealed as of the day of application, but 
the rights accrue only from the date of acceptance of the com- 
plete specification. No action for infringement, however, can 
be started until after the actual sealing of th^ patent. 

The wording of the grant is an historical growth, and is 
compounded of many clauses which have done and continue 
to do duty in other connexions. Grants by the Crown by 
means of Letters Patent are not confined to inventions. They 
occur, for instance, in the conferment of nobility upon in- 
dividuals and in the presentation of clergymen to livings. A 
general likeness is seen between all such grants ; but in the 
case of inventions the wording has become somewhat special- 
ised. As in all cases of letters patent, documents which are 
addressed to people at large, there appears (i) the public 
address from the Sovereign to " all to whom these presents 
shall come." There then follow (2) the "recitals," which 
consist of statements, such as the patentee's name, that the 
patentee has declared himself the first inventor of what in 
the grant is denoted by its " title," that he has filed a proper 
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specification, and that he has applied for a patent, and so on. 
If these statements are false materially, ** false suggestions " are 
said to be present, and the patent on proof thereof could not 
be enforced. There then follows (3) the grant or permission 
to make and sell the invention, a permission which for most 
purposes (p. 10) is no longer required. In one instance, 
however, the permission is of use. Medicines which are the 
subject of letters patent are not within the provisions of the 
Pharmacy Act, 1868, and can, therefore, although contain- 
ing certain poisons, be sold without the agency of registered 
chemists. The prohibition which next appears (4) is of the 
essence of the document. It commands " all our subjects " 
to abstain from competing in the exercise of the invention 
with the patentee. The conditions (5) under which the 
grant is made are then set out. Several of these conditions 
have already been fully dealt with. Finally (6) directions 
are given to the Courts as to the manner in which the patent 
shall be construed (p. 84). This clause, which is now of no 
utility, is a curious survival from past times when injunctions 
from the Sovereign, even in matters of law, were matters of 
moment. 

Although a person's ability to apply for a patent and to 
receive a grant is now practically the right of every in- 
dividual, yet, theoreticaUy, the grant is exercised through 
the Prerogative and could be refused by the Crown, even 
though all the procedure which has been laid down by 
statutes had been carried out. 

The patent is co-extensive with the United Kingdom of 
Great Britain and Ireland and the Isle of Man. 

The duration of the grant is, by the Statute of Monopolies, 
limited to the " term of fourteen years or under." By the 
Act of 1883, except in special circumstances (p. 100), fourteen 
years also appears as a limit. 

In the case of a grant to co-patentees, their respective 
rights are such that they may work or sell the patent inde- 
pendently of each other. Further, owing to the terms of the 
patent, if a corpatentee has not sold or otherwise divested 
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himself of his interest in the patent in his lifetime, the right 
of " survivorship " accrues on the death of one of the co- 
patentees. By this right of " survivorship," the deceased's 
interest passes to the other owners of the patent, and does not 
pass to his legal representatives. To prevent the operation of 
this technical rule, and also that which relates to the indepen- 
dent working or selling of the patent without reference to the 
interests of the others (p. 97), contracts are often entered 
into between the parties so as to vary to the extent set out in 
the contracts the relative positions originally accorded them. 

If no patent has been granted, and a person represents that 
an article sold by him is patented, he is liable on summary 
conviction to a fine of five pounds. A marking such as this 
is also an offence under the Merchandise Marks Act of 1 887. 
But there is no compulsion on the grant of a patent to mark 
the article with the word " patent," or place upon it the 
number of the patent. 

As regards " patent medicines," i.e. proprietary, they are 
usually secret compounds and are not protected by letters 
patent. For their sale, a revenue stamp merely is required. 
The compositions of medicines which are the subject of letters 
patent are, of course, published through the specifications. 

The Register of Patents 

As soon as a patent has been granted an entry is made in 
the Register of Patents. The Patent Act of 1883 and the 
rules made thereunder direct the entry in the register of the 
assignments of patents, licences, amendments, extensions of 
the patent term, revocations, lapsings, the payment of fees, 
and, in general, the transmissions and devolutions from one to 
another of proprietorial interests in patents. But an entry upon 
the Register of devolutions of part or whole proprietorships 
subsequent to the grant is voluntary. The Register, therefore, 
does not necessarily show at any given time the names of those 
who may own or have interests in a particular patent. If, 
however, an entry is made upon the Register, the risk to the 
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owner of being divested of his proprietorship, in favour of 
someone to whom a patent has been transferred without notice 
of the previous proprietorship, may be considerably lessened. 
The highly technical rule to which this refers may be further 
explained. Since patents are property, and can be dealt 
with as such, the rules which relate to the tracing of the 
ownership of property through different hands have been 
applied to patents. Thus by the Act, the rights of registered 
proprietors are made subservient to such " equities " as 
may be outstanding. Some of these rules deal with the effect 
of the transferees having knowledge of prior proprietorial 
claims. The law of property, in settling whether the trans- 
feree of property is its exclusive owner, or whether his 
claims must be deferred to those of others, lays stress upon 
the presence or absence of this knowledge or " notice," as it 
is termed. Theoretically, perhaps, the Statutory Register 
should operate as notice to all who deal with the ownership or 
with proprietorial interests, so that notice of what is entered 
should be imputed to them, whether or no the entries had 
actually been seen by them or their agents. Unfortunately, 
no clear authoritative utterances as to the effect of the Register 
in this manner upon those who have not actually searched it 
are forthcoming. So far as can be judged from judicial state- 
ments in the case of patents, and in the case of registers in 
other branches of the law, it would almost seem that an entry 
in the Register is not " notice " to interested parties unless it 
has actually been seen by them. But this is trenching upon 
debateable matter and will not further be dealt with. 

Notices of trusts concerning patents are forbidden to be 
entered. Thus a person cannot put his own name on the 
Register with notice that he is a trustee for another, but the 
document which creates the trust may be entered. A mere 
letter, therefore, which agrees to give a share in a certain 
patent may be put on the Register. 

If an erroneous entry has been made, the Court, on appli- 
cation by the person aggrieved, may order it to be varied or 
expunged. 
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Extension or Prolongation of the Term of Patents 

In special circumstances, the Crown, on the recommenda- 
tion of the Judicial Committee of the Privy Council, is em- 
powered to extend the statutory term up to a period of seven 
years, and exceptionally to fourteen years. Formerly, when 
extension was required, a special Act was necessary in each 
case, but owing to the frequency of such applications to Parlia- 
ment a general Act was passed in 1 83 5, and the necessary power 
was conferred on the Crown. The Act of 1 883 repealed that 
of 1835 and substantially re-enacted its provisions on the sub- 
ject. The Judicial Committee, in considering its decision, has 
regard to the nature and merits of the invention in relation to 
the public, to the profits made by the patentee, and to all the 
circumstances of the case. To justify an extension there 
must be something more than ordinary merit in the invention, 
and, further, the remuneration received by the patentee from 
the public must have been inadequate. Thus, evidence that 
the invention from its nature was unlikely to be taken up 
during the ordinary period of patent-protection, or that from 
no fault of the patentee the public had not appreciated the 
invention, and that the patentee had endeavoured to make it 
commercially successful, would receive favourable considera- 
tion. But unless it appear that the original patentee will, 
directly or indirectly, be benefited, no extension will be 
recommended. Opportunities are afforded to interested parties 
to oppose the extension. If the term is extended, it may be 
coupled with restrictions or conditions in the discretion of 
the Judicial Committee. 

The Confirmation or Statutory Revival of Lapsed 
OR Invalid Letters Patent 

The statutory power that the Privy Council possessed of 
confirming a patent which was invalid owing to a publication 
of the invention prior to the date of the patent was taken 
away by the Act of 1883. It is therefore now necessary, in 
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order to obtain a revival of a lapsed patent, to secure a special 
Act of Parliament. Since 1883, several Acts have been 
obtained and patents, which had lapsed through the non- 
payment of renewal fees, have been revived. The failure to 
pay the fees in these cases has usually not been due to any 
grave fault of the patentee. 

Enforcement of Patent Rights : Infringement 

By the terms of the Royal Grant, " all our subjects " 
within the United Kingdom and the Isle of Man are com- 
manded "that they do not . . . make use of or put into 
practice the said invention . . . without the consent licence 
or agreement of the said patentee in writing under his hand 
and seal on pain of incurring such penalties as may be justly 
inflicted . . . and of being answerable to the patentee ac- 
cording to law for his damages thereby occasioned." 

But manifestly before a subject — a word which must here 
be held to include a foreigner within the jurisdiction of our 
Courts — is adjudged a wrong-doer, he must be shown to have 
acted contrary to the prohibition ; or, in other words, he 
must be proved to have violated or infringed the rights which 
have been conferred upon the patentee. In order, then, to 
receive recompense and to obtain a judicial acknowledgment 
of existing rights, and at the same time to obtain an injunction 
against the offender, an action for infringement is set on foot. 
In the case of patents of long standing and of those which 
have been judicially recognised as subsisting, an injunction 
may be obtained even before the action is tried. 

The means which have been prescribed at various times 
for the enforcement of patent rights have a long and involved 
history. At the present day the procedure is relatively 
simple, but from time to time demands are made for methods 
still simpler and more expeditious, as, for instance, against 
infringers whose defence is of a shadowy description. It has 
been thought that the inexpensive procedure of the County 
Court might be well adapted for such cases, but since a 
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patent is in the nature of a franchise, an action cannot, when 
its validity is questioned, be tried before that tribunal. 

A patentee is not now, however, free indiscriminately to 
threaten people whom he alleges to be infringing before 
judicial proceedings are taken. By the Act of 1883, a 
person is forbidden to threaten persons with legal proceedings, 
or liabilities in respect of alleged infringements, unless, as a 
matter of fact, the action complained of constitutes an in- 
fringement, or unless he who threatens commences with due 
diligence an action for infringement. Formerly, when a 
patentee believed bona fide that articles which were being 
sold were infringements and issued notices to that effect, he 
was not liable to the vendor even though by the notices he 
damaged the vendor's trade. 

If the patentee is successful in his action for infringement, 
he may receive damages, by way of recompense for the 
wrong done him, or alternatively be given the profits that the 
infringer has realised by the unauthorised use of the in- 
vention. Sometimes also a delivery up to him of the offend- 
ing articles is ordered. 

At the trial of the action, the defendant, on the other 
hand, is allowed to urge that, supposing the patent to be 
valid, what he has done does not constitute an infringement, 
because his action, although an employment of the inven- 
tion, was not within the prohibition of the grant. He may 
also urge that what he employed was some other inven- 
tion. But what is more important, he may prove the in- 
validity of the patent. On proof, the plaintiff-patentee loses 
his case, since there can be no infringement of an invalid 
patent. 

We see, then, that in every action for infringement there 
may be three questions for decision, viz. (i) the question 
of law, i.e, the question which is for the judge to decide, 
whether the doing of the defendant would constitute an in- 
fringement supposing the patent a valid one; and (2) whether 
the defendant has, in fact, been employing the patented 
invention or whether some other invention has been used 
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or practised ; and (3) the ascertainment, so far as the case in 
hand requires, of what the invention is that has been 
patented. Of course, all the other grounds of invalidity 
(p. 105) which are urged against the patent require settlement, 
but only the three questions indicated need be dealt with here. 

As regards ( i ), in order to show the interpretation which 
the Courts have put upon the wording "make use of or put into 
practice," the following groups of decisions may be compared 
with one another. Falling within the prohibitory wording 
of the grant are the following : the importation of the 
invention from abroad ; a use of the invention by one who 
has obtained the invention from one imauthorised to use or 
transfer the invention ; an infringement by one's servant ; an 
exposure for sale ; the putting together of the invention 
by students from parts which had been imported for the 
purposes of instruction ; the supporting, for exhibition pur- 
poses, of the wheels of a motor-car upon patented pneumatic 
tyres ; the breach of a condition which is known to be 
attached to the use of the invention ; and the manufacture 
during the term of the patent with the view to sale when 
the term had expired. The presence or absence of intention 
to infringe is immaterial. 

The following have been held to fall outside the prohibi- 
tory wording, and are therefore not acts of infringement : 
re-sale when the invention had been originally purchased from 
one authorised to sell ; mere experimental use of the inven- 
tion with the view, bona fide, to its improvement. Also, by 
the Act of 1883, the use of an invention in a foreign vessel 
for the purposes of navigation within the jurisdiction of this 
country is not an infringement, provided that the same privi- 
lege is accorded to British vessels when in the jurisdiction 
of the foreign country. 

As regards repairs of a patented article, it is a question 
of fact in each case whether or no the act of repairing is 
a renewal of the essential parts of the invention. If there 
is such a renewal, and the renewal is unauthorised, there is 
infringement. 
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As regards (2), whether the patented invention is what the 
defendant has been employing, this question amounts to a 
simple comparison of the one invention with the other, a 
duty which may be undertaken by a jury ; but (3) to 
ascertain what is the invention which has been patented, in 
order that the comparison may be made, involves the difficult 
task of construing or interpreting the patentee's specification 
(p. 8 o). This construction the Court itself undertakes, the jury, 
if any, being bound to accept the Court's direction on this point. 

As a possible result of a successful action for infringement, 
we see that the extent of a patentee's rights may be judicially 
declared, an injunction obtained against the infringer, and 
damages ordered to be paid to the holder of the patent, or 
alternatively on " account of profits " directed. 

Having thus indicated the general nature of an action for 
infringement, a few further details may be given. Of the 
parties who may bring the action, obviously the original 
patentee may do so. If, however, he has transferred his 
rights, wholly or partially, it is to the interest of those others 
that they may personally be allowed to enforce their rights. 

By reason of the wording of the grant, not only may the 
patentee, or each of them when there are more than one, bring 
the action, but also the assignees, executors, or administrators. 
In the case of a mortgage, the mortgagor need not necessarily 
join as plaintiff with him the mortgagees. A licensee 
merely of the patentee cannot sue except he employ the 
name of his licensor for this purpose. 

The action itself, in common with other civil actions, is 
carried through a series of regular stages from the issue of 
the writ to the decision by the Court and to the subsequent 
steps dependent thereon. As regards the "pleadings" in 
the action, or the preliminary concise statements of the facts 
which the parties deem material to their case, the writ is 
issued with an endorsement of a brief indication of what the 
plaintiff seeks. The " statement of claim " usually follows, 
and with it there must be issued " the particulars of breaches," 
these " breaches " of the plaintifPs rights constituting the basis 
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of the action. As an example of a breach, there is the sale 
of the invention by the defendant to certain named individuals. 
It is then the defendant's turn to carry on the pleadings. 

The defence may consist of a denial of infringement as 
well as a denial of the validity of the patent. The validity 
of the patent may be challenged on the grounds that the 
invention was not new ; that the patentee was not the true 
and first inventor ; that the invention was not useful ; that 
the specification was unintelligible ; and, in general, that the 
conditions — the conditions being specified — under which the 
patent was granted were not complied with. When want of 
novelty is pleaded, the defendant must state the time and 
place of the previous publication or user alleged by him. 
The procedure in the action permits of replies and rejoinders 
by the parties until at length, all the material points having 
been set out, the pleadings are closed and the case is set 
down for trial. At the trial, assessors may be called in to 
assist the Court. The action, which is tried without a jury 
unless the Court otherwise directs, then proceeds in the same 
way as an ordinary civil action. 

The appointment of a special tribunal or judge for trying 
patent cases has been suggested ; but the idea has not met 
with general acceptance. 

Alienation or Devolution of Patent Rights 

In order that the greatest good may arise from the grant- 
ing of patents, a patentee should be allowed to transmit to 
others the benefit which he himself has received ; for he 
may have neither the capital nor the ability to push his inven- 
tion and place it on the market. Consequently, the patent is 
granted not only to him whose name appears in it, but also 
to his " assigns," for the word patentee in the grant is stated 
to include " his executors, administrators, and assigns, or any 
of them." In some cases the law steps in and compels 
a transfer of the interest under the grant. Further, in the 
prohibitory portion of the grant there appears a reference to 
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the consent, licence, or agreement of the patentee to make 
use of, or put in practice, the invention. 

The following paragraphs, then, will be concferned with 
voluntary licences to work a patented invention, the licences 
being created by formal or informal methods ; compulsory 
licences, as they are styled in the Act ; assignments, formal 
and informal, of patents or of interests in them, together with 
the cognate subject, the effect of foreign judgments which 
purport to deal with English patents ; and the expiry and 
termination of patent rights. 

Licences and Agreements, — A simple licence is a permission 
to do or to abstain from doing what otherwise would be un- 
lawRil, and excuses an act that would otherwise be wrongful. 
According to the patent grant, persons are forbidden to work 
the invention "without the consent, licence, or agreement 
of the said patentee in writing under his hand and seal." The 
execution, then, of a document under hand and seal is the 
prescribed method of granting a licence. Since this document 
differs but little from a deed, a deed is usually employed 
for the purpose. 

But the grant also expressly states among its provisoes that 
" nothing herein contained shall prevent the granting of 
licences in such manner and for such considerations as they 
may by law be granted." As a result, we find employed 
informal methods which are known as " equitable licences." 
These may consist of agreements in writing, not under seal, 
but acted upon by the parties ; unstamped writings ; permits 
by word of mouth ; and, by implication, from the act of one 
who is empowered to grant licences. 

On the granting of a licence, it is usually to the interest of 
the parties to settle at the same time who shall pay the renewal 
fees which are necessary to maintain the patent, and also such 
matters as the power of sub-licensing, the restriction or other- 
wise on the licensor from conferring other licences, and the 
cancellation of a licence when the patent is proved to be void. 
Indeed, the conditions of any licence require close attention. 

Sometimes it is agreed that not only shall no other licences 
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be granted, but that the patentee, i,e, the licensor, shall not 
himself work under the patent. This exclusive licence is 
for most purposes an absolute assignment of the patent 
rights, but the distinction between them is still maintained. 
Thus, a licensee is not allowed to sue alone for infringements ; 
he must either use the name of the patentee or be joined 
with him as co-plaintiff. 

A licencee is not permitted to question the validity of his 
licensor's patent, being "estopped," as it is termed, from so 
doing. 

As opposed to an exclusive licence, there is the general 
licence which may be granted to several individuals ; and the 
restricted licence, when the permission is issued subject to 
some conditions, for instance, as to purpose or place. 

In some cases the patentee is compelled to grant licences, 
or, what is the truer statement, certain rights are compulsorily 
subtracted from the mass of rights which the patent confers 
upon its holder. This compulsory granting of licences, which 
now takes place under the Act of 1902, was directed against 
"obstructive" patents and specially against the practice of 
foreign patentees working their inventions solely abroad to 
the detriment of industries in this country. To obtain a 
compulsory licence under the Act, it must be proved before 
the Judicial Committee of the Privy Council that the reason- 
able requirements of the public with respect to a patented 
invention have not been satisfied. In particular, the case 
where the patent is worked or the patented article is manu- 
factured wholly or mainly outside the country, a compulsory 
licence will be granted, unless the patentee can show that the 
reasonable requirements of the public have been satisfied. 
These requirements are not deemed to have been satisfied 
if, through the default of the patentee to work his patent in 
the United Kingdom to an adequate extent, or to grant 
licences on reasonable terms, an existing industry or the 
establishment of a new industry is unfairly prejudiced, or 
the demand for the patented article is not reasonably met. 

A provision analogous to the compulsory licence consists 
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in the power which belongs to officers of the Crown to use 
patented inventions in the public service on terms fixed by the 
Treasury. 

Assignments. — In order that a person may divest himself 
altogether of his patent rights, he can call in aid the words of 
the grant by which the rights, which otherwise would have 
been personal, were conferred upon him, " his executors, 
administrators, and assigns." 

In addition, by the Act of 1883, a patentee may assign his 
rights for a particular district so as to place the assignee in 
the position of a patentee for that district. The orthodox 
and formal method of assignment is by deed. The deed is 
modelled upon the " common form," which is adopted when 
other property is " conveyed." When the deed is executed 
" the legal estate," as it is termed, is transferred. By reason 
of the possession of the legal estate, the holder is placed in 
a more secure position — as against, for instance, subsequent 
fraudulent conveyances — than he would occupy if the patent 
had been conveyed by less formal methods, methods, how- 
ever, which the Courts recognise and uphold. But this 
topic is one of general law and will not be pursued further. 

A patent may be mortgaged in the same way as other 
property, either by means of a formal, i,e» a " legal," mortgage, 
or, e.g,^ by a deposit of the letters patent — an "equitable" mort- 
gage. The possession of the letters patent is not, however, 
altogether a perfect safeguard to the mortgagee, for duplicate 
letters patent might be obtained from the Patent Office if the 
patentee fraudulently represented that the original patent had 
been lost or destroyed, or otherwise could not be produced. 

On the death of a patentee, the rights devolve according 
to the words of the grant upon the executor or administrator. 
On the bankruptcy of the patentee, the patent, as property, 
passes to the trustee in bankruptcy for the benefit of the 
creditors. Similarly on a seizure of a patent by the sheriff, 
the patent may compulsorily be sold. 

Supposing an English patent which has been granted to 
a foreigner is dealt with as property by some foreign tribunal, 
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the question arises as to the attitude that our Courts would 
assume towards such a dealing. To put the matter more 
concisely we may ask — What is the effect in England of a 
foreign judgment which purports to dispose of English patent 
rights ? If the generalisation that "Any right which has 
been duly acquired under the law of any civilised country is 
recognised and, in general, enforced by English Courts " be 
held by the judges to be applicable to patents, it would 
follow that if patent rights, although co-extensive only with 
the United Kingdom, were duly acquired by persons under 
the law of a foreign State, such acquisition would be re- 
cognised and enforced in England. It is possible, however, 
that owing to the peculiar inherence of the patent rights to 
their country of origin, viz. the United Kingdom, the Courts 
might hold them to be governed by the special rules which 
are applied when interests relating to land in this country are 
in question. If this were so, the Courts would require the 
English methods for the transference of the rights. In this 
eventuality the Courts might refuse their recognition of the 
judgments of the foreign tribunal. 

But granting that a foreign tribunal is competent to dispose 
of English patent rights, how can the foreign judgment be 
made effective or put into force ? It would seem that the 
transferee of the rights that are dealt with by the foreign 
tribunal can only be made secure in his title to the property 
by entering into litigation with someone who disputes his 
right under the foreign judgment. Until the rights of the 
transferee have been confirmed by a judgment of the domestic 
tribunal, there will be present a shadow upon his title, owing 
to a possible decision of a Court to refuse to recognise his 
assumed position. 

The Expiry and Termination of Patent Rights 

A patent dies a natural death when its normal term has 
expired, or its further term, if any, has come to an end. The 
patent may, however, become void before the end of its 
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normal term through the non-payment of renewal fees, or may 
be proved to have been initially devoid of validity. Active 
measures for cancelling an invalid patent may be taken by 
petitioning the Court or the Judicial Committee of the Privy 
Council. 

The Non-Payment of Renewal Fees. — Among the con- 
ditions of the grant is one which deals with the payment 
of the fees that are necessary for keeping a patent on foot. 
This payment is also compelled by the Act of 1 883. Instead 
of, as formerly, paying the whole of the fees at an early stage, 
those fees which are now levied after the sealing of the 
patent and which amount to ;;^95, may be paid by annual in- 
stalments of increasing value, beginning from ;^5 for the 
period of the fifth year as reckoned from the date of the 
patent. If the fee for any year is not duly paid, the patent 
comes to an end and can only be revived by a special Act of 
Parliament (p. 10 1). 

Proof of Invalidity in an Action for Infringement, — ^On a 
patentee bringing an action for infringement, the defendant 
may show that, since there is no valid patent, there can be 
no infringement. Thus he may, in his defence, prove that 
the conditions expressed in the grant have not been com- 
plied with (see Part II. Ch. I.). If successful in his conten- 
tion, the case against him is at an end, but the patent still 
subsists, although in the condition in which it stands it is 
for the moment valueless. In many instances, however, an 
invalid patent may be converted into a good one by excising 
from the specification such matter as may have been shown to 
have caused the invalidity (p. 79). 

Proceedings for the Revocation of Patents, — In order to 
remove an invalid patent from the register, and prevent it 
from being a possible cause of annoyance and vexation to 
the users of inventions (p. 29), proceedings may be taken by 
interested parties to obtain its revocation. A patent may 
be revoked if it be shown that there is a non-compliance 
with the conditions of the grant. In this respect, the grounds 
which can be set up in a defence against an action for in- 
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fringement may be employed in revocation proceedings. In 
certain cases the permission of the Attorney-General must be 
obtained before a petition for revocation will be heard by the 
Courts. In the same way as when an action for infringement 
is pending, a patentee, on discovering that he cannot maintain 
his patent owing to the fault of his specification, may, by 
leave of the Court, apply to the Patent Office to amend his 
specification by disclaiming a portion of what he has claimed 
(p. 80). During the application to the Patent Office, revoca- 
tion is stayed. By a removal of the peccant matter from 
the specification, the patent may successfully withstand the 
attack. 

There are no simple and inexpensive means for enabling a 
patentee to surrender his patent before it comes to an end*. 
He must risk proceedings for revocation, and, although agree- 
ing to its revocation, he must pay the cost of the proceedings. 

Revocation of Patents by the Privy Council, — From the 
earliest times patents for inventions have been granted on 
the express condition that the patent should be forthwith 
voided if it was made to appear to six or more of the 
Privy Council that the grant was contrary to law or pre- 
judicial or inconvenient, or that the invention was not new, or 
the patentee not the first and true inventor. There is no 
reported case of the Privy Council having exercised this 
power, but in 1904 a judgment in the House of Lords dealt 
with a patent of the year 1 6 1 8, and alluded to it as one to 
which the Privy Council, in virtue of the condition in the 
grant, probably gave consideration. 

It having been feared that this power of the Privy Council 
had become obsolete, it was revived by the Act of 1902, and 
the Judicial Committee empowered in certain circumstances to 
revoke a patent. Thus the Judicial Committee, as we have seen 
(pp. 35, 70, 107), can now compel a patentee to grant licences 
to work his invention. But if the Committee considers that the 
reasonable requirements of the public as previously explained 
will not be satisfied by the grant of licences, the patent may 
alternatively be revoked. 
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By an international arrangement infra, the provisions of 
which have been transferred to a statute, no revocation will be 
directed before the expiry of three years from the date of the 
patent, or if the patentee gives satisfactory reasons for his 
default. Instead of the six or more Privy Councillors men- 
tioned in this connexion in the patent grant, three of the 
Judicial Committee now form a quorum. 



CHAPTER IV 
International and Intercolonial Arrangements 

Legislation has permitted an international agreement to be 
put into force in this country whereby in certain circumstances 
a patent may be dated as of the date on which an application 
was made in a foreign state. A similar arrangement also 
obtains in connexion with a few British possessions. The 
time, however, seems far distant when a patent granted in one 
country will avail in other countries of the world without 
further procedure. So far as foreign states are concerned, 
diversity in economic opinion and the different canons em- 
ployed in construing specifications render attempts in this 
direction seemingly hopeless. As regards the colonies, a 
common patent law and a patent which, granted at home or in 
one of the colonies, should be imperial in its extent does not 
appear so impracticable. 

Formerly patents which were granted here were not con- 
fined to the United Kingdom, for the area over which they 
extended varied according to the request of the patentees — a 
practice also contemplated by the Act of 1852. Conse- 
quently, in a large number of instances patents were granted 
which availed here and in certain named colonies. Even at 
the present day patents granted in France, Germany, Austria, 
Italy, and the United States of America are co-extensive with 
their colonies. For the last half-century and more, in order 
to obtain protection which shall run throughout the British 
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dominions, it has been necessary to secure some thirty or so 
separate patents. The differences in the colonial systems 
and ours are not, however, fundamental. Colonial enactments 
have been based upon the common and the statutory laws of 
this country, while the methods of interpreting specifications 
have been, through the medium of the appellate jurisdiction of 
the Judicial Committee of the Privy Council, brought into 
line. 

As early as the year 1851, an association of patentees 
included in their list of reforms international arrangements for 
a mutual recognition of the rights of inventors. It was sug- 
gested that for the space of six months from the date of a 
patent the patentee or his assignees should have the exclusive 
title to the same invention in every country of the world. It 
was also a recommendation of the Select Committee of 
1 871-2 that there should be an assimilation of law and prac- 
tice, and that the Government should inquire how far foreign 
governments were ready to concur in international arrange- 
ments. As a result of this movement, although little progress 
has been made towards the issue of world-wide patents, 
•• provisional protection " in effect is obtainable in all the prin- 
cipal countries of the world by application in one of them. 

The actual practice was instituted by an •• International 
Convention for the protection of industrial property," the 
privileges of which are shared by some non-signatory states 
and by certain of our colonies. After congresses at Vienna 
in 1873, and at Paris in 1878, the Convention was signed in 
1883, Great Britain becoming a signatory in the following 
year. To further the objects of the Convention, conferences 
have been subsequently held and the terms of the Convention 
varied. Since 1883 practically all the great nations of the 
world, Austria, Russia, and Turkey excepted, have joined. 
To convert into law what was but a diplomatic arrangement, 
and to that extent to repeal existing legislation — in particular 
the statute of Henry VI., which forbids the ante-dating of 
patents — special provisions appear in the Acts of 1883, 1885, 
and 1902. By these, when the Government has made mutual 
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arrangements with foreign states, and has issued orders in 
council, an inventor who has applied for protection in one of 
the states is entitled to an English patent which shall be ante- 
dated to the date of the first foreign application, provided the 
ante-dating does not extend to a greater period than twelve 
months. 

In a few instances, owing to the presence in treaties of 
•* most-favoured-nation " clauses, the benefits of the Conven- 
tion have been applied to non-signatory states. In this con- 
nexion, it may be interesting to remark that in a curious 
treaty of 1 849 with Liberia, which still exists, there is the 
unique provision that the citizens of Liberia shall be allowed 
in the dominions of His Britannic Majesty to buy from and 
to sell to whom they like without being restrained by any 
monopoly or exclusive privilege of sale or purchase what- 
ever. 

The Act of 1883 also authorises the Government to 
extend the advantages of mutual protection to British posses- 
sions. The privilege of ante-dating is therefore now applicable 
to applications for patents which were first made in the British 
possessions of New Zealand, Queensland, Tasmania, and 
Western Australia. 

The foreign or colonial inventor has the choice of two 
dates. He may obtain a grant having the same date as his 
application abroad, or he may have it dated in the normal 
way, i,e. as of the date of the application here. But he must 
choose which date he will have within the twelve month's 
" priority " which is given him. The right to ante-date is 
irrespective of whether the patentee is the real inventor. A 
corporation, therefore, although not allowed to be a sole 
applicant ordinarily, may yet, under Convention arrangements, 
become so. If an applicant claims the priority of date, 
the foreign or colonial inventor loses the option of proceed- 
ing on a provisional specification, for the specification to be 
filed in such a case must be a complete specification. 

As a result, then, of convention, treaties, the Patent Acts, 
and of orders in council, patents may be ante-dated by as 
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much as twelve months. The home-inventor, therefore, who 
applies for a patent may find that one with an earlier date 
has already been granted, even though the application for it 
was made at a date later than his. Similarly the mere im- 
porter of an invention into Great Britain may find his rights 
postponed to those of a foreign inventor. With a view to 
minimising these disadvantages, the complete specification, 
which must be filed with the " priority " application, is open 
to public inspection after the expiry of twelve months from 
the date of the first foreign application, whether or no the 
specification has been ** accepted." 

It has already been pointed out in previous chapters how 
other matters in the original and amended Convention have 
been carried into effect by legislation. Thus there is no for- 
feiture for the non-working of a patent until the expiration of 
three years from the application for the patent (p. 112). 
Also the subjects of all states are assimilated to those of this 
country (p. 60). Further, patents ante-dated under the 
Convention avail independently of the existence or expiry 
of patents for the same invention in other countries (p. 32), 
and temporary protection is accorded to patentable inventions 
at international exhibitions (p. 7 1 ). 

The following table shows the states and British possessions 
between which and this country legal arrangements such as 
alluded to above have been made : — 

Belgium. . Netherlands with Santo Domingo. 

Brazil. the Dutch East Servia. 

Denmark with the Indies, Surinam, Spain. 

Faroe Islands. and Curagoa. Sweden. 

France with Algeria New Zealand. Switzerland. 

and colonies. Norway. Tasmania. 

Germany. Paraguay. Tunis. 

Honduras. Portugal with the United States of 
Italy. Azores and America. 

Japan. Madeira. Uruguay. 

Mexico. Queensland. Western Australia. 



PART III 

THE PATENT OFFICE AND THE PUBLIC 

A central office is provided for carrying on the ministerial 
work in connexion with applications for patents, the examina- 
tion and amendment of specifications, oppositions, and other 
work incidental to the granting of patents. From the office 
are published specifications, indexes, patent-reports, and in- 
formation of general use to patentees, inventors, and manufac- 
turers. A public library has also been established. A 
register of patent agents, constituted under the Act of 1888 
and placed in charge of the Chartered Institute of Patent 
Agents, also exists. Each of these topics will be dealt 
with briefly. Finally, an outline of the procedure for obtain- 
ing a patent will be given. 

CHAPTER I 

The Patent Office 

Before the Act of 1852, the granting of patents for inven- 
tions differed but little from the procedure employed when 
other royal grants, such as patents of nobility, charters of 
incorporation, and presentations to livings, were concerned. 
Nine stages had to be pursued which involved dealings with 
seven distinct offices. The Act of 1852, which created 
Commissioners of Patents, recognised three offices for the 
passing of patents ; but when the Act came into force on 
October ist, 1852, one office only was used for all the stages 
from the petition to the issue of the patent. This " Office 
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of the Commissioner of Patents" was located at No. 25, 
Southampton Buildings, Chancery Lane, London, W.C. 
From time to time the Treasury was memorialised to erect 
more commodious premises, three or more sites being proposed 
as suitable. But the Patent Office retained its original loca- 
tion. After taking additional chambers and extending to the 
whole of the building and to contiguous premises, the structures 
were within recent years taken down and a new office erected 
in its place, of which the value is nearly ;;^ 170,000. The 
putting into operation in January, 1905, of the " Examining" 
section of the Act of 1902 will, in order to accommodate 
the whole staff, necessitate a still farther extension of 
premises. 

By the Act of 1883, a Comptroller-General was substi- 
tuted for the Commissioner of Patents, and a body of examiners 
and other officers appointed. The office received its statutory 
name of the ** Patent Office," and was placed under the 
superintendence and direction of the Board of Trade, to the 
" Finance and General Department " of which it is now 
attached. A seal was directed and ordered to be noticed 
judicially and to be admitted in evidence. This seal was substi- 
tuted for the Wafer Great Seal, which in 1878 took the place 
of the Great Seal for sealing patents for inventions. Provisions 
for ceasing business upon public holidays and Sundays were 
made, so that when the last day fixed for the leaving of a 
document or for the payment of a fee falls on an excluded 
day, such day is not reckoned in the computation of time. 



CHAPTER II 
The Work of the Patent Office 

At the beginning of the patent system, a monopoly was not 
obtainable on the mere asking. Thus it was said concerning 
the Statute of Henry VIII., which secured fees to the Clerks 
of the Signet and Privy Seal, that its object was to ensure the 
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careful inspection of grants by officers of the Crown. The 
inspection of petitions for privileges has never been in abeyance, 
but the requirements under which patents have been granted 
have varied. While the petitions were small in number, the 
Law Officers of the Crown examined them personally, and 
many of the reports may still be seen at the Public Record 
Office. With the increase in number, the granting of patents 
for inventions has gradually become more and more a minis- 
terial act, while the Crown has receded from the position of 
ordering the judiciary to uphold what it had conferred. In 
granting patents freely, it left validity dependent upon the 
truth of the " suggestions " (p. 69) laid before the Crown, and 
the compliance of the patentees with the Statute of Monopo- 
lies, and with the common law. 

When patents came to be granted as a matter of course, 
there began to be felt the want of a tribunal or body of 
examiners to whom the increasing number of petitions for 
patents could be referred, with the view of ascertaining the 
technical merit of the inventions in question. The Act of 
1852 gave express liberty to the Law Officer, when a pro- 
visional specification was filed, to caU in aid a scientific or 
other person. When the Law Officer was satisfied that the 
provisional specification described the nature of the invention, 
he was to give his certificate of allowance, upon which 
"provisional protection *' (p. 73) followed. The reference 
of specifications to skilled referees was not, however, put 
into practice, for the duties were undertaken, with but few 
exceptions, by the Law Officers' clerks. 

By the Act of 1883, "examiners** with statutory func- 
tions were appointed. Every application for a patent has 
since 1883 been examined as to the sufficiency and clearness 
of the description of the invention filed therewith. As re- 
gards complete specifications following upon provisional specifi- 
cations, the examiners have also examined for "disconformity " 
between the specifications. In the case of adverse reports, the 
documents, before being finally accepted, are amended by the 
applicants for the patents, the decision of the Comptroller being. 
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however, subject to appeal to the Attorney- or Solicitor- 
General. The Comptroller is also empowered to refuse 
a patent for an invention, the use of which in his opinion 
would be contrary to law or morality. 

Under the "examining " section of the Act of 1902, the 
examiner will perform additional functions. He will then 
investigate specifications further and, subject to certain qualifi- 
cations, report whether the invention for which a patent is 
prayed has been wholly or in part anticipated by prior speci- 
fications. Certain other functions are also fulfilled by the 
Patent Office in connexion with the issue and registration of 
patents, opposition to the grants, and application for leave to 
amend specifications, and the dissemination of information to 
the public. 

CHAPTER III 
The Publications of tlie Patent Office 

Before the Act of 1852, specifications were enrolled at 
either of three offices, the original documents being returned 
to the patentees. A specification, after a laborious search for 
the roll on which it had been entered, could only be inspected 
on the payment of a fee ; nor were any notes or copies 
allowed to be taken without special charges. At length in 
1838, pencil notes were permitted in the case of specifications 
which had been enrolled in one of the offices, viz. the Rolls 
Chapel. In general, the public relied for its information 
upon the publication of specifications in periodicals, for which, 
however, specifications were not always obtainable. The Act 
of 1852 directed the official printing and sale of specifications. 

The specifications which had been enrolled under the Old 
Law were also printed. The first of the series prior to the 
Act of 1852, which was dated 1617, was by the Office 
numbered i and the last of the series 1 4, 3 5 9. Under the Act 
of 1852, the applications for each year were numbered con- 
secutively, the first application of each year being numbered i . 
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This system of numbering is carried on under the Act of 1 883 ; 
since when provisional specifications, not followed by complete 
specifications, have not been published, nor allowed to be seen. 

There is issued a weekly Illustrated Official Journal 
{Patents) and periodic indexes of names and the contents of 
all published specifications. To aid still further intending 
patentees and others in their searches, illustrated volumes 
of classified precis or ** abridgments " of specifications are also 
published. These are arranged in one hundred and forty-six 
classes. 

The Act of 1883 also directed the issue of reports of 
patent cases decided in Courts of Law. Accordingly, some 
twenty-one volumes have been issued under the editorship 
of King's Counsel. There is also published a set of 
"Instructions," which the office gratuitously forwards on 
request to intending patentees. From this they may learn, 
among other matters, the procedure to adopt when applying 
for a patent. 



CHAPTER IV 
The Public Library 

There is attached to the Patent Office a free public library, 
which is now located in a spacious building erected for the 
purpose. Founded in 1855, *^^ library contains the printed 
specifications, indexes, and other publications of the Patent 
Office, a collection of leading British and foreign scientific 
journals, transactions of learned societies, text-books of science 
and art, and the full or abridged specifications and patent laws 
of the countries of the world. The library, which is con- 
sidered to be the finest technical library in the United King- 
dom, is open daily from 10 a.m. to 10 p.m., Sundays and 
public holidays excepted. 



PATENT AGENCY 121 



CHAPTER V 
Patent Agency 

As intermediaries between the public and the Patent Office, 
there exists a class of professional men known as "patent 
agents," who occupy a position not unlike that held by 
solicitors. A statutory register of patent agents has been con- 
stituted, and no one is allowed publicly to describe himself as 
a patent agent unless his name appears on the register. 

Hindmarch, writing in 1 846 and counselling inventors to 
employ agents for obtaining patents, much regretted that there 
were no means of excluding unqualified persons from practis- 
ing as agents. 

A Board of Trade Committee of 1885 reported that it 
would be advantageous to form a roll and to forbid those 
whose names were not upon it to assume the title of patent 
agent; but the Committee declined to recommend that the 
Patent Office should deal solely with the inventor or with an 
agent, whose name was entered upon the roll. In 1888 
an Act was passed to carry out the recommendation of the 
Committee of 1885, and the register of patent agents was 
accordingly established, entry to which is now obtained after 
an examination as to qualification. The Register is placed in 
charge of the Chartered Institute of Patent Agents. The 
Select Committee of the House of Commons of 1894, to 
which certain Patent Agents Bills had been referred, con- 
curred in the opinion that, while it was desirable for a roll of 
qualified agents to be kept, solicitors and other professional 
men should not be prevented from transacting business at the 
Patent Office, nor should inventors be compelled to employ 
an agent or one of a particular class of agent. 

The mere signing of a specification as " agent for the appli- 
cant " by one who was not on the register has been held not 
to be an offence under the Act of 1885. 
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An agent must, to transact business with the Patent Office, 
be duly authorised by his principal to the satisfaction of the 
Comptroller, who may require the agent to be resident within 
the United Kingdom. The signature or presence of the 
principal may also be required if the Comptroller think fit. 
The Comptroller is not bound to recognise an agent whose 
name has been erased from the register on account of dis- 
graceful professional conduct. Communications between 
patent agents and their clients are not "privileged" in the 
same sense as are those where solicitors are concerned, nor 
are patent agents' accounts liable to " taxation " ; but patent 
agents are permitted to deal with counsel without the inter- 
vention of a solicitor. 



CHAPTER VI 
Procedure for Obtaining a Patent 

The question is often asked whether it is advisable to employ 
a patent agent to obtain a patent or to carry through the 
necessary procedure oneself. It is scarcely necessary to remark 
that skilled agency is better than amateur endeavour ; but 
in the profession of patent agency, as in other professions, 
the higher the skill the higher the fee is the usual rule. To 
those, then, to whom the expense, however little or much, of 
obtaining the assistance of an agent is a powerful deterrent 
and one not lightly to be incurred, it may be said that the writ- 
ing of a specification is not dissimilar to the drafting of a 
will. In simple cases, a will may be safely undertaken by the 
layman ; so with an invention, its description in such a way 
as exactly to explain the intention of the patentee, to exclude 
from the claim what is not novel, and yet include to the 
full what the patentee has invented, may be undertaken by 
the ordinary educated man without much risk of grave error. 
Where, however, important issues are involved, the prudent 
man is not usually satisfied with less advice than the best. 
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In the following brief description of the procedure to ob- 
tain a patent, a knowledge of the contents of the Primer will 
be assumed. It will also be assumed that the directions which 
are printed in the margins of the Forms which are officially 
prescribed will receive attention and be closely followed. 

The Patent Office issues gratuitously a set of "Instruc- 
tions to applicants for patents" from which the necessary 
steps can be readily perceived. The Forms of application, 
for provisional, and complete specifications, and for other pur- 
poses are each known by a distinguishing letter. Forms are 
not supplied by the Patent Office, but can on personal applica- 
tion be purchased at the face value of their stamps at the 
Inland Revenue Office, Royal Courts of Justice (Room 
No. 6), Strand, London, W.C, or, by post, from the Con- 
troller of Stamps (Room No. 5), Inland Revenue Office, 
Somerset House, London, W.C. ; also, at a few days' notice 
and upon prepayment of the value of the stamp, they may be 
obtained at any money order office in the United Kingdom. 
The Forms A, B, and C are usually kept on sale at some of 
the London post offices and at the chief post offices of the 
larger towns in the country. All documents may be sent to 
the Patent Office by hand or by post. 

If, before applying for a patent, it is intended to show an 
invention at a certified exhibition, certain foreign exhibitions 
excepted (p. 71), notice of the intention must be sent upon 
Form O, ten-shilling stamp, to the Comptroller along with 
a brief description of the invention which will secure the 
necessary identification at a subsequent period. 

It is not permissible to cover in a single application an 
indefinite amount of subject-patent, for each patent " shall be 
granted for one invention only.*' Since this is largely a fiscal 
matter, no attack can be made upon the validity of a patent 
if it covers more than " one invention." 

For the normal inventor (p. 59) the application should be 
made on Form A, one-pound stamp ; for a " communicated " 
invention (p. 60) Form A^, one-pound stamp, must be em- 
ployed ; while for an ante-dated application in respect of an 



THE NORMAL OR TYPE SPECIFICATION 

IN BLANK. 



CONTENTS or THE SECTIONS. 



I. Title of the Invention. 



2. Formal declaration as to 
specifying. 



3. Expansion of the title. 



4. Prior knowledge. 



Disadvantages of, and diffi- 
culties in connection with, 
previous practice, arrange- 
ments, apparatus, pro- 
cesses, etc. 



6. Objects of the Invention. 



Nature of the Invention, 
introducing its features 
of novelty. 



8. Particular description and 
ascertainment of the In- 
vention. 



Particular description and 
ascertainment of the 
manner in which the 
Invention is to be carried 
into practical effect. 



SUITABLE OPENING PASSAGES, OR KEY- 
WORDS TO THE SECTIONS. 



Improvements in and relating to 

I, A. B., do hereby declare the 
nature of my Invention, and in 
what manner the same is to be per- 
formed, to be particularly described 
and ascertained in and by the follow- 
ing statement : — 

My invention relates to improve- 
ments in and relating to 

Hitherto it has been proposed to 
This is open to the objection that 

Now, the object of my present 
Invention is to obviate these dis- 
advantages by 

To these ends my Invention 
broadly consists in 

More particularly my Invention 

consists in 

and [if drawings are used] in order 
that the details of construction and 
action of my Invention may be the 
more clearly understood, reference 
is made to the accompanying draw- 
ings in which Fig. i represents 

Fig. 2 Fig. 3 

[and so on]. 

In carrying my Invention into 

practical effect, I [referring 

to drawings, if any] 



CONTENTS OF TH£ SECTIONS. 



lo. Experience gained and ad- 
vantages accruing from 
the use of the Invention. 



II. Generalising Clause. 



12. Disclaimer. 
General. 
Specific. 



13. Preamble to Claims and 
Formal Declaration. 



14. Claims. 



15. Date and Signature. 



SUITABLE OPENING PASSAGES, OR KEY- 
WORDS TO THE SECTIONS. 



Now, in the practical working of 
my Invention, it has been found 
that 

While I have described in the 
foregoing specification the construc- 
tion of parts and operations preferred 
[mutatis mutandis of a chemical or 
other process], I am aware that 
numerous changes of construction 
and operation may be made without 
departing from the spirit and scope 
of the Invention, and I, therefore, 
do not wish to be understood as 
limiting myself by the positive terms 
employed in connection with the 
description, excepting such as the 
state of the art may require. 

I am aware that it has been pre- 
viously proposed to 

and to this, broadly, I lay no claim. 

I am aware of the Specification 
of Letters Patent, No. granted 
to X, Y, Z, and I make no claim to 
any thing described and claimed 
therein, but 

Having now particularly described 
and ascertained the nature of my said 
Invention, and in what manner the 
same is to be performed [*], I declare 
that what I claim is 

[One or more numbered paragraphs, 
summing up in concise, brief^ and 
definite language, the essence of the 
Invention for which protection is 
sought.] 

[The ordinary signature of the 
applicant or his authorised agent.] 



* Disclaimers are often inserted here with some such introductory words as 
" I wish it to be understood that I am aware that but " 
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invention the subject of an application abroad, Form A^, 
one-pound stamp, is required. 

With the application, a specification must be filed. The 
specification may be either a provisional specification (p. 72), 
no stamp, or complete specification (p. 73), three-pound stamp. 
The first page of the provisional ^ecification requires Form B, 
that of the complete specification Form C. To draft a com- 
plete specification, the "type" specification given herewith 
may conveniently be employed, the optional paragraphs, which 
in the circumstances of the case are irrelevant or undesirable 
in the specification, being omitted. 

To describe an invention, drawings are often necessary 
(p. 74). These are referred to, and form a portion of the 
specification. As a rule they are not required with a pro- 
visional specification. In order that they may be satisfac- 
torily reproduced for publication, the Patent Office requires 
their execution according to rules which are strictly enforced. 
These detailed rules may be had on application at the Patent 
Office. The effect of the specification with its drawings 
may be checked by reversing the process of its formation and 
construing the specification accor^ng to the methods alluded 
to in Part II. Chapter II. If the result in the mind of the 
addressee of the specification (p. 73) is an exact knowledge 
of the invention which was wh^t the inventor intended, the 
specification has been properly drawn. Bearing in mind the 
requirements of a provisional specification (p. 72), the 
"type" specification above may be followed in its drafting, 
of course omitting those parts which do not belong to 9 
provisional specification. When the documents have been 
lodged at the Patent Office, in the event of informality 
appearing in them, or a non-compliance with the require- 
ments that come under the purview of the examiners (p. 118), 
communications are sent to the applicant, or to his authorised 
agent, requesting amendment. In the case of descriptions 
altogether inadequate, the Comptroller is empowered to date 
the application as of the day when the official requirements 
are complied with. The Office, before acting adversely. 
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gives the applicant or his agent an opportunity of being heard 
on the matter. When the various requirements have been 
complied with, an official certificate of acceptance is issued. 

After the acceptance of a complete specification, and in 
order to obtain a patent, the fee of ;^i will be demanded 
when the "examining" section of the Act of 1902 comes 
into operation in 1905. 

A few other forms may be mentioned here, viz. Form D, 
ten-shilling stamp, for opposing the grant of a patent (p. 78) ; 
Form F for applying for the amendment of a current pub- 
lished specification (p. 79) ; before the patent is sealed, 
a stamp of ;^i 10/. upon Form F is required ; after sealing 
j£^. Form L, ten-shilling stamp, for entry of a name on 
the register (p. 98) ; Form M, ten-shilling stamp, for the 
entry of a licence ; Form P for correcting a clerical error 
(p. 80), five-shilling stamp before sealing the patent and one 
pound after the sealing. 
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PATENTS ACTS AND RULES NOW IN FORCEi 

Statute of Monopolies, 1624. 

Patents, Designs, and Trade Marks Act, 1883. 

Patents, Designs, and Trade Marks (Amendment) Act, 1885. 

Patents Act, 1886. 

Patents, Designs, and Trade Marks Act, 1888. 

Patents Act, 1901. 

Patents Act, 1902. 

Patents Rules, 1903. 

Patents Rules, 1905. 

Law Officers' Rules for Appeals, 1883 (Appendix to the repealed 
Patents Rules of 1890). 

Register of Patents Agents Rules, 1889, 1891, 1902. 

Board of Trade Order fixing January ist, 1905, as the date for the 
coming into operation of Section i of the Act of 1 902. 

PRIVY COUNCIL RULES 

Privy Council Rules, 1897. 
Privy Council Rules, 1903. 



APPENDIX B 



SELECT LIST OF GOVERNMENT PUBLICATIONS 

Select Committee, House of Commons, 1829 (332). 

Treasury Committee, Signet and Privy Seal Offices, 1849. 

Select Committee, House of Lords, extension of Designs Act of 1850, 
1851 (47). 

Select Committee, House of Lords, 1851 {jj)* 

Select Committee, House of Lords, 1851 (486). 

Abstract of replies to circular despatch of 1853, extension of patents to 
the Colonies (Colonial Office, 1856). 

Select Committee, House of Commons, Patent Office Library and 
Museum, 1864 (504). 

128 
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Reports to the Commissioners of Patents concerning accounts, 1865 

(173)- 

Royal Commission, 1865 (5974). 

Select Committee, House of Commons, 1871 (368). 

Select Committee, House of Commons, 1872 (193). 

Correspondence concerning patents, 1872 (23). 

International Convention, 1883 {^' — 4^43 )• 

Select Committee, House of Lords, Confirmation of Patents, 1887 
(100). 

Board of Trade Committee, Duties, etc., of the Patent Office, 1887 
(C.—4968). 

Select Committee, House of Commons, Patent Agents Bills, 1894 

(^35)- ... 

Board of Trade Committee, various suggestions, 1900 (Cd. 210). 

Board of Trade Committee, Working of the Patents Acts, 1901 
(Ch. 506). 

Board of Trade Committee, specified questions, 1901 (Cd. 506). 

Appendices to Board of Trade Committee, 1901 (Cd. 530). 

Brussels Conference, the International Convention, 1901 (Cd. 603, in 
continuation of C. — 9014 of 1898). 

Copy of note by Solicitor-General, 1902 (Cd. 1030). 

Annual Reports of the Commissioners of Patents from 1853 to 1884. 

Annual Reports of the Comptroller-General of Patents from 1884. 

Instructions to Applicants for Patents, 1903. 

Patent Office Library Bibliographical Series and Search Guides. 
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The general outlines of the English patent law can be gathered from 
a study of selected cases which, compared with the many hundreds of 
reported cases, are relatively few in number. The following list con- 
tains, by way of example, those that are of immediate interest to the 
student wishing for a closer acquaintance with principles. The cases are 
placed under topical headings, but it will be found that particular cases 
deal also with subjects beyond the scope of the headings under which 
they directly appear. Representative cases for a first reading are denoted 
by asterisks. 

Reports of the cases will be found in a convenient form in Goodeve's 
•Abridgments of latent Cases (G.P.C.) ed. 1884, and, for cases subsequent 
to the year 1883, in the Reports of Patent, etc^ Cases (R.P.C.) published 
at the Patent Office, of which single numbers are obtainable. 

The number before the initials represents, in accordance with custom, 
the volume of the Reports referred to, and the number after the initials 
the page of that volume. 
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SELECT LIST OF STUDENTS' CASES 

Thk Inventor and Patentee. — *Rcx v. Arkwright, G.P.C. 1 5 ; 
Beard i/. Egerton, G.P.C. 39 j Patterson v. Gas Light, etc., Co., G.P.C. 
362 5 Steers v. Rogers, 10 R.P.C. 245. 

The Invention ; A Manufacture. — Boulton v. Bull, G.P.C. 70 j 
*Ral8ton v. Smith, G.P.C. 395 ; Automatic Weighing Machine Co. v. 
Knight, 6 R.P.C. 297. 

Novelty. — Morgan v. Seaward, G.P.C. 307 ; Hills v. Evans, G.P.C. 
248 ; *Plimpton 1/. Malcolmson, G.P.C. 374 ; Harris v, Rothwell, 
4 R.P.C. 225 ; Elias v, Grovesend Tinplate Co., 7 R.P.C. 455. 

Subject-Matter. — Harwood v. Great Northern Railway Co., G.P.C. 
224 ; *Morgan v, Windovcr, 7 R.P.C. 131 ; Pirrie v. York Street Flax 
Spinning Co., 10 R.P.C. 34. 

Utility. — *Philpott v. Hanbury, 2 R.P.C. 33 ; Easterbrook v. Great 
Western Railway Co., 2 R.P.C, 20i. 

Conformable to Law, etc.— Badische Anilin, etc., v. Thompson, etc., 
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G.P.C. 88} Clark v. Adie, G.P.C. 117 ; Cropper v. Smith, 1 R,P.C. 
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A STUDENT'S NOTE 

To facilitate a comprehension of the reasons given by judges in draw- 
ing their conclusions, the following sets out concisely the method and 
nomenclature employed when the construction of specifications is in- 
volved. 

Construction of a specification proceeds only so far as is necessary to 
deal with the case in hand. Usually, it is sufficient to allocate a patent 
to one of two classes. These classes, A and B, are spoken of or dis- 
tinguished by several names as follows : — 



A 


B 


Pioneer-patent. 


Patent for Improvements. 


Master-patent. 


Combination-patent. 


Patent of the Proctor v. Bennis 


Patent of the Curtis v. Piatt type. 


type. 




Patent to which the "doctrine of 
mechanical equivalents" applies. 


Patent to which the " doctrine of 
mechanical equivalents " does 
not apply. 


Patent for means for achieving new 
or hitherto unknown objects or 
ends. 


Patent for means for achieving old 
or well-known ends or objects. 


Patent for a principle and means 
for carrying it into effect. 





Whether a patent is of the A or B class, depends upon the construc- 
tion of the specification. If it is of the A type, then what is shown 
and described in the specification may be by way of example only j if of 
the B type, then what is shown and described excludes other means or 
methods from the scope of the patent. 

A complete construction of a specification would result in a verbal 
formula which would be applicable to any set of circumstances. In 
such a case, the allocation of the patent to the A or B class would be 
unnecessary. 
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It has been thought advisable to avoid loading the text of this Primer 
with references to authorities. Those, however, to whom a knowledge 
of authorities is of importance, and those desirous of studying the 
details of the English Patent System, may refer to the following sources 
of information, 

PART I 

The majority of treatises on Patent Law have remarks here and 
there upon the general and historical aspects of the System and its 
Policy ; but the subject of Part I. will be found more particularly treated 
in the books, reviews, and discussions as under : — 

yeremy ^entham ; Manual of Political Economy, ch. III. ; Rationale 
of Reward, ch. IX. [some general considerations and criticism of defects 
in the law]. — Edinburgh Review (1849), ^o^* ^9* P* 47 [Patent Journal; 
Mechanic's Magassine] ; (1865), vol. I2i, p. 578 [Select Committee's Pro- 
ceedings]. — Quarterly Review (1859), vol. 105, p. 136 [publications of the 
Commissioners of Patents, 1852-8]. — R.A.Macfie; Recent discussions on 
the abolition of Patents (1869) [the case for the abolition of the system]. 
— Society of Arts ; Paper on the Expediency of Protection for Patents 
(1874), by F. y. ^ramivell [the case for the retention of the system]. — 
Rt. Hon. Lyon Playfair,M,P.i The Nineteenth Century (1877), vol. i, 
p. 315 [Patents and the New Patent Bill]. — Dr. Cunningham, Alien 
Immigrants to England (1897), and Growth of English Industry, Part I. 
(1903) [a mine of information]. — y. fV, Cror^on, Monopolies by Patents 
(1897) [bears evidence of much original research ; a valuable contribu- 
tion to history, temp, James I.]. — T, Fairman Ordish^ Early English In- 
ventions, The Antiquary (1885), vol. 12 [an account of Elizabethan 
and Jacobean patents]. — E. Wyndham HtdmCy Consideration of the Patent 
Grant ; History of the System under the Prerogative and Common Law ; 
History in the seventeenth and eighteenth centuries, The Law Quarterly 
Review (1897), voL 13 ; (1900], vol 16 j (1902), vol. 18 j Patent Law, 
History, Literature, and Library, The Library (1898) [the results of 
careful investigation and research at the Record Office and elsewhere]. 
— I'van Levinstein, Patent Legislation and British Industries (1900) 
[pamphlet, a case for compulsory licensing]. — Patent Office Library 
Series, No. 3, Bibliographical Series, No. 2 (1900). 
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A mass of information also lies embedded in the Government Publi- 
cations (Appendix B), in which, in one place or another, almost every 
aspect of the System is reviewed. 

PART II 

As regards the law relating to patents, the text-books, by their number 
and size, reflect the interest that is taken in this special branch of the 
general law, and also the importance of the subject. The majority of 
the works are primarily intended for patent agents and the legal pro- 
fession ; but some of them are addressed to inventors, and are often of 
an uncritical character. 

Among the publications which deal with patent law, or aim at its 
exposition, are the following treatises and reports of cases which have 
been decided by the Courts and by other recognised tribunals. The 
publications are indicated by their authors' or compilers' names and by 
the dates of their publication. In some instances the number of pages 
is added. 

Ltardet v. yohnsoKy 1778 5 report of case in MS. in the Patent Office 
Library. — y, D, Colliery 1803 j with historical chapters and appendices. 
— y, Davies, 1816 j reports of cases^ with an introduction. — R. Qodion^ 
1840. — T, WehiteTy 1841 ; reports of cases, with notes, 2 vols., 1844-6. 
— W, Carpmaely 1 843-5 ^ 5 reports of cases, 2 vols. — fF, M, Hindmarchj 
1846, 807 pp. ; of special interest as regards the Old Law and in respect 
of the application of general legal principles to patents. — W, Spence, 
1847 * ^ treatise on specifications. — E, Macrory^ reports of cases, illus- 
trated, 1852-6, 256 pp. — W, Carfmaely 1852. — y, Coryton, 1855. — 
ff^» W, Wynney the "Bovill" patent, 1873 5 ^ partisan criticism of the 
lengthy legal proceedings. — W, F, AgneWy 1874. — T, Astoria 1883. — 
H, y, yoAnsofiy Encyclopaedia Britannica, 9th ed., vol. 18, 1885, Patents. 
— T. M, Goodeve, abstract of cases to end of 1883, 634 pp. — R, Griffin^ 
reports of cases from 1883 to end of 1886, 362 pp.; reports of cases 
decided in 1885-7,61 pp. — R, Morris, Patents Conveyancing precedents, 
with notes, 1887, 443 pp. — y, F, fVaggatt, Prolongations by the Privy 
Council, 1887, 132 pp. — A, W. Rentotiy Chambers's Encyclopaedia, 
Patents. — y, and y, H, yoAnson, Patentees' Manual, 1890, 534 pp* — 
C. Higgins and G, E, yones, Digest of Law and Practice, 1890, 584 pp. 
—A, }V, Rentotiy Patent Right in England and the United States, The 
Law Quarterly Review, 1891, vol. 7. — T, M, Goode-oty Practice on 
Oppositions before the Comptroller and the Law Officers, with Appendix, 
1893, 80 pp. and 55 pp. — H, Cunyngkamey 1894, 635 pp.; with diagrams. 
— r. Terrdl and W, P. Rylandsy 1895, 605 pp. — L. Edmunds and T, M. 
Stevensy 1897, 943 pp. — G, y, Wheelery Prolongation by the Privy 
Council, 1898, 309 pp. — W, F, Craiesy Encyclopaedia of the Laws 
of England, Monopoly and Statute of Monopolies, 1898. — R, Frosty 
1898, 919 pp. — fy, N, Laivsorty 1898 ; Patents Acts considered section 
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by section, 700 pp. — L, Edmunds and T. M, StevenSf Encyclopaedia of 
the Laws of England, Patents, 1898. — J. W, Qordon, Compulsory 
Licences, 1899, 443 pp. — R. Campbell, Ruling Cases, 1900, vol. xx., 
860 pp.; edited reports of selected cases illustrative of the patent law. 
— R, JV, Wallace and J, B, IVilliamion, 1900, 922 pp. — Subject list of 
works on Industrial Property in the Library of the Patent Office, 1900, 
81 pp.; an exhaustive list of works, general literature, and pamphlets 
in the unique collection of the Library. — A, W, Rentotiy Encyclopaedia 
Britannica, 9th ed., vol. 31, 1902, Patents. — J, Roberts, 1903, 647 pp.; 
the illustrations of litigated inventions constitute a valuable feature. — 
G. F, Emery y 1904, 361 pp. — D, Fulton, 1904. — /^. NicholaSy 1904, 
341 pp. — y. Cutler, Reports of Patent, Design, and Trade Mark Cases ; 
issued as supplements to the Illustrated Official Journal (Patents) 
from 1884 onwards ; possibly a solitary instance of the revival of the 
old custom of reporting cases under Government auspices. — Pro- 
ceedings of the Chartered Institute of Patent Agents annually from 
1884; Journal of the Society of Patent Agents from 1900. Both 
series contain much practical information in respect of obtaining patents 
and as regards changes in the laws and practice of the world. 

Comment upon and discussion of the various aspects of the Law are 
also to be found in the Government Publications of Appendix B. 



PART III 

Information concerning the Patent Office, its duties, internal arrange- 
ments, and distribution of business is described in some detail in many 
Government Publications of Appendix B. Information may also be 
gathered from those works which are specially concerned with the Law. 

In addition to the publications set out above, there are the numerous 
articles, reviews, and criticisms which have appeared from time to time 
in periodic, industrial, technical, and scientific literature. Indeed there 
is scarcely a publication but, at one time or another, has reviewed some 
aspect of the Law or Policy of the System, For these the indexes of 
the volumes which contain them are to be consulted. This may con- 
veniently be done at the Free Public Library of the Patent Office, 
25, Southampton Buildings, W.C. 
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